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Synopsis
Background: Widow brought adversary proceeding in her Chapter 11 bankruptcy case to
recover for her stepson's alleged tortious interference with her expectancy of inheritance or
gift from her deceased husband. The United States Bankruptcy Court for the Central District
of California, Samuel L. Bufford, J., 253 B.R. 550, entered judgment for widow, and stepson
appealed. The District Court, David O. Carter, J., 275 B.R. 5, treated Bankruptcy Court's
judgment as proposed findings of fact and conclusions of law and adopted them as modified.
Both widow and stepson appealed. The United States Court of Appeals for the Ninth Circuit,
Beezer, Circuit Judge, 392 F.3d 1118,vacated. After granting certiorari, the Supreme Court,
Justice Ginsburg, 547 U.S. 293, 126 S.Ct. 1735, 164 L.Ed.2d 480, remanded. On remand, the
Court of Appeals, 600 F.3d 1037,reversed and remanded with instructions.

[Holding:] After again granting certiorari, the Supreme Court, Chief Justice Roberts, held
that Bankruptcy Court lacked authority under Article III to enter final judgment on widow's
counterclaim.
Affirmed.
Justice Scalia filed concurring opinion.
Justice Breyer filed dissenting opinion in which Justice Ginsburg, Justice Sotomayor, and
Justice Kagan joined.
West Codenotes
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Unconstitutional as Applied
28 U.S.C.A. § 157(b)(2)(C)
**2595 Syllabus *
*

The syllabus constitutes no part of the opinion of the Court but has been prepared by the Reporter of Decisions for the
convenience of the reader. See United States v. Detroit Timber & Lumber Co., 200 U.S. 321, 337, 26 S.Ct. 282, 50 L.Ed. 499.

Article III, § 1, of the Constitution mandates that “[t]he judicial Power of the United States,
shall be vested in one supreme Court, and in such inferior Courts as the Congress may
from time to time ordain and establish,” and provides that the judges of those constitutional
courts “shall hold their Offices during good Behaviour” and “receive for their Services[ ] a
Compensation[ ] [that] shall not be diminished” during their tenure. The questions presented
in this case are whether a bankruptcy court judge who did not enjoy such tenure and salary
protections had the authority under 28 U.S.C. § 157 and Article III to enter final judgment on
a counterclaim filed by Vickie Lynn Marshall (whose estate is the petitioner) against Pierce
Marshall (whose estate is the respondent) in Vickie's bankruptcy proceedings.
Vickie married J. Howard Marshall II, Pierce's father, approximately a year before his death.
Shortly before J. Howard died, Vickie filed a suit against Pierce in Texas state court, asserting
that J. Howard meant to provide for Vickie through a trust, and Pierce tortiously interfered
with that gift. After J. Howard died, Vickie filed for bankruptcy in federal court. Pierce filed
a proof of claim in that proceeding, asserting that he should be able to recover damages from
Vickie's bankruptcy estate because Vickie had defamed him by inducing her lawyers to tell the
press that he had engaged in fraud in controlling his father's assets. Vickie responded by filing
a counterclaim for tortious **2596 interference with the gift she expected from J. Howard.
The Bankruptcy Court granted Vickie summary judgment on the defamation claim and
eventually awarded her hundreds of millions of dollars in damages on her counterclaim.
Pierce objected that the Bankruptcy Court lacked jurisdiction to enter a final judgment on
that counterclaim because it was not a “core proceeding” as defined by 28 U.S.C. § 157(b)
(2)(C). As set forth in § 157(a), Congress has divided bankruptcy proceedings into three
categories: those that “aris[e] under title 11”; those that “aris[e] in” a Title 11 case; and those
that are “related to a case under title 11.” District courts may refer all such proceedings to
the bankruptcy judges of their district, and bankruptcy courts may enter final judgments in
“all core proceedings arising under title 11, or arising in a case under title 11.” §§ 157(a), (b)
(1). In non-core proceedings, by contrast, a bankruptcy judge may only “submit proposed
findings of fact and conclusions of law to the district court.” § 157(c)(1). Section 157(b)(2)
lists 16 categories of core proceedings, including “counterclaims by the estate against persons
filing claims against the estate.” § 157(b)(2)(C).
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The Bankruptcy Court concluded that Vickie's counterclaim was a core proceeding. The
District Court reversed, reading this Court's precedent in Northern Pipeline Constr. Co. v.
Marathon Pipe Line Co., 458 U.S. 50, 102 S.Ct. 2858, 73 L.Ed.2d 598, to “suggest[ ] that
it would be unconstitutional to hold that any and all counterclaims are core.” The court
held that Vickie's counterclaim was not core because it was only somewhat related to Pierce's
claim, and it accordingly treated the Bankruptcy Court's judgment as proposed, not final.
Although the Texas state court had by that time conducted a jury trial on the merits of
the parties' dispute and entered a judgment in Pierce's favor, the District Court went on to
decide the matter itself, in Vickie's favor. The Court of Appeals ultimately reversed. It held
that the Bankruptcy Court lacked authority to enter final judgment on Vickie's counterclaim
because the claim was not “so closely related to [Pierce's] proof of claim that the resolution
of the counterclaim is necessary to resolve the allowance or disallowance of the claim itself.”
Because that holding made the Texas probate court's judgment the earliest final judgment on
matters relevant to the case, the Court of Appeals held that the District Court should have
given the state judgment preclusive effect.
Held: Although the Bankruptcy Court had the statutory authority to enter judgment on
Vickie's counterclaim, it lacked the constitutional authority to do so. Pp. 2603 – 2620.
1. Section 157(b) authorized the Bankruptcy Court to enter final judgment on Vickie's
counterclaim. Pp. 2604 – 2608.
(a) The Bankruptcy Court had the statutory authority to enter final judgment on Vickie's
counterclaim as a core proceeding under § 157(b)(2)(C). Pierce argues that § 157(b) authorizes
bankruptcy courts to enter final judgments only in those proceedings that are both core and
either arise in a Title 11 case or arise under Title 11 itself. But that reading necessarily assumes
that there is a category of core proceedings that do not arise in a bankruptcy case or under
bankruptcy law, and the structure of § 157 makes clear that no such category exists. Pp. 2604
– 2605.
(b) In the alternative, Pierce argues that the Bankruptcy Court lacked jurisdiction to resolve
Vickie's counterclaim because his defamation claim is a “personal injury tort” that the
Bankruptcy Court lacked jurisdiction to hear under **2597 § 157(b)(5). The Court agrees
with Vickie that § 157(b)(5) is not jurisdictional, and Pierce consented to the Bankruptcy
Court's resolution of the defamation claim. The Court is not inclined to interpret statutes as
creating a jurisdictional bar when they are not framed as such. See generally Henderson v.
Shinseki, 562 U.S. ––––, 131 S.Ct. 1197, 179 L.Ed.2d 159; Arbaugh v. Y & H Corp., 546 U.S.
500, 126 S.Ct. 1235, 163 L.Ed.2d 1097. Section 157(b)(5) does not have the hallmarks of a
jurisdictional decree, and the statutory context belies Pierce's claim that it is jurisdictional.
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Pierce consented to the Bankruptcy Court's resolution of the defamation claim by repeatedly
advising that court that he was happy to litigate his claim there. Pp. 2606 – 2608.
2. Although § 157 allowed the Bankruptcy Court to enter final judgment on Vickie's
counterclaim, Article III of the Constitution did not. Pp. 2608 – 2620.
(a) Article III is “an inseparable element of the constitutional system of checks and balances”
that “both defines the power and protects the independence of the Judicial Branch.”
Northern Pipeline, 458 U.S., at 58, 102 S.Ct. 2858 (plurality opinion). Article III protects
liberty not only through its role in implementing the separation of powers, but also by
specifying the defining characteristics of Article III judges to protect the integrity of judicial
decisionmaking.
This is not the first time the Court has faced an Article III challenge to a bankruptcy court's
resolution of a debtor's suit. In Northern Pipeline, the Court considered whether bankruptcy
judges serving under the Bankruptcy Act of 1978—who also lacked the tenure and salary
guarantees of Article III—could “constitutionally be vested with jurisdiction to decide [a]
state-law contract claim” against an entity that was not otherwise part of the bankruptcy
proceedings. Id., at 53, 87, n. 40, 102 S.Ct. 2858 (plurality opinion). The plurality in Northern
Pipeline recognized that there was a category of cases involving “public rights” that Congress
could constitutionally assign to “legislative” courts for resolution. A full majority of the
Court, while not agreeing on the scope of that exception, concluded that the doctrine did not
encompass adjudication of the state law claim at issue in that case, and rejected the debtor's
argument that the Bankruptcy Court's exercise of jurisdiction was constitutional because the
bankruptcy judge was acting merely as an adjunct of the district court or court of appeals.
Id., at 69–72, 102 S.Ct. 2858; see id., at 90–91, 102 S.Ct. 2858 (Rehnquist, J., concurring in
judgment). After the decision in Northern Pipeline, Congress revised the statutes governing
bankruptcy jurisdiction and bankruptcy judges. With respect to the “core” proceedings listed
in § 157(b)(2), however, the bankruptcy courts under the Bankruptcy Amendments and
Federal Judgeship Act of 1984 exercise the same powers they wielded under the 1978 Act.
The authority exercised by the newly constituted courts over a counterclaim such as Vickie's
exceeds the bounds of Article III. Pp. 2608 – 2611.
(b) Vickie's counterclaim does not fall within the public rights exception, however defined.
The Court has long recognized that, in general, Congress may not “withdraw from judicial
cognizance any matter which, from its nature, is the subject of a suit at the common law, or in
equity, or admiralty.” Murray's Lessee v. Hoboken Land & Improvement Co., 59 U.S. 272, 18
How. 272, 284, 15 L.Ed. 372. The Court has also recognized that “[a]t the same time there are
matters, involving public rights, ... which are susceptible of judicial determination, but which
congress may or may not bring within the cognizance of the courts of the United States, as it
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may **2598 deem proper.” Ibid. Several previous decisions have contrasted cases within the
reach of the public rights exception—those arising “between the Government and persons
subject to its authority in connection with the performance of the constitutional functions
of the executive or legislative departments”—and those that are instead matters “of private
right, that is, of the liability of one individual to another under the law as defined.” Crowell
v. Benson, 285 U.S. 22, 50, 51, 52 S.Ct. 285, 76 L.Ed. 598.
Shortly after Northern Pipeline, the Court rejected the limitation of the public rights exception
to actions involving the Government as a party. The Court has continued, however, to limit
the exception to cases in which the claim at issue derives from a federal regulatory scheme,
or in which resolution of the claim by an expert Government agency is deemed essential to a
limited regulatory objective within the agency's authority. In other words, it is still the case
that what makes a right “public” rather than private is that the right is integrally related to
particular Federal Government action. See United States v. Jicarilla Apache Nation, 564 U.S.
––––, ––––-––––, 131 S.Ct. 2313, 180 L.Ed.2d 187, 2011 WL 2297786, *8–9 (2011); Thomas v.
Union Carbide Agricultural Products Co., 473 U.S. 568, 584, 105 S.Ct. 3325, 87 L.Ed.2d 409;
Commodity Futures Trading Commission v. Schor, 478 U.S. 833, 844, 856, 106 S.Ct. 3245,
92 L.Ed.2d 675.
In Granfinanciera, S.A. v. Nordberg, 492 U.S. 33, 109 S.Ct. 2782, 106 L.Ed.2d 26, the most
recent case considering the public rights exception, the Court rejected a bankruptcy trustee's
argument that a fraudulent conveyance action filed on behalf of a bankruptcy estate against
a noncreditor in a bankruptcy proceeding fell within the exception. Vickie's counterclaim
is similar. It is not a matter that can be pursued only by grace of the other branches, as in
Murray's Lessee, 18 How., at 284; it does not flow from a federal statutory scheme, as in
Thomas, 473 U.S., at 584–585, 105 S.Ct. 3325; and it is not “completely dependent upon”
adjudication of a claim created by federal law, as in Schor, 478 U.S., at 856, 106 S.Ct. 3245.
This case involves the most prototypical exercise of judicial power: the entry of a final,
binding judgment by a court with broad substantive jurisdiction, on a common law cause
of action, when the action neither derives from nor depends upon any agency regulatory
regime. If such an exercise of judicial power may nonetheless be taken from the Article III
Judiciary simply by deeming it part of some amorphous “public right,” then Article III would
be transformed from the guardian of individual liberty and separation of powers the Court
has long recognized into mere wishful thinking. Pp. 2611 – 2615.
(c) The fact that Pierce filed a proof of claim in the bankruptcy proceedings did not give
the Bankruptcy Court the authority to adjudicate Vickie's counterclaim. Initially, Pierce's
defamation claim does not affect the nature of Vickie's tortious interference counterclaim as
one at common law that simply attempts to augment the bankruptcy estate—the type of claim
that, under Northern Pipeline and Granfinanciera, must be decided by an Article III court.
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The cases on which Vickie relies, Katchen v. Landy, 382 U.S. 323, 86 S.Ct. 467, 15 L.Ed.2d
391, and Langenkamp v. Culp, 498 U.S. 42, 111 S.Ct. 330, 112 L.Ed.2d 343 (per curiam ), are
inapposite. Katchen permitted a bankruptcy referee to exercise jurisdiction over a trustee's
voidable preference claim against a creditor only where there was no question that the referee
was required to decide whether there had been a voidable preference in determining whether
and to what **2599 extent to allow the creditor's claim. The Katchen Court “intimate[d] no
opinion concerning whether” the bankruptcy referee would have had “summary jurisdiction
to adjudicate a demand by the [bankruptcy] trustee for affirmative relief, all of the substantial
factual and legal bases for which ha[d] not been disposed of in passing on objections to the
[creditor's proof of ] claim.” 382 U.S., at 333, n. 9, 86 S.Ct. 467. The per curiam opinion in
Langenkamp is to the same effect. In this case, by contrast, the Bankruptcy Court—in order
to resolve Vickie's counterclaim—was required to and did make several factual and legal
determinations that were not “disposed of in passing on objections” to Pierce's proof of claim.
In both Katchen and Langenkamp, moreover, the trustee bringing the preference action was
asserting a right of recovery created by federal bankruptcy law. Vickie's claim is instead a
state tort action that exists without regard to any bankruptcy proceeding. Pp. 2615 – 2618.
(d) The bankruptcy courts under the 1984 Act are not “adjuncts” of the district courts.
The new bankruptcy courts, like the courts considered in Northern Pipeline, do not “ma[k]e
only specialized, narrowly confined factual determinations regarding a particularized area
of law” or engage in “statutorily channeled factfinding functions.” 458 U.S., at 85, 102 S.Ct.
2858 (plurality opinion). Whereas the adjunct agency in Crowell v. Benson “possessed only a
limited power to issue compensation orders ... [that] could be enforced only by order of the
district court,” ibid., a bankruptcy court resolving a counterclaim under § 157(b)(2)(C) has
the power to enter “appropriate orders and judgments”—including final judgments—subject
to review only if a party chooses to appeal, see §§ 157(b)(1), 158(a)-(b). Such a court is an
adjunct of no one. Pp. 2618 – 2619.
(e) Finally, Vickie and her amici predict that restrictions on a bankruptcy court's ability to
hear and finally resolve compulsory counterclaims will create significant delays and impose
additional costs on the bankruptcy process. It goes without saying that “the fact that a given
law or procedure is efficient, convenient, and useful in facilitating functions of government,
standing alone, will not save it if it is contrary to the Constitution.” INS v. Chadha, 462
U.S. 919, 944, 103 S.Ct. 2764, 77 L.Ed.2d 317. In addition, the Court is not convinced
that the practical consequences of such limitations are as significant as Vickie suggests. The
framework Congress adopted in the 1984 Act already contemplates that certain state law
matters in bankruptcy cases will be resolved by state courts and district courts, see §§ 157(c),
1334(c), and the Court does not think the removal of counterclaims such as Vickie's from
core bankruptcy jurisdiction meaningfully changes the division of labor in the statute. Pp.
2619 – 2620.
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600 F.3d 1037, affirmed.
ROBERTS, C.J., delivered the opinion of the Court, in which SCALIA, KENNEDY,
THOMAS, and ALITO, JJ., joined. SCALIA, J., filed a concurring opinion. BREYER, J.,
filed a dissenting opinion, in which GINSBURG, SOTOMAYOR, and KAGAN, JJ., joined.
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Opinion
CHIEF JUSTICE ROBERTS delivered the opinion of the Court.
*468 This “suit has, in course of time, become so complicated, that ... no two ... lawyers can
talk about it for five minutes, without coming to a total disagreement as to all the premises.
Innumerable children have been born into the cause: innumerable young people have married
into it;” and, sadly, the original parties “have died out of it.” A “long procession of [judges]
has come in and gone out” during that time, and still the suit “drags its weary length before
the Court.”
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Those words were not written about this case, see C. Dickens, Bleak House, in 1 Works
of Charles Dickens 4–5 (1891), but they could have been. This is the second time we have
had occasion to weigh in on this long-running dispute between Vickie Lynn Marshall and
E. Pierce Marshall over the fortune of J. Howard Marshall II, a man believed to have been
one of the richest people in Texas. The Marshalls' litigation has worked its way through state
and federal courts in Louisiana, Texas, and California, and two of those courts—a Texas
state probate court and the Bankruptcy Court for the Central District of California—have
reached contrary decisions on its merits. The Court of Appeals below held that the Texas state
decision controlled, after concluding that the Bankruptcy Court lacked the authority to enter
final judgment on a counterclaim that Vickie brought against *469 Pierce in her bankruptcy
proceeding. 1 To determine whether the Court of Appeals was correct in that regard, we must
resolve two issues: (1) whether the Bankruptcy Court had the statutory authority under 28
U.S.C. § 157(b) to issue a final judgment on Vickie's counterclaim; and (2) if so, whether
conferring that authority on the Bankruptcy Court is constitutional.
1

Because both Vickie and Pierce passed away during this litigation, the parties in this case are Vickie's estate and Pierce's estate.
We continue to refer to them as “Vickie” and “Pierce.”

Although the history of this litigation is complicated, its resolution ultimately turns on very
basic principles. Article III, § 1, of the Constitution commands that “[t]he judicial Power of
the United States, shall be vested in one supreme Court, and in such inferior Courts as the
Congress may from time to time ordain and establish.” That Article further provides that
the judges of those courts shall hold their offices during good behavior, without diminution
of salary. Ibid. Those requirements **2601 of Article III were not honored here. The
Bankruptcy Court in this case exercised the judicial power of the United States by entering
final judgment on a common law tort claim, even though the judges of such courts enjoy
neither tenure during good behavior nor salary protection. We conclude that, although the
Bankruptcy Court had the statutory authority to enter judgment on Vickie's counterclaim,
it lacked the constitutional authority to do so.

I
Because we have already recounted the facts and procedural history of this case in detail, see
Marshall v. Marshall, 547 U.S. 293, 300–305, 126 S.Ct. 1735, 164 L.Ed.2d 480 (2006), we do
not repeat them in full here. Of current relevance are two claims Vickie filed in an attempt
to secure half of J. Howard's fortune. Known to the public as Anna Nicole Smith, Vickie
was J. Howard's third wife and married him about a year before his death. *470 Id., at 300,
126 S.Ct. 1735; see In re Marshall, 392 F.3d 1118, 1122 (C.A.9 2004). Although J. Howard
bestowed on Vickie many monetary and other gifts during their courtship and marriage, he
did not include her in his will. 547 U.S., at 300, 126 S.Ct. 1735. Before J. Howard passed away,
© 2017 Thomson Reuters. No claim to original U.S. Government Works.
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Vickie filed suit in Texas state probate court, asserting that Pierce—J. Howard's younger
son—fraudulently induced J. Howard to sign a living trust that did not include her, even
though J. Howard meant to give her half his property. Pierce denied any fraudulent activity
and defended the validity of J. Howard's trust and, eventually, his will. 392 F.3d, at 1122–
1123, 1125.
After J. Howard's death, Vickie filed a petition for bankruptcy in the Central District of
California. Pierce filed a complaint in that bankruptcy proceeding, contending that Vickie
had defamed him by inducing her lawyers to tell members of the press that he had engaged
in fraud to gain control of his father's assets. 547 U.S., at 300–301, 126 S.Ct. 1735; In re
Marshall, 600 F.3d 1037, 1043–1044 (C.A.9 2010). The complaint sought a declaration that
Pierce's defamation claim was not dischargeable in the bankruptcy proceedings. Ibid.; see
11 U.S.C. § 523(a). Pierce subsequently filed a proof of claim for the defamation action,
meaning that he sought to recover damages for it from Vickie's bankruptcy estate. See §
501(a). Vickie responded to Pierce's initial complaint by asserting truth as a defense to the
alleged defamation and by filing a counterclaim for tortious interference with the gift she
expected from J. Howard. As she had in state court, Vickie alleged that Pierce had wrongfully
prevented J. Howard from taking the legal steps necessary to provide her with half his
property. 547 U.S., at 301, 126 S.Ct. 1735.
On November 5, 1999, the Bankruptcy Court issued an order granting Vickie summary
judgment on Pierce's claim for defamation. On September 27, 2000, after a bench trial, the
Bankruptcy Court issued a judgment on Vickie's counterclaim in her favor. The court later
awarded Vickie over $400 million in compensatory damages and $25 million in punitive
*471 damages. 600 F.3d, at 1045; see 253 B.R. 550, 561–562 (Bkrtcy.Ct.C.D.Cal.2000); 257
B.R. 35, 39–40 (Bkrtcy.Ct.C.D.Cal.2000).
In post-trial proceedings, Pierce argued that the Bankruptcy Court lacked jurisdiction over
Vickie's counterclaim. In particular, Pierce renewed a claim he had made earlier in the
litigation, asserting that the Bankruptcy Court's authority over the counterclaim was limited
because Vickie's counterclaim was not a “core proceeding” under 28 U.S.C. § 157(b)(2)
(C). See 257 B.R., at 39. As explained below, bankruptcy courts may hear and enter final
**2602 judgments in “core proceedings” in a bankruptcy case. In non-core proceedings, the
bankruptcy courts instead submit proposed findings of fact and conclusions of law to the
district court, for that court's review and issuance of final judgment. The Bankruptcy Court
in this case concluded that Vickie's counterclaim was “a core proceeding” under § 157(b)(2)
(C), and the court therefore had the “power to enter judgment” on the counterclaim under
§ 157(b)(1). Id., at 40.
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The District Court disagreed. It recognized that “Vickie's counterclaim for tortious
interference falls within the literal language” of the statute designating certain proceedings as
“core,” see § 157(b)(2)(C), but understood this Court's precedent to “suggest[ ] that it would
be unconstitutional to hold that any and all counterclaims are core.” 264 B.R. 609, 629–630
(C.D.Cal.2001) (citing Northern Pipeline Constr. Co. v. Marathon Pipe Line Co., 458 U.S.
50, 79, n. 31, 102 S.Ct. 2858, 73 L.Ed.2d 598 (1982) (plurality opinion)). The District Court
accordingly concluded that a “counterclaim should not be characterized as core” when it
“is only somewhat related to the claim against which it is asserted, and when the unique
characteristics and context of the counterclaim place it outside of the normal type of set-off
or other counterclaims that customarily arise.” 264 B.R., at 632.
Because the District Court concluded that Vickie's counterclaim was not core, the court
determined that it was required *472 to treat the Bankruptcy Court's judgment as
“proposed[,] rather than final,” and engage in an “ independent review” of the record. Id.,
at 633; see 28 U.S.C. § 157(c)(1). Although the Texas state court had by that time conducted
a jury trial on the merits of the parties' dispute and entered a judgment in Pierce's favor,
the District Court declined to give that judgment preclusive effect and went on to decide the
matter itself. 271 B.R. 858, 862–867 (C.D.Cal.2001); see 275 B.R. 5, 56–58 (C.D.Cal.2002).
Like the Bankruptcy Court, the District Court found that Pierce had tortiously interfered
with Vickie's expectancy of a gift from J. Howard. The District Court awarded Vickie
compensatory and punitive damages, each in the amount of $44,292,767.33. Id., at 58.
The Court of Appeals reversed the District Court on a different ground, 392 F.3d, at 1137,
and we—in the first visit of the case to this Court—reversed the Court of Appeals on that
issue. 547 U.S., at 314–315, 126 S.Ct. 1735. On remand from this Court, the Court of Appeals
held that § 157 mandated “a two-step approach” under which a bankruptcy judge may issue
a final judgment in a proceeding only if the matter both “meets Congress' definition of a
core proceeding and arises under or arises in title 11,” the Bankruptcy Code. 600 F.3d, at
1055. The court also reasoned that allowing a bankruptcy judge to enter final judgments
on all counterclaims raised in bankruptcy proceedings “would certainly run afoul” of this
Court's decision in Northern Pipeline. 600 F.3d, at 1057. With those concerns in mind, the
court concluded that “a counterclaim under § 157(b)(2)(C) is properly a ‘core’ proceeding
‘arising in a case under’ the [Bankruptcy] Code only if the counterclaim is so closely related to
[a creditor's] proof of claim that the resolution of the counterclaim is necessary to resolve the
allowance or disallowance of the claim itself.” Id., at 1058 (internal quotation marks omitted;
second brackets added). The court ruled that Vickie's counterclaim did not meet that test.
Id., at 1059. That holding made “the *473 Texas probate court's judgment ... the earliest
final judgment entered on matters relevant to this proceeding,” and therefore the Court of
Appeals concluded that the District Court should have “afford[ed] **2603 preclusive effect”
to the Texas “court's determination of relevant legal and factual issues.” Id., at 1064–1065. 2
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2

One judge wrote a separate concurring opinion. He concluded that “Vickie's counterclaim ... [wa]s not a core proceeding, so
the Texas probate court judgment preceded the district court judgment and controls.” 600 F.3d, at 1065 (Kleinfeld, J.). The
concurring judge also “offer[ed] additional grounds” that he believed required judgment in Pierce's favor. Ibid. Pierce presses
only one of those additional grounds here; it is discussed below, in Part II–C.

We again granted certiorari. 561 U.S. ––––, 131 S.Ct. 63, 177 L.Ed.2d 1152 (2010).

II
A
With certain exceptions not relevant here, the district courts of the United States have
“original and exclusive jurisdiction of all cases under title 11.” 28 U.S.C. § 1334(a). Congress
has divided bankruptcy proceedings into three categories: those that “aris[e] under title 11”;
those that “aris[e] in” a Title 11 case; and those that are “related to a case under title 11.” §
157(a). District courts may refer any or all such proceedings to the bankruptcy judges of their
district, ibid., which is how the Bankruptcy Court in this case came to preside over Vickie's
bankruptcy proceedings. District courts also may withdraw a case or proceeding referred to
the bankruptcy court “for cause shown.” § 157(d). Since Congress enacted the Bankruptcy
Amendments and Federal Judgeship Act of 1984 (the 1984 Act), bankruptcy judges for each
district have been appointed to 14–year terms by the courts of appeals for the circuits in
which their district is located. § 152(a)(1).
The manner in which a bankruptcy judge may act on a referred matter depends on the type
of proceeding involved. *474 Bankruptcy judges may hear and enter final judgments in
“all core proceedings arising under title 11, or arising in a case under title 11.” § 157(b)(1).
“Core proceedings include, but are not limited to” 16 different types of matters, including
“counterclaims by [a debtor's] estate against persons filing claims against the estate.” § 157(b)
(2)(C). 3 Parties *475 may appeal final **2604 judgments of a bankruptcy court in core
proceedings to the district court, which reviews them under traditional appellate standards.
See § 158(a); Fed. Rule Bkrtcy. Proc. 8013.
3

In full, §§ 157(b)(1)-(2) provides:
“(1) Bankruptcy judges may hear and determine all cases under title 11 and all core proceedings arising under title 11, or
arising in a case under title 11, referred under subsection (a) of this section, and may enter appropriate orders and judgments,
subject to review under section 158 of this title.
“(2) Core proceedings include, but are not limited to—
“(A) matters concerning the administration of the estate;
“(B) allowance or disallowance of claims against the estate or exemptions from property of the estate, and estimation of
claims or interests for the purposes of confirming a plan under chapter 11, 12, or 13 of title 11 but not the liquidation or
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distribution in a case under title 11;
“(C) counterclaims by the estate against persons filing claims against the estate;
“(D) orders in respect to obtaining credit;
“(E) orders to turn over property of the estate;
“(F) proceedings to determine, avoid, or recover preferences;
“(G) motions to terminate, annul, or modify the automatic stay;
“(H) proceedings to determine, avoid, or recover fraudulent conveyances;
“(I) determinations as to the dischargeability of particular debts;
“(J) objections to discharges;
“(K) determinations of the validity, extent, or priority of liens;
“(L) confirmations of plans;
“(M) orders approving the use or lease of property, including the use of cash collateral;
“(N) orders approving the sale of property other than property resulting from claims brought by the estate against persons
who have not filed claims against the estate;
“(O) other proceedings affecting the liquidation of the assets of the estate or the adjustment of the debtor-creditor or the
equity security holder relationship, except personal injury tort or wrongful death claims; and
“(P) recognition of foreign proceedings and other matters under chapter 15 of title 11.”

When a bankruptcy judge determines that a referred “proceeding ... is not a core proceeding
but ... is otherwise related to a case under title 11,” the judge may only “submit proposed
findings of fact and conclusions of law to the district court.” § 157(c)(1). It is the district court
that enters final judgment in such cases after reviewing de novo any matter to which a party
objects. Ibid.

B
[1] Vickie's counterclaim against Pierce for tortious interference is a “core proceeding”
under the plain text of § 157(b)(2)(C). That provision specifies that core proceedings include
“counterclaims by the estate against persons filing claims against the estate.” In past cases,
we have suggested that a proceeding's “core” status alone authorizes a bankruptcy judge,
as a statutory matter, to enter final judgment in the proceeding. See, e.g., Granfinanciera,
S.A. v. Nordberg, 492 U.S. 33, 50, 109 S.Ct. 2782, 106 L.Ed.2d 26 (1989) (explaining that
Congress had designated certain actions as “ ‘core proceedings,’ which bankruptcy judges
may adjudicate and in which they may issue final judgments, if a district court has referred the
matter to them” (citations omitted)). We have not directly addressed the question, however,
and Pierce argues that a bankruptcy judge may enter final judgment on a core proceeding
only if that proceeding also “aris[es] in” a Title 11 case or “aris[es] under” Title 11 itself. Brief
for Respondent 51 (internal quotation marks omitted).
Section 157(b)(1) authorizes bankruptcy courts to “hear and determine all cases under title
11 and all core proceedings arising under title 11, or arising in a case under title 11.” As
written, § 157(b)(1) is ambiguous. The “arising under” and “arising in” phrases might, as
Pierce suggests, be read as referring to a limited category of those core proceedings *476
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that are addressed in that section. On the other hand, the phrases might be read as simply
describing what core proceedings are: matters arising under Title 11 or in a Title 11 case. In
this case the structure and context of § 157 contradict Pierce's interpretation of § 157(b)(1).
As an initial matter, Pierce's reading of the statute necessarily assumes that there is a category
of core proceedings that neither arise under Title 11 nor arise in a Title 11 case. The manner in
which the statute delineates the bankruptcy courts' authority, however, makes plain that no
such category exists. Section 157(b)(1) authorizes bankruptcy judges to enter final judgments
in “core proceedings arising under title 11, or arising in a case under title 11.” Section 157(c)
(1) instructs bankruptcy judges to instead submit proposed findings in “a proceeding that is
not a core proceeding but that is otherwise related to a case under title 11.” Nowhere does
§ 157 specify what bankruptcy courts are to do with respect to the category of matters that
Pierce posits—core proceedings that do not arise under Title 11 or in a Title 11 case. To the
contrary, § 157(b)(3) only instructs a bankruptcy judge to “determine, **2605 on the judge's
own motion or on timely motion of a party, whether a proceeding is a core proceeding under
this subsection or is a proceeding that is otherwise related to a case under title 11.” Two
options. The statute does not suggest that any other distinctions need be made.
Under our reading of the statute, core proceedings are those that arise in a bankruptcy case
or under Title 11. The detailed list of core proceedings in § 157(b)(2) provides courts with
ready examples of such matters. Pierce's reading of § 157, in contrast, supposes that some
core proceedings will arise in a Title 11 case or under Title 11 and some will not. Under that
reading, the statute provides no guidance on how to tell which are which.
We think it significant that Congress failed to provide any framework for identifying or
adjudicating the asserted category of core but not “arising” proceedings, given the otherwise
*477 detailed provisions governing bankruptcy court authority. It is hard to believe that
Congress would go to the trouble of cataloging 16 different types of proceedings that should
receive “core” treatment, but then fail to specify how to determine whether those matters arise
under Title 11 or in a bankruptcy case if—as Pierce asserts—the latter inquiry is determinative
of the bankruptcy court's authority.
Pierce argues that we should treat core matters that arise neither under Title 11 nor in a
Title 11 case as proceedings “related to” a Title 11 case. Brief for Respondent 60 (internal
quotation marks omitted). We think that a contradiction in terms. It does not make sense
to describe a “core” bankruptcy proceeding as merely “related to” the bankruptcy case;
oxymoron is not a typical feature of congressional drafting. See Northern Pipeline, 458 U.S.,
at 71, 102 S.Ct. 2858 (plurality opinion) (distinguishing “the restructuring of debtor-creditor
relations, which is at the core of the federal bankruptcy power, ... from the adjudication
of state-created private rights”); Collier on Bankruptcy ¶ 3.02[2], p. 3–26, n. 5 (16th ed.
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2010) (“The terms ‘non-core’ and ‘related’ are synonymous”); see also id., at 3–26, (“The
phraseology of section 157 leads to the conclusion that there is no such thing as a core matter
that is ‘related to’ a case under title 11. Core proceedings are, at most, those that arise in title
11 cases or arise under title 11” (footnote omitted)). And, as already discussed, the statute
simply does not provide for a proceeding that is simultaneously core and yet only related
to the bankruptcy case. See § 157(c)(1) (providing only for “a proceeding that is not a core
proceeding but that is otherwise related to a case under title 11”).
[2] As we explain in Part III, we agree with Pierce that designating all counterclaims as “core”
proceedings raises serious constitutional concerns. Pierce is also correct that we will, where
possible, construe federal statutes so as “to avoid serious doubt of their constitutionality.”
Commodity Futures Trading Comm'n v. Schor, 478 U.S. 833, 841, 106 S.Ct. 3245, 92 L.Ed.2d
675 (1986) (internal *478 quotation marks omitted). But that “canon of construction does
not give [us] the prerogative to ignore the legislative will in order to avoid constitutional
adjudication.” Ibid. In this case, we do not think the plain text of § 157(b)(2)(C) leaves any
room for the canon of avoidance. We would have to “rewrit[e]” the statute, not interpret
it, to bypass the constitutional issue § 157(b)(2)(C) presents. Id., at 841, 106 S.Ct. 3245
(internal quotation marks omitted). That we may not do. We agree with Vickie that § 157(b)
(2)(C) permits the bankruptcy court to enter a final judgment on her tortious interference
counterclaim.

**2606 C
[3] Pierce argues, as another alternative to reaching the constitutional question, that the
Bankruptcy Court lacked jurisdiction to enter final judgment on his defamation claim.
Section 157(b)(5) provides that “[t]he district court shall order that personal injury tort and
wrongful death claims shall be tried in the district court in which the bankruptcy case is
pending, or in the district court in the district in which the claim arose.” Pierce asserts that
his defamation claim is a “personal injury tort,” that the Bankruptcy Court therefore had no
jurisdiction over that claim, and that the court therefore necessarily lacked jurisdiction over
Vickie's counterclaim as well. Brief for Respondent 65–66.
Vickie objects to Pierce's statutory analysis across the board. To begin, Vickie contends that
§ 157(b)(5) does not address subject matter jurisdiction at all, but simply specifies the venue
in which “personal injury tort and wrongful death claims” should be tried. See Reply Brief
for Petitioner 16–17, 19; see also Tr. of Oral Arg. 23 (Deputy Solicitor General) (Section
“157(b)(5) is in [the United States'] view not jurisdictional”). Given the limited scope of
that provision, Vickie argues, a party may waive or forfeit any objections under § 157(b)
(5), in the same way that a party may waive or forfeit an objection to the bankruptcy court
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finally resolving a non-core claim. Reply Brief for Petitioner 17–20; *479 see § 157(c)(2)
(authorizing the district court, “with the consent of all the parties to the proceeding,” to refer
a “related to” matter to the bankruptcy court for final judgment). Vickie asserts that in this
case Pierce consented to the Bankruptcy Court's adjudication of his defamation claim, and
forfeited any argument to the contrary, by failing to seek withdrawal of the claim until he had
litigated it before the Bankruptcy Court for 27 months. Id., at 20–23. On the merits, Vickie
contends that the statutory phrase “personal injury tort and wrongful death claims” does not
include non-physical torts such as defamation. Id., at 25–26.
We need not determine what constitutes a “personal injury tort” in this case because we
agree with Vickie that § 157(b)(5) is not jurisdictional, and that Pierce consented to the
Bankruptcy Court's resolution of his defamation claim. 4 Because “[b]randing a rule as
going to a court's subject-matter jurisdiction alters the normal operation of our adversarial
*480 **2607 system,” Henderson v. Shinseki, 562 U.S. ––––, –––– – ––––, 131 S.Ct. 1197,
1201–03, 179 L.Ed.2d 159 (2011), we are not inclined to interpret statutes as creating a
jurisdictional bar when they are not framed as such. See generally Arbaugh v. Y & H Corp.,
546 U.S. 500, 516, 126 S.Ct. 1235, 163 L.Ed.2d 1097 (2006) (“when Congress does not rank
a statutory limitation on coverage as jurisdictional, courts should treat the restriction as
nonjurisdictional in character”).
4

Although Pierce suggests that consideration of “the 157(b)(5) issue” would facilitate an “easy” resolution of the case, Tr. of
Oral Arg. 47–48, he is mistaken. Had Pierce preserved his argument under that provision, we would have been confronted
with several questions on which there is little consensus or precedent. Those issues include: (1) the scope of the phrase
“personal injury tort”—a question over which there is at least a three-way divide, see In re Arnold, 407 B.R. 849, 851–853
(Bkrtcy.Ct.M.D.N.C.2009); (2) whether, as Vickie argued in the Court of Appeals, the requirement that a personal injury tort
claim be “tried” in the district court nonetheless permits the bankruptcy court to resolve the claim short of trial, see Appellee's/
Cross–Appellant's Supplemental Brief in No. 02–56002 etc. (CA9), p. 24; see also In re Dow Corning Corp., 215 B.R. 346, 349–
351 (Bkrtcy.Ct.E.D.Mich.1997) (noting divide over whether, and on what grounds, a bankruptcy court may resolve a claim
pretrial); and (3) even if Pierce's defamation claim could be considered only by the District Court, whether the Bankruptcy
Court might retain jurisdiction over the counterclaim, cf. Arbaugh v. Y & H Corp., 546 U.S. 500, 514, 126 S.Ct. 1235, 163
L.Ed.2d 1097 (2006) (“when a court grants a motion to dismiss for failure to state a federal claim, the court generally retains
discretion to exercise supplemental jurisdiction, pursuant to 28 U.S.C. § 1367, over pendent state-law claims”). We express no
opinion on any of these issues and simply note that the § 157(b)(5) question is not as straightforward as Pierce would have it.

Section 157(b)(5) does not have the hallmarks of a jurisdictional decree. To begin, the
statutory text does not refer to either district court or bankruptcy court “jurisdiction,” instead
addressing only where personal injury tort claims “shall be tried.”
The statutory context also belies Pierce's jurisdictional claim. Section 157 allocates the
authority to enter final judgment between the bankruptcy court and the district court. See §§
157(b)(1), (c)(1). That allocation does not implicate questions of subject matter jurisdiction.
See § 157(c)(2) (parties may consent to entry of final judgment by bankruptcy judge in noncore case). By the same token, § 157(b)(5) simply specifies where a particular category of cases
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should be tried. Pierce does not explain why that statutory limitation may not be similarly
waived.
We agree with Vickie that Pierce not only could but did consent to the Bankruptcy Court's
resolution of his defamation claim. Before the Bankruptcy Court, Vickie objected to Pierce's
proof of claim for defamation, arguing that Pierce's claim was unenforceable and that Pierce
should not receive any amount for it. See 29 Court of Appeals Supplemental Excerpts of
Record 6031, 6035 (hereinafter Supplemental Record). Vickie also noted that the Bankruptcy
Court could defer ruling on her objection, given the litigation posture of Pierce's claim
before the Bankruptcy Court. See id., at 6031. Vickie's filing prompted Pierce to advise the
Bankruptcy Court that “[a]ll parties are in agreement that the amount of the contingent Proof
of Claim filed by [Pierce] shall be determined by the adversary proceedings” that had *481
been commenced in the Bankruptcy Court. 31 Supplemental Record 6801. Pierce asserted
that Vickie's objection should be overruled or, alternatively, that any ruling on the objection
“should be continued until the resolution of the pending adversary proceeding litigation.”
Ibid. Pierce identifies no point in the record where he argued to the Bankruptcy Court that
it lacked the authority to adjudicate his proof of claim because the claim sought recompense
for a personal injury tort.
Indeed, Pierce apparently did not object to any court that § 157(b)(5) prohibited the
Bankruptcy Court from resolving his defamation claim until over two years—and several
adverse discovery rulings—after he filed that claim in June 1996. The first filing Pierce cites
as raising that objection is his September 22, 1998 motion to the District Court to withdraw
the reference of the case to the Bankruptcy Court. See Brief for Respondent 26–27. The
District Court did initially withdraw the reference as requested, but it then returned the
proceeding to the Bankruptcy Court, observing that Pierce “implicated the jurisdiction of
that bankruptcy court. He chose to be a party to that litigation.” App. 129. Although Pierce
had objected in July 1996 to the Bankruptcy Court's exercise of jurisdiction over Vickie's
counterclaim, he advised the court at that time that he was “happy to litigate [his] claim”
there. 29 Supplemental Record 6101. Counsel stated that even though Pierce thought it
was “probably cheaper for th[e] estate if [Pierce's claim] were sent back or joined back with
the State Court litigation,” **2608 Pierce “did choose” the Bankruptcy Court forum and
“would be more than pleased to do it [t]here.” Id., at 6101–6102; see also App. to Pet. for
Cert. 266, n. 17 (District Court referring to these statements).
Given Pierce's course of conduct before the Bankruptcy Court, we conclude that he consented
to that court's resolution of his defamation claim (and forfeited any argument to the
contrary). We have recognized “the value of waiver and forfeiture rules” in “complex” cases,
Exxon Shipping Co. v. *482 Baker, 554 U.S. 471, 487–488, n. 6, 128 S.Ct. 2605, 171 L.Ed.2d
570 (2008), and this case is no exception. In such cases, as here, the consequences of “a
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litigant ... ‘sandbagging’ the court—remaining silent about his objection and belatedly raising
the error only if the case does not conclude in his favor,” Puckett v. United States, 556 U.S.
129, ––––, 129 S.Ct. 1423, 1428–29, 173 L.Ed.2d 266 (2009) (some internal quotation marks
omitted)—can be particularly severe. If Pierce believed that the Bankruptcy Court lacked
the authority to decide his claim for defamation, then he should have said so—and said so
promptly. See United States v. Olano, 507 U.S. 725, 731, 113 S.Ct. 1770, 123 L.Ed.2d 508
(1993) (“ ‘No procedural principle is more familiar to this Court than that a constitutional
right,’ or a right of any other sort, ‘may be forfeited ... by the failure to make timely assertion
of the right before a tribunal having jurisdiction to determine it’ ” (quoting Yakus v. United
States, 321 U.S. 414, 444, 64 S.Ct. 660, 88 L.Ed. 834 (1944))). Instead, Pierce repeatedly
stated to the Bankruptcy Court that he was happy to litigate there. We will not consider his
claim to the contrary, now that he is sad.

III
Although we conclude that § 157(b)(2)(C) permits the Bankruptcy Court to enter final
judgment on Vickie's counterclaim, Article III of the Constitution does not.

A
Article III, § 1, of the Constitution mandates that “[t]he judicial Power of the United States,
shall be vested in one supreme Court, and in such inferior Courts as the Congress may
from time to time ordain and establish.” The same section provides that the judges of those
constitutional courts “shall hold their Offices during good Behaviour” and “receive for their
Services[ ] a Compensation[ ] [that] shall not be diminished” during their tenure.
[4] As its text and our precedent confirm, Article III is “an inseparable element of the
constitutional system of checks *483 and balances” that “both defines the power and
protects the independence of the Judicial Branch.” Northern Pipeline, 458 U.S., at 58, 102
S.Ct. 2858 (plurality opinion). Under “the basic concept of separation of powers ... that
flow[s] from the scheme of a tripartite government” adopted in the Constitution, “the ‘judicial
Power of the United States' ... can no more be shared” with another branch than “the Chief
Executive, for example, can share with the Judiciary the veto power, or the Congress share
with the Judiciary the power to override a Presidential veto.” United States v. Nixon, 418
U.S. 683, 704, 94 S.Ct. 3090, 41 L.Ed.2d 1039 (1974) (quoting U.S. Const., Art. III, § 1).
In establishing the system of divided power in the Constitution, the Framers considered
it essential that “the judiciary remain[ ] truly distinct from both the legislature and the
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executive.” The Federalist No. 78, p. 466 (C. Rossiter ed. 1961) (A. Hamilton). As Hamilton
put it, quoting Montesquieu, “ ‘there is no liberty if the power of judging be not separated
from the legislative and executive powers.’ ” **2609 Ibid. (quoting 1 Montesquieu, Spirit
of Laws 181).
We have recognized that the three branches are not hermetically sealed from one another,
see Nixon v. Administrator of General Services, 433 U.S. 425, 443, 97 S.Ct. 2777, 53 L.Ed.2d
867 (1977), but it remains true that Article III imposes some basic limitations that the other
branches may not transgress. Those limitations serve two related purposes. “Separation-ofpowers principles are intended, in part, to protect each branch of government from incursion
by the others. Yet the dynamic between and among the branches is not the only object of the
Constitution's concern. The structural principles secured by the separation of powers protect
the individual as well.” Bond v. United States, 564 U.S. ––––, ––––, 131 S.Ct. 2355, ––––, 180
L.Ed.2d 269, 2011 WL 2369334, *8 (2011).
Article III protects liberty not only through its role in implementing the separation of powers,
but also by specifying the defining characteristics of Article III judges. The colonists had
been subjected to judicial abuses at the hand *484 of the Crown, and the Framers knew the
main reasons why: because the King of Great Britain “made Judges dependent on his Will
alone, for the tenure of their offices, and the amount and payment of their salaries.” The
Declaration of Independence ¶ 11. The Framers undertook in Article III to protect citizens
subject to the judicial power of the new Federal Government from a repeat of those abuses.
By appointing judges to serve without term limits, and restricting the ability of the other
branches to remove judges or diminish their salaries, the Framers sought to ensure that each
judicial decision would be rendered, not with an eye toward currying favor with Congress or
the Executive, but rather with the “[c]lear heads ... and honest hearts” deemed “essential to
good judges.” 1 Works of James Wilson 363 (J. Andrews ed. 1896).
[5] Article III could neither serve its purpose in the system of checks and balances nor
preserve the integrity of judicial decisionmaking if the other branches of the Federal
Government could confer the Government's “judicial Power” on entities outside Article III.
That is why we have long recognized that, in general, Congress may not “withdraw from
judicial cognizance any matter which, from its nature, is the subject of a suit at the common
law, or in equity, or admiralty.” Murray's Lessee v. Hoboken Land & Improvement Co., 59
U.S. 272, 18 How. 272, 284, 15 L.Ed. 372 (1856). When a suit is made of “the stuff of the
traditional actions at common law tried by the courts at Westminster in 1789,” Northern
Pipeline, 458 U.S., at 90, 102 S.Ct. 2858 (Rehnquist, J., concurring in judgment), and is
brought within the bounds of federal jurisdiction, the responsibility for deciding that suit rests
with Article III judges in Article III courts. The Constitution assigns that job—resolution
of “the mundane as well as the glamorous, matters of common law and statute as well as
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constitutional law, issues of fact as well as issues of law”—to the Judiciary. Id., at 86–87, n.
39, 102 S.Ct. 2858 (plurality opinion).

*485 B
This is not the first time we have faced an Article III challenge to a bankruptcy court's
resolution of a debtor's suit. In Northern Pipeline, we considered whether bankruptcy judges
serving under the Bankruptcy Act of 1978—appointed by the President and confirmed by the
Senate, but lacking the tenure and salary guarantees of Article III—could “constitutionally
be vested with jurisdiction to decide [a] state-law contract claim” against an entity **2610
that was not otherwise part of the bankruptcy proceedings. 458 U.S., at 53, 87, n. 40, 102
S.Ct. 2858 (plurality opinion); see id., at 89–92, 102 S.Ct. 2858 (Rehnquist, J., concurring in
judgment). The Court concluded that assignment of such state law claims for resolution by
those judges “violates Art. III of the Constitution.” Id., at 52, 87, 102 S.Ct. 2858 (plurality
opinion); id., at 91, 102 S.Ct. 2858 (Rehnquist, J., concurring in judgment).
The plurality in Northern Pipeline recognized that there was a category of cases involving
“public rights” that Congress could constitutionally assign to “legislative” courts for
resolution. That opinion concluded that this “public rights” exception extended “only
to matters arising between” individuals and the Government “in connection with the
performance of the constitutional functions of the executive or legislative departments ...
that historically could have been determined exclusively by those” branches. Id., at 67–
68, 102 S.Ct. 2858 (internal quotation marks omitted). A full majority of the Court, while
not agreeing on the scope of the exception, concluded that the doctrine did not encompass
adjudication of the state law claim at issue in that case. Id., at 69–72, 102 S.Ct. 2858; see id.,
at 90–91, 102 S.Ct. 2858 (Rehnquist, J., concurring in judgment) (“None of the [previous
cases addressing Article III power] has gone so far as to sanction the type of adjudication to
which Marathon will be subjected .... To whatever extent different powers granted under [the
1978] Act might be sustained under the ‘public rights' doctrine of Murray's Lessee ... *486
and succeeding cases, I am satisfied that the adjudication of Northern's lawsuit cannot be
so sustained”). 5
5

The dissent is thus wrong in suggesting that less than a full Court agreed on the points pertinent to this case. Post, at 2622
(opinion of BREYER, J.).

A full majority of Justices in Northern Pipeline also rejected the debtor's argument that the
bankruptcy court's exercise of jurisdiction was constitutional because the bankruptcy judge
was acting merely as an adjunct of the district court or court of appeals. Id., at 71–72, 81–
86, 102 S.Ct. 2858 (plurality opinion); id., at 91, 102 S.Ct. 2858 (Rehnquist, J., concurring in
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judgment) (“the bankruptcy court is not an ‘adjunct’ of either the district court or the court
of appeals”).
After our decision in Northern Pipeline, Congress revised the statutes governing bankruptcy
jurisdiction and bankruptcy judges. In the 1984 Act, Congress provided that the judges of
the new bankruptcy courts would be appointed by the courts of appeals for the circuits in
which their districts are located. 28 U.S.C. § 152(a). And, as we have explained, Congress
permitted the newly constituted bankruptcy courts to enter final judgments only in “core”
proceedings. See supra, at 2603 – 2604.
With respect to such “core” matters, however, the bankruptcy courts under the 1984 Act
exercise the same powers they wielded under the Bankruptcy Act of 1978 (1978 Act), 92
Stat. 2549. As in Northern Pipeline, for example, the newly constituted bankruptcy courts are
charged under § 157(b)(2)(C) with resolving “[a]ll matters of fact and law in whatever domains
of the law to which” a counterclaim may lead. 458 U.S., at 91, 102 S.Ct. 2858 (Rehnquist,
J., concurring in judgment); see, e.g., 275 B.R., at 50–51 (noting that Vickie's counterclaim
required the bankruptcy court to determine whether Texas recognized a cause of action for
tortious interference with an inter vivos gift—something the Supreme Court of Texas had yet
to do). As in Northern Pipeline, the new courts in core proceedings “issue final judgments,
*487 **2611 which are binding and enforceable even in the absence of an appeal.” 458
U.S., at 85–86, 102 S.Ct. 2858 (plurality opinion). And, as in Northern Pipeline, the district
courts review the judgments of the bankruptcy courts in core proceedings only under the
usual limited appellate standards. That requires marked deference to, among other things,
the bankruptcy judges' findings of fact. See § 158(a); Fed. Rule Bkrtcy. Proc. 8013 (findings
of fact “shall not be set aside unless clearly erroneous”).

C
[6] Vickie and the dissent argue that the Bankruptcy Court's entry of final judgment on
her state common law counterclaim was constitutional, despite the similarities between the
bankruptcy courts under the 1978 Act and those exercising core jurisdiction under the 1984
Act. We disagree. It is clear that the Bankruptcy Court in this case exercised the “judicial
Power of the United States” in purporting to resolve and enter final judgment on a state
common law claim, just as the court did in Northern Pipeline. No “public right” exception
excuses the failure to comply with Article III in doing so, any more than in Northern Pipeline.
Vickie argues that this case is different because the defendant is a creditor in the bankruptcy.
But the debtors' claims in the cases on which she relies were themselves federal claims under
bankruptcy law, which would be completely resolved in the bankruptcy process of allowing
or disallowing claims. Here Vickie's claim is a state law action independent of the federal
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bankruptcy law and not necessarily resolvable by a ruling on the creditor's proof of claim in
bankruptcy. Northern Pipeline and our subsequent decision in Granfinanciera, 492 U.S. 33,
109 S.Ct. 2782, rejected the application of the “public rights” exception in such cases.
Nor can the bankruptcy courts under the 1984 Act be dismissed as mere adjuncts of Article III
courts, any more than could the bankruptcy courts under the 1978 Act. The judicial powers
the courts exercise in cases such as this remain *488 the same, and a court exercising such
broad powers is no mere adjunct of anyone.

1
Vickie's counterclaim cannot be deemed a matter of “public right” that can be decided outside
the Judicial Branch. As explained above, in Northern Pipeline we rejected the argument that
the public rights doctrine permitted a bankruptcy court to adjudicate a state law suit brought
by a debtor against a company that had not filed a claim against the estate. See 458 U.S.,
at 69–72, 102 S.Ct. 2858 (plurality opinion); id., at 90–91, 102 S.Ct. 2858 (Rehnquist, J.,
concurring in judgment). Although our discussion of the public rights exception since that
time has not been entirely consistent, and the exception has been the subject of some debate,
this case does not fall within any of the various formulations of the concept that appear in
this Court's opinions.
We first recognized the category of public rights in Murray's Lessee v. Hoboken Land &
Improvement Co., 59 U.S. 272, 18 How. 272, 15 L.Ed. 372 (1856). That case involved the
Treasury Department's sale of property belonging to a customs collector who had failed to
transfer payments to the Federal Government that he had collected on its behalf. Id., at 274,
275. The plaintiff, who claimed title to the same land through a different transfer, objected
that the Treasury Department's calculation of the deficiency and sale of the property was
void, because it was a judicial act that could not be assigned to the Executive under Article
III. Id., at 274–275, 282–283.
**2612 “To avoid misconstruction upon so grave a subject,” the Court laid out the principles
guiding its analysis. Id., at 284. It confirmed that Congress cannot “withdraw from judicial
cognizance any matter which, from its nature, is the subject of a suit at the common law, or
in equity, or admiralty.” Ibid. The Court also recognized that “[a]t the same time there are
matters, involving public rights, which may be presented in such form that the judicial power
is capable of acting on them, and which are susceptible of judicial determination, *489 but
which congress may or may not bring within the cognizance of the courts of the United States,
as it may deem proper.” Ibid.
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As an example of such matters, the Court referred to “[e]quitable claims to land by the
inhabitants of ceded territories” and cited cases in which land issues were conclusively
resolved by Executive Branch officials. Ibid. (citing Foley v. Harrison, 56 U.S. 433, 15
How. 433, 14 L.Ed. 761 (1854); Burgess v. Gray, 57 U.S. 48, 16 How. 48, 14 L.Ed. 839
(1854)). In those cases “it depends upon the will of congress whether a remedy in the courts
shall be allowed at all,” so Congress could limit the extent to which a judicial forum was
available. Murray's Lessee, 18 How., at 284. The challenge in Murray's Lessee to the Treasury
Department's sale of the collector's land likewise fell within the “public rights” category of
cases, because it could only be brought if the Federal Government chose to allow it by waiving
sovereign immunity. Id., at 283–284. The point of Murray's Lessee was simply that Congress
may set the terms of adjudicating a suit when the suit could not otherwise proceed at all.
Subsequent decisions from this Court contrasted cases within the reach of the public rights
exception—those arising “between the Government and persons subject to its authority in
connection with the performance of the constitutional functions of the executive or legislative
departments”—and those that were instead matters “of private right, that is, of the liability
of one individual to another under the law as defined.” Crowell v. Benson, 285 U.S. 22, 50,
51, 52 S.Ct. 285, 76 L.Ed. 598 (1932). 6 See **2613 Atlas Roofing Co. v. Occupational Safety
*490 and Health Review Comm'n, 430 U.S. 442, 458, 97 S.Ct. 1261, 51 L.Ed.2d 464 (1977)
(Exception extends to cases “where the Government is involved in its sovereign capacity
under ... [a] statute creating enforceable public rights,” while “[w]holly private tort, contract,
and property cases, as well as a vast range of other cases ... are not at all implicated”); Ex parte
Bakelite Corp., 279 U.S. 438, 451–452, 49 S.Ct. 411, 73 L.Ed. 789 (1929). See also Northern
Pipeline, supra, at 68, 102 S.Ct. 2858 (plurality opinion) (citing Ex parte Bakelite Corp. for
the proposition that the doctrine extended “ only to matters that historically could have been
determined exclusively by” the Executive and Legislative Branches).
6

Although the Court in Crowell went on to decide that the facts of the private dispute before it could be determined by
a non-Article III tribunal in the first instance, subject to judicial review, the Court did so only after observing that the
administrative adjudicator had only limited authority to make specialized, narrowly confined factual determinations regarding
a particularized area of law and to issue orders that could be enforced only by action of the District Court. 285 U.S., at 38, 44–
45, 54, 52 S.Ct. 285; see Northern Pipeline Constr. Co. v. Marathon Pipe Line Co., 458 U.S. 50, 78, 102 S.Ct. 2858, 73 L.Ed.2d
598 (1982) (plurality opinion). In other words, the agency in Crowell functioned as a true “adjunct” of the District Court.
That is not the case here. See infra, at 2618 – 2619.
Although the dissent suggests that we understate the import of Crowell in this regard, the dissent itself recognizes—
repeatedly—that Crowell by its terms addresses the determination of facts outside Article III. See post, at 2623 (Crowell
“upheld Congress' delegation of primary factfinding authority to the agency”); post, at 2627 (quoting Crowell, 285 U.S.,
at 51, 52 S.Ct. 285, for the proposition that “ ‘there is no requirement that, in order to maintain the essential attributes of
the judicial power, all determinations of fact in constitutional courts shall be made by judges' ”). Crowell may well have
additional significance in the context of expert administrative agencies that oversee particular substantive federal regimes,
but we have no occasion to and do not address those issues today. See infra, at 2615. The United States apparently agrees
that any broader significance of Crowell is not pertinent in this case, citing to Crowell in its brief only once, in the last
footnote, again for the limited proposition discussed above. Brief for United States as Amicus Curiae 32, n. 5.
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[7] Shortly after Northern Pipeline, the Court rejected the limitation of the public rights
exception to actions involving the Government as a party. The Court has continued,
however, to limit the exception to cases in which the claim at issue derives from a federal
regulatory scheme, or in which resolution of the claim by an expert government agency is
deemed essential to a limited regulatory objective within the agency's authority. In other
words, it is still the case that what makes a right “public” rather than private is that the
right is integrally related to particular federal government *491 action. See United States v.
Jicarilla Apache Nation, 564 U.S. ––––, ––––-––––, 131 S.Ct. 2313, 180 L.Ed.2d 187, 2011
WL 2297786, *8–9 (2011) (“The distinction between ‘public rights' against the Government
and ‘private rights' between private parties is well established,” citing Murray's Lessee and
Crowell ).
Our decision in Thomas v. Union Carbide Agricultural Products Co., for example, involved a
data-sharing arrangement between companies under a federal statute providing that disputes
about compensation between the companies would be decided by binding arbitration. 473
U.S. 568, 571–575, 105 S.Ct. 3325, 87 L.Ed.2d 409 (1985). This Court held that the scheme
did not violate Article III, explaining that “[a]ny right to compensation ... results from [the
statute] and does not depend on or replace a right to such compensation under state law.”
Id., at 584, 105 S.Ct. 3325.
Commodity Futures Trading Commission v. Schor concerned a statutory scheme that created
a procedure for customers injured by a broker's violation of the federal commodities law
to seek reparations from the broker before the Commodity Futures Trading Commission
(CFTC). 478 U.S. 833, 836, 106 S.Ct. 3245, 92 L.Ed.2d 675 (1986). A customer filed such a
claim to recover a debit balance in his account, while the broker filed a lawsuit in Federal
District Court to recover the same amount as lawfully due from the customer. The broker
later submitted its claim to the CFTC, but after that agency ruled against the customer, the
customer argued that agency jurisdiction over the broker's counterclaim violated Article III.
Id., at 837–838, 106 S.Ct. 3245. This Court disagreed, but only after observing that (1) the
claim and the counterclaim concerned a “single dispute”—the same account balance; (2) the
CFTC's assertion of authority involved only “a narrow class of common law claims” in a “
‘particularized area of law’ ”; (3) the area of law in question was governed by “a specific and
limited federal regulatory scheme” as to which the agency had “obvious expertise”; (4) the
parties had freely elected to resolve their differences before the CFTC; and (5) CFTC orders
were “enforceable only by order of the district court.” Id., at 844, 852–855, 106 S.Ct. 3245
(quoting Northern Pipeline, 458 U.S., at 85, 102 S.Ct. 2858); see *492 478 U.S., at 843–844;
849–857, 106 S.Ct. 3245. Most significantly, **2614 given that the customer's reparations
claim before the agency and the broker's counterclaim were competing claims to the same
amount, the Court repeatedly emphasized that it was “necessary” to allow the agency to
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exercise jurisdiction over the broker's claim, or else “the reparations procedure would have
been confounded.” Id., at 856, 106 S.Ct. 3245.
The most recent case in which we considered application of the public rights exception—
and the only case in which we have considered that doctrine in the bankruptcy context since
Northern Pipeline—is Granfinanciera, S.A. v. Nordberg, 492 U.S. 33, 109 S.Ct. 2782, 106
L.Ed.2d 26 (1989). In Granfinanciera we rejected a bankruptcy trustee's argument that a
fraudulent conveyance action filed on behalf of a bankruptcy estate against a noncreditor in
a bankruptcy proceeding fell within the “public rights” exception. We explained that, “[i]f
a statutory right is not closely intertwined with a federal regulatory program Congress has
power to enact, and if that right neither belongs to nor exists against the Federal Government,
then it must be adjudicated by an Article III court.” Id., at 54–55, 109 S.Ct. 2782. We reasoned
that fraudulent conveyance suits were “quintessentially suits at common law that more
nearly resemble state law contract claims brought by a bankrupt corporation to augment the
bankruptcy estate than they do creditors' hierarchically ordered claims to a pro rata share
of the bankruptcy res.” Id., at 56, 109 S.Ct. 2782. As a consequence, we concluded that
fraudulent conveyance actions were “more accurately characterized as a private rather than
a public right as we have used those terms in our Article III decisions.” Id., at 55, 109 S.Ct.
2782. 7
7

We noted that we did not mean to “suggest that the restructuring of debtor-creditor relations is in fact a public right.” 492 U.S.,
at 56, n. 11, 109 S.Ct. 2782. Our conclusion was that, “even if one accepts this thesis,” Congress could not constitutionally
assign resolution of the fraudulent conveyance action to a non-Article III court. Ibid. Because neither party asks us to
reconsider the public rights framework for bankruptcy, we follow the same approach here.

*493 Vickie's counterclaim—like the fraudulent conveyance claim at issue in
Granfinanciera—does not fall within any of the varied formulations of the public rights
exception in this Court's cases. It is not a matter that can be pursued only by grace of the
other branches, as in Murray's Lessee, 18 How., at 284, or one that “historically could have
been determined exclusively by” those branches, Northern Pipeline, supra, at 68, 102 S.Ct.
2858 (citing Ex parte Bakelite Corp., 279 U.S., at 458, 49 S.Ct. 411). The claim is instead one
under state common law between two private parties. It does not “depend[ ] on the will of
congress,” Murray's Lessee, supra, at 284; Congress has nothing to do with it.
In addition, Vickie's claimed right to relief does not flow from a federal statutory scheme,
as in Thomas, 473 U.S., at 584–585, 105 S.Ct. 3325, or Atlas Roofing, 430 U.S., at 458,
97 S.Ct. 1261. It is not “completely dependent upon” adjudication of a claim created by
federal law, as in Schor, 478 U.S., at 856, 106 S.Ct. 3245. And in contrast to the objecting
party in Schor, id., at 855–856, 106 S.Ct. 3245, Pierce did not truly consent to resolution of
Vickie's claim in the bankruptcy court proceedings. He had nowhere else to go if he wished
to recover from Vickie's estate. See Granfinanciera, supra, at 59, n. 14, 109 S.Ct. 2782 (noting
that “[p]arallel reasoning [to Schor ] is unavailable in the context of bankruptcy proceedings,
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because creditors lack an alternative forum **2615 to the bankruptcy court in which to
pursue their claims”). 8
8

Contrary to the claims of the dissent, see post, at 2627 – 2628, Pierce did not have another forum in which to pursue his claim
to recover from Vickie's prebankruptcy assets, rather than take his chances with whatever funds might remain after the Title
11 proceedings. Creditors who possess claims that do not satisfy the requirements for nondischargeability under 11 U.S.C. §
523 have no choice but to file their claims in bankruptcy proceedings if they want to pursue the claims at all. That is why, as we
recognized in Granfinanciera, the notion of “consent” does not apply in bankruptcy proceedings as it might in other contexts.

Furthermore, the asserted authority to decide Vickie's claim is not limited to a “particularized
area of the law,” as in Crowell, Thomas, and Schor. Northern Pipeline, 458 U.S., at 85, 102
S.Ct. 2858 (plurality opinion). We deal here not with an *494 agency but with a court,
with substantive jurisdiction reaching any area of the corpus juris. See ibid.; id., at 91, 102
S.Ct. 2858 (Rehnquist, J., concurring in judgment). This is not a situation in which Congress
devised an “expert and inexpensive method for dealing with a class of questions of fact
which are particularly suited to examination and determination by an administrative agency
specially assigned to that task.” Crowell, 285 U.S., at 46, 52 S.Ct. 285; see Schor, supra,
at 855–856, 106 S.Ct. 3245. The “ experts” in the federal system at resolving common law
counterclaims such as Vickie's are the Article III courts, and it is with those courts that her
claim must stay.
The dissent reads our cases differently, and in particular contends that more recent cases view
Northern Pipeline as “ ‘establish[ing] only that Congress may not vest in a non-Article III
court the power to adjudicate, render final judgment, and issue binding orders in a traditional
contract action arising under state law, without consent of the litigants, and subject only to
ordinary appellate review.’ ” Post, at 2624 (quoting Thomas, supra, at 584, 105 S.Ct. 3325).
Just so: Substitute “tort” for “contract,” and that statement directly covers this case.
We recognize that there may be instances in which the distinction between public and private
rights—at least as framed by some of our recent cases—fails to provide concrete guidance as
to whether, for example, a particular agency can adjudicate legal issues under a substantive
regulatory scheme. Given the extent to which this case is so markedly distinct from the agency
cases discussing the public rights exception in the context of such a regime, however, we do
not in this opinion express any view on how the doctrine might apply in that different context.
What is plain here is that this case involves the most prototypical exercise of judicial power:
the entry of a final, binding judgment by a court with broad substantive jurisdiction, on a
common law cause of action, when the action neither derives from nor depends upon any
agency regulatory regime. *495 If such an exercise of judicial power may nonetheless be
taken from the Article III Judiciary simply by deeming it part of some amorphous “ public
right,” then Article III would be transformed from the guardian of individual liberty and
separation of powers we have long recognized into mere wishful thinking.
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2
Vickie and the dissent next attempt to distinguish Northern Pipeline and Granfinanciera on
the ground that Pierce, unlike the defendants in those cases, had filed a proof of claim in the
bankruptcy proceedings. Given Pierce's participation in those proceedings, Vickie argues,
the Bankruptcy **2616 Court had the authority to adjudicate her counterclaim under our
decisions in Katchen v. Landy, 382 U.S. 323, 86 S.Ct. 467, 15 L.Ed.2d 391 (1966), and
Langenkamp v. Culp, 498 U.S. 42, 111 S.Ct. 330, 112 L.Ed.2d 343 (1990) (per curiam ).
We do not agree. As an initial matter, it is hard to see why Pierce's decision to file a claim
should make any difference with respect to the characterization of Vickie's counterclaim. “
‘[P]roperty interests are created and defined by state law,’ and ‘[u]nless some federal interest
requires a different result, there is no reason why such interests should be analyzed differently
simply because an interested party is involved in a bankruptcy proceeding.’ ” Travelers
Casualty & Surety Co. of America v. Pacific Gas & Elec. Co., 549 U.S. 443, 451, 127 S.Ct.
1199, 167 L.Ed.2d 178 (2007) (quoting Butner v. United States, 440 U.S. 48, 55, 99 S.Ct.
914, 59 L.Ed.2d 136 (1979)). Pierce's claim for defamation in no way affects the nature of
Vickie's counterclaim for tortious interference as one at common law that simply attempts
to augment the bankruptcy estate—the very type of claim that we held in Northern Pipeline
and Granfinanciera must be decided by an Article III court.
Contrary to Vickie's contention, moreover, our decisions in Katchen and Langenkamp do
not suggest a different result. Katchen permitted a bankruptcy referee acting under the
Bankruptcy Acts of 1898 and 1938 (akin to a bankruptcy court today) to exercise what
was known as “summary jurisdiction” *496 over a voidable preference claim brought by
the bankruptcy trustee against a creditor who had filed a proof of claim in the bankruptcy
proceeding. See 382 U.S., at 325, 327–328, 86 S.Ct. 467. A voidable preference claim asserts
that a debtor made a payment to a particular creditor in anticipation of bankruptcy, to in
effect increase that creditor's proportionate share of the estate. The preferred creditor's claim
in bankruptcy can be disallowed as a result of the preference, and the amounts paid to that
creditor can be recovered by the trustee. See id., at 330, 86 S.Ct. 467; see also 11 U.S.C. §§
502(d), 547(b).
Although the creditor in Katchen objected that the preference issue should be resolved
through a “plenary suit” in an Article III court, this Court concluded that summary
adjudication in bankruptcy was appropriate, because it was not possible for the referee to
rule on the creditor's proof of claim without first resolving the voidable preference issue.
382 U.S., at 329–330, 332–333, and n. 9, 334, 86 S.Ct. 467. There was no question that the
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bankruptcy referee could decide whether there had been a voidable preference in determining
whether and to what extent to allow the creditor's claim. Once the referee did that, “nothing
remains for adjudication in a plenary suit”; such a suit “would be a meaningless gesture.”
Id., at 334, 86 S.Ct. 467. The plenary proceeding the creditor sought could be brought into
the bankruptcy court because “the same issue [arose] as part of the process of allowance and
disallowance of claims.” Id., at 336, 86 S.Ct. 467.
It was in that sense that the Court stated that “he who invokes the aid of the bankruptcy
court by offering a proof of claim and demanding its allowance must abide the consequences
of that procedure.” Id., at 333, n. 9, 86 S.Ct. 467. In Katchen one of those consequences was
resolution of the preference issue as part of the process of allowing or disallowing claims,
and accordingly there was no basis for the creditor to insist that the issue be resolved in an
Article III court. See id., at 334, 86 S.Ct. 467. Indeed, the Katchen Court expressly noted
that it “intimate[d] no opinion concerning whether” the bankruptcy *497 **2617 referee
would have had “summary jurisdiction to adjudicate a demand by the [bankruptcy] trustee
for affirmative relief, all of the substantial factual and legal bases for which ha[d] not been
disposed of in passing on objections to the [creditor's proof of] claim.” Id., at 333, n. 9, 86
S.Ct. 467.
Our per curiam opinion in Langenkamp is to the same effect. We explained there that a
preferential transfer claim can be heard in bankruptcy when the allegedly favored creditor
has filed a claim, because then “the ensuing preference action by the trustee become[s] integral
to the restructuring of the debtor-creditor relationship.” 498 U.S., at 44, 111 S.Ct. 330. If,
in contrast, the creditor has not filed a proof of claim, the trustee's preference action does
not “become[ ] part of the claims-allowance process” subject to resolution by the bankruptcy
court. Ibid.; see id., at 45, 111 S.Ct. 330.
In ruling on Vickie's counterclaim, the Bankruptcy Court was required to and did make
several factual and legal determinations that were not “disposed of in passing on objections”
to Pierce's proof of claim for defamation, which the court had denied almost a year
earlier. Katchen, supra, at 332, n. 9., 86 S.Ct. 467 There was some overlap between Vickie's
counterclaim and Pierce's defamation claim that led the courts below to conclude that the
counterclaim was compulsory, 600 F.3d, at 1057, or at least in an “attenuated” sense related
to Pierce's claim, 264 B.R., at 631. But there was never any reason to believe that the process
of adjudicating Pierce's proof of claim would necessarily resolve Vickie's counterclaim. See
id., at 631, 632 (explaining that “the primary facts at issue on Pierce's claim were the
relationship between Vickie and her attorneys and her knowledge or approval of their
statements,” and “the counterclaim raises issues of law entirely different from those raise[d]
on the defamation claim”). The United States acknowledges the point. See Brief for United
States as Amicus Curiae, p. (I) (question presented concerns authority of a bankruptcy court
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to enter final judgment on a compulsory counterclaim “when adjudication *498 of the
counterclaim requires resolution of issues that are not implicated by the claim against the
estate”); id., at 26.
The only overlap between the two claims in this case was the question whether Pierce had
in fact tortiously taken control of his father's estate in the manner alleged by Vickie in her
counterclaim and described in the allegedly defamatory statements. From the outset, it was
clear that, even assuming the Bankruptcy Court would (as it did) rule in Vickie's favor on
that question, the court could not enter judgment for Vickie unless the court additionally
ruled on the questions whether Texas recognized tortious interference with an expected
gift as a valid cause of action, what the elements of that action were, and whether those
elements were met in this case. 275 B.R., at 50–53. Assuming Texas accepted the elements
adopted by other jurisdictions, that meant Vickie would need to prove, above and beyond
Pierce's tortious interference, (1) the existence of an expectancy of a gift; (2) a reasonable
certainty that the expectancy would have been realized but for the interference; and (3)
damages. Id., at 51; see 253 B.R., at 558–561. Also, because Vickie sought punitive damages in
connection with her counterclaim, the Bankruptcy Court could not finally dispose of the case
in Vickie's favor without determining whether to subject Pierce to the sort of “retribution,”
“punishment[,] and deterrence,” Exxon Shipping Co., 554 U.S., at 492, 504, 128 S.Ct. 2605
(internal quotation marks omitted), those damages are designed to impose. There thus was
never reason to believe that the process of ruling **2618 on Pierce's proof of claim would
necessarily result in the resolution of Vickie's counterclaim.
In both Katchen and Langenkamp, moreover, the trustee bringing the preference action
was asserting a right of recovery created by federal bankruptcy law. In Langenkamp,
we noted that “the trustee instituted adversary proceedings under 11 U.S.C. § 547(b) to
recover, as avoidable preferences,” payments respondents received from the debtor before
the bankruptcy filings. 498 U.S., at 43, 111 S.Ct. 330; see, *499 e.g., § 547(b)(1) (“the trustee
may avoid any transfer of an interest of the debtor in property—(1) to or for the benefit
of a creditor”). In Katchen, “ [t]he Trustee ... [asserted] that the payments made [to the
creditor] were preferences inhibited by Section 60a of the Bankruptcy Act.” Memorandum
Opinion (Feb. 8, 1963), Tr. of Record in O.T.1965, No. 28, p. 3; see 382 U.S., at 334, 86 S.Ct.
467 (considering impact of the claims allowance process on “action by the trustee under §
60 to recover the preference”); 11 U.S.C. § 96(b) (1964 ed.) (§ 60(b) of the then-applicable
Bankruptcy Act) (“preference may be avoided by the trustee if the creditor receiving it or
to be benefited thereby ... has, at the time when the transfer is made, reasonable cause to
believe that the debtor is insolvent”). Vickie's claim, in contrast, is in no way derived from
or dependent upon bankruptcy law; it is a state tort action that exists without regard to any
bankruptcy proceeding.
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[8] In light of all the foregoing, we disagree with the dissent that there are no “relevant
distinction[s]” between Pierce's claim in this case and the claim at issue in Langenkamp. Post,
at 2628. We see no reason to treat Vickie's counterclaim any differently from the fraudulent
conveyance action in Granfinanciera. 492 U.S., at 56, 109 S.Ct. 2782. Granfinanciera 's
distinction between actions that seek “to augment the bankruptcy estate” and those that seek
“a pro rata share of the bankruptcy res,” ibid., reaffirms that Congress may not bypass Article
III simply because a proceeding may have some bearing on a bankruptcy case; the question is
whether the action at issue stems from the bankruptcy itself or would necessarily be resolved
in the claims allowance process. Vickie has failed to demonstrate that her counterclaim falls
within one of the “limited circumstances” covered by the public rights exception, particularly
given our conclusion that, “even with respect to matters that arguably fall within the scope of
the ‘public rights' doctrine, the presumption is in favor of Art. III courts.” Northern Pipeline,
458 U.S., at 69, n. 23, 77, n. 29, 102 S.Ct. 2858 (plurality opinion).

*500 3
Vickie additionally argues that the Bankruptcy Court's final judgment was constitutional
because bankruptcy courts under the 1984 Act are properly deemed “adjuncts” of the district
courts. Brief for Petitioner 61–64. We rejected a similar argument in Northern Pipeline, see
458 U.S., at 84–86, 102 S.Ct. 2858 (plurality opinion); id., at 91, 102 S.Ct. 2858 (Rehnquist,
J., concurring in judgment), and our reasoning there holds true today.
To begin, as explained above, it is still the bankruptcy court itself that exercises the essential
attributes of judicial power over a matter such as Vickie's counterclaim. See supra, at 2610.
The new bankruptcy courts, like the old, do not “ma[k]e only specialized, narrowly confined
factual determinations regarding a particularized area of law” or engage in “statutorily
channeled factfinding functions.” Northern Pipeline, 458 U.S., at 85, 102 S.Ct. 2858 (plurality
opinion). Instead, bankruptcy courts under the 1984 Act resolve **2619 “[a]ll matters of
fact and law in whatever domains of the law to which” the parties' counterclaims might lead.
Id., at 91, 102 S.Ct. 2858 (Rehnquist, J., concurring in judgment).
In addition, whereas the adjunct agency in Crowell v. Benson “possessed only a limited power
to issue compensation orders ... [that] could be enforced only by order of the district court,”
Northern Pipeline, supra, at 85, 102 S.Ct. 2858, a bankruptcy court resolving a counterclaim
under 28 U.S.C. § 157(b)(2)(C) has the power to enter “appropriate orders and judgments”—
including final judgments—subject to review only if a party chooses to appeal, see §§ 157(b)
(1), 158(a)-(b). It is thus no less the case here than it was in Northern Pipeline that “[t]he
authority—and the responsibility—to make an informed, final determination ... remains
with” the bankruptcy judge, not the district court. 458 U.S., at 81, 102 S.Ct. 2858 (plurality
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opinion) (internal quotation marks omitted). Given that authority, a bankruptcy court can
no more be deemed a mere “adjunct” of the district court than a district court can be deemed
such an “adjunct” of the court of appeals. We certainly *501 cannot accept the dissent's
notion that judges who have the power to enter final, binding orders are the “functional [ ]”
equivalent of “law clerks[ ] and the Judiciary's administrative officials.” Post, at 2627. And
even were we wrong in this regard, that would only confirm that such judges should not be
in the business of entering final judgments in the first place.
It does not affect our analysis that, as Vickie notes, bankruptcy judges under the current Act
are appointed by the Article III courts, rather than the President. See Brief for Petitioner 59.
If—as we have concluded—the bankruptcy court itself exercises “the essential attributes of
judicial power [that] are reserved to Article III courts,” Schor, 478 U.S., at 851, 106 S.Ct. 3245
(internal quotation marks omitted), it does not matter who appointed the bankruptcy judge
or authorized the judge to render final judgments in such proceedings. The constitutional bar
remains. See The Federalist No. 78, at 471 (“Periodical appointments, however regulated,
or by whomsoever made, would, in some way or other, be fatal to [a judge's] necessary
independence”).

D
[9] Finally, Vickie and her amici predict as a practical matter that restrictions on a
bankruptcy court's ability to hear and finally resolve compulsory counterclaims will create
significant delays and impose additional costs on the bankruptcy process. See, e.g., Brief
for Petitioner 34–36, 57–58; Brief for United States as Amicus Curiae 29–30. It goes without
saying that “the fact that a given law or procedure is efficient, convenient, and useful in
facilitating functions of government, standing alone, will not save it if it is contrary to the
Constitution.” INS v. Chadha, 462 U.S. 919, 944, 103 S.Ct. 2764, 77 L.Ed.2d 317 (1983).
In addition, we are not convinced that the practical consequences of such limitations on
the authority of bankruptcy courts to enter final judgments are as significant as Vickie and
the dissent suggest. See post, at 2630. The dissent *502 asserts that it is important that
counterclaims such as Vickie's be resolved “in a bankruptcy court,” and that, “to be effective,
a single tribunal must have broad authority to restructure [debtor-creditor] relations.” Post,
at 2628, 2629 (emphasis deleted). But the framework Congress adopted in the 1984 Act
already contemplates that certain state law matters in bankruptcy cases will be resolved by
judges other than those of the bankruptcy courts. **2620 Section 1334(c)(2), for example,
requires that bankruptcy courts abstain from hearing specified non-core, state law claims that
“can be timely adjudicated[ ] in a State forum of appropriate jurisdiction.” Section 1334(c)
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(1) similarly provides that bankruptcy courts may abstain from hearing any proceeding,
including core matters, “in the interest of comity with State courts or respect for State law.”
As described above, the current bankruptcy system also requires the district court to review
de novo and enter final judgment on any matters that are “related to” the bankruptcy
proceedings, § 157(c)(1), and permits the district court to withdraw from the bankruptcy
court any referred case, proceeding, or part thereof, § 157(d). Pierce has not argued that the
bankruptcy courts “are barred from ‘hearing’ all counterclaims” or proposing findings of
fact and conclusions of law on those matters, but rather that it must be the district court
that “finally decide[s]” them. Brief for Respondent 61. We do not think the removal of
counterclaims such as Vickie's from core bankruptcy jurisdiction meaningfully changes the
division of labor in the current statute; we agree with the United States that the question
presented here is a “narrow” one. Brief for United States as Amicus Curiae 23.
If our decision today does not change all that much, then why the fuss? Is there really a threat
to the separation of powers where Congress has conferred the judicial power outside Article
III only over certain counterclaims in bankruptcy? The short but emphatic answer is yes. A
statute *503 may no more lawfully chip away at the authority of the Judicial Branch than it
may eliminate it entirely. “Slight encroachments create new boundaries from which legions
of power can seek new territory to capture.” Reid v. Covert, 354 U.S. 1, 39, 77 S.Ct. 1222, 1
L.Ed.2d 1148 (1957) (plurality opinion). Although “[i]t may be that it is the obnoxious thing
in its mildest and least repulsive form,” we cannot overlook the intrusion: “illegitimate and
unconstitutional practices get their first footing in that way, namely, by silent approaches
and slight deviations from legal modes of procedure.” Boyd v. United States, 116 U.S. 616,
635, 6 S.Ct. 524, 29 L.Ed. 746 (1886). We cannot compromise the integrity of the system of
separated powers and the role of the Judiciary in that system, even with respect to challenges
that may seem innocuous at first blush.

***
Article III of the Constitution provides that the judicial power of the United States may be
vested only in courts whose judges enjoy the protections set forth in that Article. We conclude
today that Congress, in one isolated respect, exceeded that limitation in the Bankruptcy
Act of 1984. The Bankruptcy Court below lacked the constitutional authority to enter a
final judgment on a state law counterclaim that is not resolved in the process of ruling on a
creditor's proof of claim. Accordingly, the judgment of the Court of Appeals is affirmed.
It is so ordered.
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Justice SCALIA, concurring.
I agree with the Court's interpretation of our Article III precedents, and I accordingly join its
opinion. I adhere to my view, however, that—our contrary precedents notwithstanding—“a
matter of public rights ... must at a minimum arise between the government and others,”
Granfinanciera, S.A. v. Nordberg, 492 U.S. 33, 65, 109 S.Ct. 2782, 106 L.Ed.2d 26 (1989)
(SCALIA, J., concurring in part and concurring in judgment) (internal quotation marks
omitted).
**2621 *504 The sheer surfeit of factors that the Court was required to consider in this
case should arouse the suspicion that something is seriously amiss with our jurisprudence in
this area. I count at least seven different reasons given in the Court's opinion for concluding
that an Article III judge was required to adjudicate this lawsuit: that it was one “under
state common law” which was “not a matter that can be pursued only by grace of the other
branches,” ante, at 2614; that it was “not ‘completely dependent upon’ adjudication of a claim
created by federal law,” ibid.; that “ Pierce did not truly consent to resolution of Vickie's claim
in the bankruptcy court proceedings,” ibid.; that “the asserted authority to decide Vickie's
claim is not limited to a ‘particularized area of the law,’ ” ante, at 2615; that “there was never
any reason to believe that the process of adjudicating Pierce's proof of claim would necessarily
resolve Vickie's counterclaim,” ante, at 2617; that the trustee was not “asserting a right of
recovery created by federal bankruptcy law,” ante, at 2618; and that the Bankruptcy Judge
“ha[d] the power to enter ‘appropriate orders and judgments'—including final judgments—
subject to review only if a party chooses to appeal,” ante, at 2619.
Apart from their sheer numerosity, the more fundamental flaw in the many tests suggested by
our jurisprudence is that they have nothing to do with the text or tradition of Article III. For
example, Article III gives no indication that state-law claims have preferential entitlement
to an Article III judge; nor does it make pertinent the extent to which the area of the law is
“particularized.” The multifactors relied upon today seem to have entered our jurisprudence
almost randomly.
Leaving aside certain adjudications by federal administrative agencies, which are governed
(for better or worse) by our landmark decision in Crowell v. Benson, 285 U.S. 22, 52 S.Ct. 285,
76 L.Ed. 598 (1932), in my view an Article III judge is required in all federal adjudications,
unless there is a firmly established historical *505 practice to the contrary. For that reason
—and not because of some intuitive balancing of benefits and harms—I agree that Article
III judges are not required in the context of territorial courts, courts-martial, or true “public
rights” cases. See Northern Pipeline Constr. Co. v. Marathon Pipe Line Co., 458 U.S. 50, 71,
102 S.Ct. 2858, 73 L.Ed.2d 598 (1982) (plurality opinion). Perhaps historical practice permits
non-Article III judges to process claims against the bankruptcy estate, see, e.g., Plank, Why
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Bankruptcy Judges Need Not and Should Not Be Article III Judges, 72 Am. Bankr.L.J. 567,
607–609 (1998); the subject has not been briefed, and so I state no position on the matter. But
Vickie points to no historical practice that authorizes a non-Article III judge to adjudicate
a counterclaim of the sort at issue here.

Justice BREYER, with whom Justice GINSBURG, Justice SOTOMAYOR, and Justice
KAGAN, join dissenting.
Pierce Marshall filed a claim in Federal Bankruptcy Court against the estate of Vickie
Marshall. His claim asserted that Vickie Marshall had, through her lawyers, accused him of
trying to prevent her from obtaining money that his father had wanted her to have; that her
accusations violated state defamation law; and that she consequently owed Pierce Marshall
damages. Vickie Marshall filed a compulsory counterclaim in which she asserted that Pierce
Marshall had unlawfully interfered with her husband's efforts to grant her an inter vivos gift
and that he consequently owed her damages.
The Bankruptcy Court adjudicated the claim and the counterclaim. In doing so, **2622
the court followed statutory procedures applicable to “core” bankruptcy proceedings. See 28
U.S.C. § 157(b). And ultimately the Bankruptcy Court entered judgment in favor of Vickie
Marshall. The question before us is whether the Bankruptcy Court possessed jurisdiction
to adjudicate Vickie Marshall's counterclaim. I agree with the Court that the bankruptcy
statute, *506 § 157(b)(2)(C), authorizes a bankruptcy court to adjudicate the counterclaim.
But I do not agree with the majority about the statute's constitutionality. I believe the statute
is consistent with the Constitution's delegation of the “judicial Power of the United States”
to the Judicial Branch of Government. Art. III, § 1. Consequently, it is constitutional.

I
My disagreement with the majority's conclusion stems in part from my disagreement about
the way in which it interprets, or at least emphasizes, certain precedents. In my view, the
majority overstates the current relevance of statements this Court made in an 1856 case,
Murray's Lessee v. Hoboken Land & Improvement Co., 59 U.S. 272, 18 How. 272, 15 L.Ed.
372 (1856), and it overstates the importance of an analysis that did not command a Court
majority in Northern Pipeline Constr. Co. v. Marathon Pipe Line Co., 458 U.S. 50, 102 S.Ct.
2858, 73 L.Ed.2d 598 (1982), and that was subsequently disavowed. At the same time, I fear
the Court understates the importance of a watershed opinion widely thought to demonstrate
the constitutional basis for the current authority of administrative agencies to adjudicate
private disputes, namely, Crowell v. Benson, 285 U.S. 22, 52 S.Ct. 285, 76 L.Ed. 598 (1932).
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And it fails to follow the analysis that this Court more recently has held applicable to the
evaluation of claims of a kind before us here, namely, claims that a congressional delegation
of adjudicatory authority violates separation-of-powers principles derived from Article III.
See Thomas v. Union Carbide Agricultural Products Co., 473 U.S. 568, 105 S.Ct. 3325, 87
L.Ed.2d 409 (1985); Commodity Futures Trading Comm'n v. Schor, 478 U.S. 833, 106 S.Ct.
3245, 92 L.Ed.2d 675 (1986).
I shall describe these cases in some detail in order to explain why I believe we should put
less weight than does the majority upon the statement in Murray's Lessee and the analysis
followed by the Northern Pipeline plurality and instead should apply the approach this Court
has applied in Crowell, Thomas, and Schor.

*507 A
In Murray's Lessee, the Court held that the Constitution permitted an executive official,
through summary, nonjudicial proceedings, to attach the assets of a customs collector whose
account was deficient. The Court found evidence in common law of “summary method[s]
for the recovery of debts due to the crown, and especially those due from receivers of the
revenues,” 18 How., at 277, and it analogized the Government's summary attachment process
to the kind of self-help remedies available to private parties, id., at 283. In the course of its
opinion, the Court wrote:
“[W]e do not consider congress can either withdraw from judicial cognizance any matter
which, from its nature, is the subject of a suit at the common law, or in equity, or admiralty;
nor, on the other hand, can it bring under the judicial power a matter which, from its
nature, is not a subject for judicial determination. At the same time there are matters,
involving public rights, which may be presented in such form that the judicial power is
capable of acting on them, and which are susceptible of judicial determination, but which
congress may or may not bring within the cognizance of **2623 the courts of the United
States, as it may deem proper.” Id., at 284.
The majority reads the first part of the statement's first sentence as authoritatively defining
the boundaries of Article III. Ante, at 2609. I would read the statement in a less absolute
way. For one thing, the statement is in effect dictum. For another, it is the remainder of the
statement, announcing a distinction between “public rights” and “private rights,” that has
had the more lasting impact. Later Courts have seized on that distinction when upholding
non-Article III adjudication, not when striking it down. See Ex parte Bakelite Corp., 279
U.S. 438, 451–452, 49 S.Ct. 411, 73 L.Ed. 789 (1929) (Court of Customs Appeals); Williams
v. United States, 289 U.S. 553, 579–580, 53 S.Ct. 751, 77 L.Ed. 1372 (1933) (Court of Claims).
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The one exception is Northern *508 Pipeline, where the Court struck down the Bankruptcy
Act of 1978. But in that case there was no majority. And a plurality, not a majority, read the
statement roughly in the way the Court does today. See 458 U.S., at 67–70, 102 S.Ct. 2858.

B
At the same time, I believe the majority places insufficient weight on Crowell, a seminal case
that clarified the scope of the dictum in Murray's Lessee. In that case, the Court considered
whether Congress could grant to an Article I administrative agency the power to adjudicate
an employee's workers' compensation claim against his employer. The Court assumed that
an Article III court would review the agency's decision de novo in respect to questions of law
but it would conduct a less searching review (looking to see only if the agency's award was
“supported by evidence in the record”) in respect to questions of fact. Crowell, 285 U.S., at
48–50, 52 S.Ct. 285. The Court pointed out that the case involved a dispute between private
persons (a matter of “private rights”) and (with one exception not relevant here) it upheld
Congress' delegation of primary factfinding authority to the agency.
Justice Brandeis, dissenting (from a here-irrelvant portion of the Court's holding), wrote that
the adjudicatory scheme raised only a due process question: When does due process require
decision by an Article III judge? He answered that question by finding constitutional the
statute's delegation of adjudicatory authority to an agency. Id., at 87, 52 S.Ct. 285.
Crowell has been hailed as “the greatest of the cases validating administrative adjudication.”
Bator, The Constitution as Architecture: Legislative and Administrative Courts Under
Article III, 65 Ind. L.J. 233, 251 (1990). Yet, in a footnote, the majority distinguishes
Crowell as a case in which the Court upheld the delegation of adjudicatory authority to an
administrative agency simply because the agency's power to make the “specialized, narrowly
confined *509 factual determinations” at issue arising in a “particularized area of law,”
made the agency a “true ‘adjunct’ of the District Court.” Ante, at 2612, n. 6. Were Crowell's
holding as narrow as the majority suggests, one could question the validity of Congress'
delegation of authority to adjudicate disputes among private parties to other agencies such
as the National Labor Relations Board, the Commodity Futures Trading Commission, the
Surface Transportation Board, and the Department of Housing and Urban Development,
thereby resurrecting important legal questions previously thought to have been decided. See
29 U.S.C. § 160; 7 U.S.C. § 18; 49 U.S.C. § 10704; 42 U.S.C. § 3612(b).

C
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The majority, in my view, overemphasizes the precedential effect of the plurality **2624
opinion in Northern Pipeline. Ante, at 2609 – 2610. There, the Court held unconstitutional
the jurisdictional provisions of the Bankruptcy Act of 1978 granting adjudicatory authority
to bankruptcy judges who lack the protections of tenure and compensation that Article
III provides. Four Members of the Court wrote that Congress could grant adjudicatory
authority to a non-Article III judge only where (1) the judge sits on a “territorial cour[t]” (2)
the judge conducts a “courts-martial,” or (3) the case involves a “public right,” namely, a
“matter” that “at a minimum arise[s] ‘between the government and others.’ ” 458 U.S., at 64–
70, 102 S.Ct. 2858 (plurality opinion) (quoting Ex parte Bakelite Corp., supra, at 451, 49 S.Ct.
411). Two other Members of the Court, without accepting these limitations, agreed with the
result because the case involved a breach-of-contract claim brought by the bankruptcy trustee
on behalf of the bankruptcy estate against a third party who was not part of the bankruptcy
proceeding, and none of the Court's preceding cases (which, the two Members wrote, “do
not admit of easy synthesis”) had “gone so far as to sanction th[is] type of adjudication.” 458
U.S., at 90–91, 102 S.Ct. 2858 (Rehnquist, J. concurring in judgment).
*510 Three years later, the Court held that Northern Pipeline
“establishes only that Congress may not vest in a non-Article III court the power to
adjudicate, render final judgment, and issue binding orders in a traditional contract action
arising under state law, without consent of the litigants, and subject only to ordinary
appellate review.” Thomas, 473 U.S., at 584, 105 S.Ct. 3325.

D
Rather than leaning so heavily on the approach taken by the plurality in Northern Pipeline,
I would look to this Court's more recent Article III cases Thomas and Schor—cases that
commanded a clear majority. In both cases the Court took a more pragmatic approach to
the constitutional question. It sought to determine whether, in the particular instance, the
challenged delegation of adjudicatory authority posed a genuine and serious threat that one
branch of Government sought to aggrandize its own constitutionally delegated authority by
encroaching upon a field of authority that the Constitution assigns exclusively to another
branch.

1
In Thomas, the Court focused directly upon the nature of the Article III problem, illustrating
how the Court should determine whether a delegation of adjudicatory authority to a
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non-Article III judge violates the Constitution. The statute in question required pesticide
manufacturers to submit to binding arbitration claims for compensation owed for the use
by one manufacturer of the data of another to support its federal pesticide registration.
After describing Northern Pipeline 's holding in the language I have set forth above, supra, at
2624, the Court stated that “practical attention to substance rather than doctrinaire reliance
on formal categories should inform application of Article III.” Thomas, 473 U.S., at 587,
105 S.Ct. 3325 (emphasis added). It indicated that Article III's requirements could not be
“determined” by “the identity of the parties alone,” ibid., or by the “private rights”/“public
*511 rights” distinction, id., at 585–586, 105 S.Ct. 3325. And it upheld the arbitration
provision of the statute.
The Court pointed out that the right in question was created by a federal statute, it
“represent[s] a pragmatic solution to the difficult problem of spreading [certain] costs,” and
the statute “does not preclude review of the arbitration proceeding by an **2625 Article III
court.” Id., at 589–592, 105 S.Ct. 3325. The Court concluded:
“Given the nature of the right at issue and the concerns motivating the Legislature, we do
not think this system threatens the independent role of the Judiciary in our constitutional
scheme.” Id., at 590, 105 S.Ct. 3325.

2
Most recently, in Schor, the Court described in greater detail how this Court should analyze
this kind of Article III question. The question at issue in Schor involved a delegation
of authority to an agency to adjudicate a counterclaim. A customer brought before the
Commodity Futures Trading Commission (CFTC) a claim for reparations against his
commodity futures broker. The customer noted that his brokerage account showed that
he owed the broker money, but he said that the broker's unlawful actions had produced
that debit balance, and he sought damages. The broker brought a counterclaim seeking the
money that the account showed the customer owed. This Court had to decide whether agency
adjudication of such a counterclaim is consistent with Article III.
In doing so, the Court expressly “declined to adopt formalistic and unbending rules.” Schor,
478 U.S., at 851, 106 S.Ct. 3245. Rather, it “weighed a number of factors, none of which
has been deemed determinative, with an eye to the practical effect that the congressional
action will have on the constitutionally assigned role of the federal judiciary.” Ibid. Those
relevant factors include (1) “the origins and importance of the right to be adjudicated”; (2)
“the extent to which *512 the non-Article III forum exercises the range of jurisdiction and
powers normally vested only in Article III courts”; (3) the extent to which the delegation
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nonetheless reserves judicial power for exercise by Article III courts; (4) the presence or
“absence of consent to an initial adjudication before a non-Article III tribunal”; and (5) “the
concerns that drove Congress to depart from” adjudication in an Article III court. Id., at
849, 851, 106 S.Ct. 3245.
The Court added that where “private rights,” rather than “public rights” are involved, the
“danger of encroaching on the judicial powers” is greater. Id., at 853–854, 106 S.Ct. 3245
(internal quotation marks omitted). Thus, while non-Article III adjudication of “private
rights” is not necessarily unconstitutional, the Court's constitutional “examination” of such
a scheme must be more “searching.” Ibid.
Applying this analysis, the Court upheld the agency's authority to adjudicate the
counterclaim. The Court conceded that the adjudication might be of a kind traditionally
decided by a court and that the rights at issue were “private,” not “public.” Id., at 853, 106
S.Ct. 3245. But, the Court said, the CFTC deals only with a “ ‘particularized area of law’
”; the decision to invoke the CFTC forum is “left entirely to the parties”; Article III courts
can review the agency's findings of fact under “the same ‘weight of the evidence’ standard
sustained in Crowell ” and review its “legal determinations ... de novo ”; and the agency's
“counterclaim jurisdiction” was necessary to make “workable” a “reparations procedure,”
which constitutes an important part of a congressionally enacted “regulatory scheme.” Id.,
at 852–856, 106 S.Ct. 3245. The Court concluded that for these and other reasons “the
magnitude of any intrusion on the Judicial Branch can only be termed de minimis.” Id., at
856, 106 S.Ct. 3245.

II
A
This case law, as applied in Thomas and Schor, requires us to determine pragmatically
**2626 whether a congressional delegation *513 of adjudicatory authority to a non-Article
III judge violates the separation-of-powers principles inherent in Article III. That is to
say, we must determine through an examination of certain relevant factors whether that
delegation constitutes a significant encroachment by the Legislative or Executive Branches
of Government upon the realm of authority that Article III reserves for exercise by the
Judicial Branch of Government. Those factors include (1) the nature of the claim to
be adjudicated; (2) the nature of the non-Article III tribunal; (3) the extent to which
Article III courts exercise control over the proceeding; (4) the presence or absence of the
parties' consent; and (5) the nature and importance of the legislative purpose served by
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the grant of adjudicatory authority to a tribunal with judges who lack Article III's tenure
and compensation protections. The presence of “ private rights” does not automatically
determine the outcome of the question but requires a more “searching” examination of the
relevant factors. Schor, supra, at 854, 106 S.Ct. 3245.
Insofar as the majority would apply more formal standards, it simply disregards recent,
controlling precedent. Thomas, supra, at 587, 105 S.Ct. 3325 (“[P]ractical attention to
substance rather than doctrinaire reliance on formal categories should inform application
of Article III”); Schor, supra, at 851, 106 S.Ct. 3245 (“[T]he Court has declined to adopt
formalistic and unbending rules” for deciding Article III cases).

B
Applying Schor' s approach here, I conclude that the delegation of adjudicatory authority
before us is constitutional. A grant of authority to a bankruptcy court to adjudicate
compulsory counterclaims does not violate any constitutional separation-of-powers principle
related to Article III.
First, I concede that the nature of the claim to be adjudicated argues against my conclusion.
Vickie Marshall's counterclaim—a kind of tort suit—resembles “a suit at the common law.”
Murray's Lessee, 18 How., at 284. Although not *514 determinative of the question, see
Schor, 478 U.S., at 853, 106 S.Ct. 3245, a delegation of authority to a non-Article III judge
to adjudicate a claim of that kind poses a heightened risk of encroachment on the Federal
Judiciary, id., at 854, 106 S.Ct. 3245.
At the same time the significance of this factor is mitigated here by the fact that bankruptcy
courts often decide claims that similarly resemble various common-law actions. Suppose, for
example, that ownership of 40 acres of land in the bankruptcy debtor's possession is disputed
by a creditor. If that creditor brings a claim in the bankruptcy court, resolution of that dispute
requires the bankruptcy court to apply the same state property law that would govern in a
state court proceeding. This kind of dispute arises with regularity in bankruptcy proceedings.
Of course, in this instance the state-law question is embedded in a debtor's counterclaim, not
a creditor's claim. But the counterclaim is “compulsory.” It “arises out of the transaction or
occurrence that is the subject matter of the opposing party's claim.” Fed. Rule Civ. Proc.
13(a); Fed. Rule Bkrtcy. Proc. 7013. Thus, resolution of the counterclaim will often turn on
facts identical to, or at least related to, those at issue in a creditor's claim that is undisputedly
proper for the bankruptcy court to decide.
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Second, the nature of the non-Article III tribunal argues in favor of constitutionality. That is
because the tribunal is made up of judges who enjoy considerable protection **2627 from
improper political influence. Unlike the 1978 Act which provided for the appointment of
bankruptcy judges by the President with the advice and consent of the Senate, 28 U.S.C.
§ 152 (1976 ed., Supp. IV), current law provides that the federal courts of appeals appoint
federal bankruptcy judges, § 152(a)(1) (2006 ed.). Bankruptcy judges are removable by the
circuit judicial counsel (made up of federal court of appeals and district court judges) and
only for cause. § 152(e). Their salaries are pegged to those of federal district court judges, §
153(a), and the cost of their courthouses and other *515 work-related expenses are paid by
the Judiciary, § 156. Thus, although Congress technically exercised its Article I power when
it created bankruptcy courts, functionally, bankruptcy judges can be compared to magistrate
judges, law clerks, and the Judiciary's administrative officials, whose lack of Article III tenure
and compensation protections do not endanger the independence of the Judicial Branch.
Third, the control exercised by Article III judges over bankruptcy proceedings argues in
favor of constitutionality. Article III judges control and supervise the bankruptcy court's
determinations—at least to the same degree that Article III judges supervised the agency's
determinations in Crowell, if not more so. Any party may appeal those determinations to
the federal district court, where the federal judge will review all determinations of fact for
clear error and will review all determinations of law de novo. Fed. Rule Bkrtcy. Proc. 8013;
10 Collier on Bankruptcy ¶ 8013.04 (16th ed.2011). But for the here-irrelevant matter of
what Crowell considered to be special “constitutional” facts, the standard of review for
factual findings here (“clearly erroneous”) is more stringent than the standard at issue in
Crowell (whether the agency's factfinding was “supported by evidence in the record”). 285
U.S., at 48, 52 S.Ct. 285; see Dickinson v. Zurko, 527 U.S. 150, 152, 153, 119 S.Ct. 1816,
144 L.Ed.2d 143 (1999) ( “unsupported by substantial evidence” more deferential than
“clearly erroneous” (internal quotation marks omitted)). And, as Crowell noted, “there is
no requirement that, in order to maintain the essential attributes of the judicial power, all
determinations of fact in constitutional courts shall be made by judges.” 285 U.S., at 51, 52
S.Ct. 285.
Moreover, in one important respect Article III judges maintain greater control over the
bankruptcy court proceedings at issue here than they did over the relevant proceedings in
any of the previous cases in which this Court has upheld a delegation of adjudicatory power.
The District Court here may “withdraw, in whole or in part, any case or *516 proceeding
referred [to the Bankruptcy Court] ... on its own motion or on timely motion of any party,
for cause shown.” 28 U.S.C. § 157(d); cf. Northern Pipeline, 458 U.S., at 80, n. 31, 102 S.Ct.
2858 (plurality opinion) (contrasting pre–1978 law where “power to withdraw the case from
the [bankruptcy] referee” gave district courts “control” over case with the unconstitutional
1978 statute, which provided no such district court authority).
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Fourth, the fact that the parties have consented to Bankruptcy Court jurisdiction argues in
favor of constitutionality, and strongly so. Pierce Marshall, the counterclaim defendant, is
not a stranger to the litigation, forced to appear in Bankruptcy Court against his will. Cf. id.,
at 91, 102 S.Ct. 2858 (Rehnquist, J., concurring in judgment) (suit was litigated in Bankruptcy
Court “over [the defendant's] objection”). Rather, he appeared voluntarily in Bankruptcy
Court as one of Vickie Marshall's creditors, seeking a favorable resolution of his claim against
Vickie Marshall to the detriment of her other creditors. **2628 He need not have filed
a claim, perhaps not even at the cost of bringing it in the future, for he says his claim is
“nondischargeable,” in which case he could have litigated it in a state or federal court after
distribution. See 11 U.S.C. § 523(a)(6). Thus, Pierce Marshall likely had “an alternative forum
to the bankruptcy court in which to pursue [his] clai[m].” Granfinanciera, S.A. v. Nordberg,
492 U.S. 33, 59, n. 14, 109 S.Ct. 2782, 106 L.Ed.2d 26 (1989).
The Court has held, in a highly analogous context, that this type of consent argues strongly in
favor of using ordinary bankruptcy court proceedings. In Granfinanciera, the Court held that
when a bankruptcy trustee seeks to void a transfer of assets from the debtor to an individual
on the ground that the transfer to that individual constitutes an unlawful “preference,” the
question of whether the individual has a right to a jury trial “depends upon whether the
creditor has submitted a claim against the estate.” Id., at 58, 109 S.Ct. 2782. The following
year, in *517 Langenkamp v. Culp, 498 U.S. 42, 111 S.Ct. 330, 112 L.Ed.2d 343 (1990) (per
curiam), the Court emphasized that when the individual files a claim against the estate, that
individual has
“trigger[ed] the process of ‘allowance and disallowance of claims,’ thereby subjecting
himself to the bankruptcy court's equitable power. If the creditor is met, in turn, with
a preference action from the trustee, that action becomes part of the claims-allowance
process which is triable only in equity. In other words, the creditor's claim and the ensuing
preference action by the trustee become integral to the restructuring of the debtor-creditor
relationship through the bankruptcy court's equity jurisdiction.” Id., at 44, 111 S.Ct. 330
(quoting Granfinanciera, 492 U.S., at 58, 109 S.Ct. 2782; citations omitted).
As we have recognized, the jury trial question and the Article III question are highly
analogous. See id., at 52–53, 111 S.Ct. 330. And to that extent, Granfinanciera 's and
Langenkamp 's basic reasoning and conclusion apply here: Even when private rights are
at issue, non-Article III adjudication may be appropriate when both parties consent.
Cf. Northern Pipeline, supra, at 80, n. 31, 102 S.Ct. 2858 (plurality opinion) (noting the
importance of consent to bankruptcy jurisdiction). See also Schor, 478 U.S., at 849, 106 S.Ct.
3245 (“[A]bsence of consent to an initial adjudication before a non-Article III tribunal was
relied on [in Northern Pipeline ] as a significant factor in determining that Article III forbade
such adjudication”). The majority argues that Pierce Marshall “did not truly consent” to
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bankruptcy jurisdiction, ante, at 2614 – 2615, but filing a proof of claim was sufficient in
Langenkamp and Granfinanciera, and there is no relevant distinction between the claims filed
in those cases and the claim filed here.
Fifth, the nature and importance of the legislative purpose served by the grant of adjudicatory
authority to bankruptcy tribunals argues strongly in favor of constitutionality. Congress'
delegation of adjudicatory powers over counterclaims *518 asserted against bankruptcy
claimants constitutes an important means of securing a constitutionally authorized end.
Article I, § 8, of the Constitution explicitly grants Congress the “Power To ... establish ...
uniform Laws on the subject of Bankruptcies throughout the United States.” James Madison
wrote in the Federalist Papers that the
“power of establishing uniform laws of bankruptcy is so intimately connected with the
regulation of commerce, and will prevent so many frauds where the **2629 parties or
their property may lie or be removed into different States, that the expediency of it seems
not likely to be drawn into question.” The Federalist No. 42, p. 271 (C. Rossiter ed.1961).
Congress established the first Bankruptcy Act in 1800. 2 Stat. 19. From the beginning, the
“core” of federal bankruptcy proceedings has been “the restructuring of debtor-creditor
relations.” Northern Pipeline, supra, at 71, 102 S.Ct. 2858 (plurality opinion). And, to be
effective, a single tribunal must have broad authority to restructure those relations, “having
jurisdiction of the parties to controversies brought before them,” “decid[ing] all matters in
dispute,” and “decree[ing] complete relief.” Katchen v. Landy, 382 U.S. 323, 335, 86 S.Ct.
467, 15 L.Ed.2d 391 (1966) (internal quotation marks omitted).
The restructuring process requires a creditor to file a proof of claim in the bankruptcy
court. 11 U.S.C. § 501; Fed. Rule Bkrtcy. Proc. 3002(a). In doing so, the creditor “triggers
the process of ‘allowance and disallowance of claims,’ thereby subjecting himself to the
bankruptcy court's equitable power.” Langenkamp, supra, at 44, 111 S.Ct. 330 (quoting
Granfinanciera, supra, at 58, 109 S.Ct. 2782). By filing a proof of claim, the creditor agrees
to the bankruptcy court's resolution of that claim, and if the creditor wins, the creditor will
receive a share of the distribution of the bankruptcy estate. When the bankruptcy estate has
a related claim against that creditor, that counterclaim may offset the creditor's claim, or
even *519 yield additional damages that augment the estate and may be distributed to the
other creditors.
The consequent importance to the total bankruptcy scheme of permitting the trustee in
bankruptcy to assert counterclaims against claimants, and resolving those counterclaims in a
bankruptcy court, is reflected in the fact that Congress included “counterclaims by the estate
against persons filing claims against the estate” on its list of “[c]ore proceedings.” 28 U.S.C.
§ 157(b)(2)(C). And it explains the difference, reflected in this Court's opinions, between a
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claimant's and a nonclaimant's constitutional right to a jury trial. Compare Granfinanciera,
supra, at 58–59, 109 S.Ct. 2782 (“Because petitioners ... have not filed claims against the
estate” they retain “their Seventh Amendment right to a trial by jury”), with Langenkamp,
supra, at 45, 111 S.Ct. 330 (“Respondents filed claims against the bankruptcy estate” and
“[c]onsequently, they were not entitled to a jury trial”).
Consequently a bankruptcy court's determination of such matters has more than “some
bearing on a bankruptcy case.” Ante, at 2618 (emphasis deleted). It plays a critical
role in Congress' constitutionally based effort to create an efficient, effective federal
bankruptcy system. At the least, that is what Congress concluded. We owe deference to
that determination, which shows the absence of any legislative or executive motive, intent,
purpose, or desire to encroach upon areas that Article III reserves to judges to whom it grants
tenure and compensation protections.
Considering these factors together, I conclude that, as in Schor, “the magnitude of any
intrusion on the Judicial Branch can only be termed de minimis.” 478 U.S., at 856, 106 S.Ct.
3245. I would similarly find the statute before us constitutional.

III
The majority predicts that as a “practical matter” today's decision “does not change all
that much.” Ante, at 2619 – 2620. But I doubt that is so. Consider a typical case: A
tenant *520 files for bankruptcy. The landlord files a claim for unpaid rent. The tenant
asserts a counterclaim for damages **2630 suffered by the landlord's (1) failing to fulfill
his obligations as lessor, and (2) improperly recovering possession of the premises by
misrepresenting the facts in housing court. (These are close to the facts presented in In
re Beugen, 81 B.R. 994 (Bkrtcy.Ct.N.D.Cal.1988).) This state-law counterclaim does not
“ste[m] from the bankruptcy itself,” ante, at 2618, it would not “necessarily be resolved in the
claims allowance process,” ibid., and it would require the debtor to prove damages suffered
by the lessor's failures, the extent to which the landlord's representations to the housing court
were untrue, and damages suffered by improper recovery of possession of the premises, cf.
ante, at 2617 – 2618. Thus, under the majority's holding, the federal district judge, not the
bankruptcy judge, would have to hear and resolve the counterclaim.
Why is that a problem? Because these types of disputes arise in bankruptcy court with some
frequency. See, e.g., In re CBI Holding Co., 529 F.3d 432 (C.A.2 2008) (state-law claims
and counterclaims); In re Winstar Communications, Inc., 348 B.R. 234 (Bkrtcy.Ct.Del.2005)
(same); In re Ascher, 128 B.R. 639 (Bkrtcy.Ct.N.D.Ill.1991) (same); In re Sun West
Distributors, Inc., 69 B.R. 861 (Bkrtcy.Ct.S.D.Cal.1987) (same). Because the volume of
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bankruptcy cases is staggering, involving almost 1.6 million filings last year, compared
to a federal district court docket of around 280,000 civil cases and 78,000 criminal cases.
Administrative Office of the United States Courts, J. Duff, Judicial Business of the United
States Courts: Annual Report of the Director 14 (2010). Because unlike the “related” noncore state law claims that bankruptcy courts must abstain from hearing, see ante, at 2619,
compulsory counterclaims involve the same factual disputes as the claims that may be finally
adjudicated by the bankruptcy courts. Because under these circumstances, a constitutionally
required game of jurisdictional *521 ping-pong between courts would lead to inefficiency,
increased cost, delay, and needless additional suffering among those faced with bankruptcy.
For these reasons, with respect, I dissent.
All Citations
564 U.S. 462, 131 S.Ct. 2594, 180 L.Ed.2d 475, 79 USLW 4564, 65 Collier Bankr.Cas.2d
827, 55 Bankr.Ct.Dec. 1, Bankr. L. Rep. P 82,032, 11 Cal. Daily Op. Serv. 7728, 2011 Daily
Journal D.A.R. 9305, 22 Fla. L. Weekly Fed. S 1232
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1
INTEREST OF THE AMICUS CURIAE1
Mylan Pharmaceuticals Inc. (“Mylan”) is one of
the largest generic and specialty pharmaceutical
manufacturers in the world. It is dedicated to
providing greater public access to high-quality
medicines by bringing lower-priced drugs and
biologics to the market. Mylan has fought tirelessly
to bring patients the earliest possible access to more
affordable medicines. In approximately the last five
years alone, Mylan’s patent challenges in district
courts and through inter partes review have allowed
consumers to benefit from earlier access to generic
competition for more than $35 billion of annual costs
of branded drug products. To do so, Mylan has
erased more than 285 years of life from invalid
patent claims, which should never have issued and
would otherwise have continued to block lowerpriced competition.
To be sure, the pharmaceutical industry benefits
from a patent system designed to fulfill the Constitutional command to “promote the Progress of Science and useful Arts.” But the system has become
clogged with a glut of patents that fail to meet the
statutory standards for patentability, which should
never have issued. Pharmaceutical manufacturers
have powerful economic incentives to obtain and use
1 Per Supreme Court Rule 37.6, Mylan certifies that all parties
have consented to this filing through blanket letters of consent.
No counsel for any party authored this brief in whole or in part.
No party, counsel for any party, or person other than amicus
curiae or its counsel made a monetary contribution to preparing
or submitting this brief.

2
these weak patents to maximize their monopolies.
Mylan, therefore, often challenges the validity and
patentability of weak patent claims before Article III
district courts and the Patent Trial and Appeal
Board (“PTAB”) of the U.S. Patent and Trademark
Office (“PTO” or “Agency”) to invalidate, cancel, or
reduce the scope of overly broad claims that unlawfully obstruct the stream of commerce and reduce the
public’s access to more affordable medicines.
Mylan, like the public at large, shares a vital interest in ensuring patent quality.
Accordingly,
Mylan has a significant interest in this Court confirming the constitutionality of inter partes reviews
(“IPRs”). As discussed below, these post-issuance
proceedings provide an efficient mechanism for the
Agency to reexamine its earlier decision to issue a
challenged patent, and to correct its own errors
(when appropriate), by canceling unpatentable
claims that unlawfully block generic and biosimilar
competition.
SUMMARY OF ARGUMENT
Mylan takes no position on whether the rights
conferred by an issued patent constitute “public” or
“private” rights. Regardless of the decision on that
point, the current statutory framework for inter
partes review complies with both the separation of
powers required by Article III of the Constitution
and patent-holders’ Seventh Amendment rights, for
at least the reasons described in Respondents’
briefing. (See Fed. Resp. Br. at 15-53; Resp. Br. at
26-54).
Because the parties and others have

3
thoroughly briefed the constitutional issues, Mylan
submits this brief to illuminate the purpose, benefits,
and practical consequences of inter partes review in
the context of the pharmaceutical industry. As the
biopharmaceutical industry’s most prolific inter
partes review petitioner, Mylan has gained
considerable experience with the issues surrounding
inter partes review.
Inter partes review evolved from predecessor postissuance proceedings (ex parte and inter partes
reexaminations) which similarly allowed the PTO to
reassess its earlier patentability decisions and
correct mistakes where appropriate. Decades of
precedent confirm the sound statutory and
constitutional bases for allowing the PTO—as the
administrative agency tasked with determining
patentability—to continue the examination and
reconsider a patent grant in further administrative
proceedings. By creating inter partes review,
Congress sought to improve patent quality, promote
innovation, and reduce the number of improperly
granted patents deterring or blocking competition.
The outcomes of patent cases litigated to final
judgment in the years leading up to the 2011 passage
of the America Invents Act (“AIA”) demonstrated a
need to improve patent quality. Studies suggest that
courts had ruled more than half of all patents
litigated to final judgment invalid by clear and
convincing evidence. These results may be explained
in part by the difficult administrative challenge
facing the PTO throughout the 1990s and 2000s.
During those decades, the demand for patents
exploded and Agency resources could not keep pace.

4
Application backlogs and average pendency times
ballooned, creating serious concerns about the PTO’s
ability to devote sufficient time and resources to
ensure issuance of only truly innovative, high-quality
patents. In view of the PTO’s practical limitations,
Congress created inter partes review to serve as an
efficient and effective mechanism for the PTO to
reconsider its prior patentability decisions with input
from interested third parties.
Inter partes review plays an important role in the
pharmaceutical industry. The statutory framework
Congress provided to accelerate approval of generic
drugs under the Drug Price Competition and Patent
Term Restoration Act of 1984 (“Hatch–Waxman”)
has worked well in many ways, but the automatic 30month stay of FDA approval triggered by HatchWaxman litigation allows suspect patents to delay
lower-priced generic competition regardless of the
scope or strength of the patent. As discussed below,
generic drug companies have defeated all challenged
patents in at least 45% of the Hatch-Waxman cases
litigated to final judgment. This statistic highlights
the high costs improperly granted pharmaceutical
patents impose on consumers and the economy by
extending brand monopolies and delaying full and
fair competition. It also illustrates the benefits of
inter partes review, which provides an efficient,
effective, and much less costly mechanism for the
PTO to reconsider its decisions and cancel patents
that should never have issued.
The availability of inter partes review may be
even more vital to the emerging biosimilar industry,
as branded biologics can be covered by hundreds of
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patents. Under the Biologics Price Competition and
Innovation Act (“BPCIA”), there is no way to determine
all patents a branded company believes cover its
product until years after the biosimilar company’s
initial investment, which often exceeds $100 million.
Inter partes review allows the biosimilar company to
challenge suspect patents that potentially cover the
branded product before making such a substantial
investment, and thus obtain legal certainty earlier in
the development process. The availability of these
proceedings—which allow limited and focused
challenges on a predictable timeline—confers a
considerable benefit to those companies, whatever
the outcome. Mylan’s experiences with inter partes
review highlight the pro-competitive nature of inter
partes review.
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ARGUMENT
I.

Inter Partes Review Benefits the Public
as a Key Safeguard of a Strong Patent
System Intended to Ensure High-Quality
Patents and Reward True Innovation.

Congress enacts the laws governing our patent
system under the authority granted by Article I of
the Constitution to “promote the Progress of Science
and useful Arts” (the “Patent Clause”). Nautilus,
Inc. v. Biosig Instruments, Inc., 134 S. Ct. 2120, 2124
(2014); U.S. CONST. art. I, § 8, cl. 8. Accordingly, patents confer rights that “exist only by virtue of statute.” Sears, Roebuck & Co. v. Stiffel Co., 376 U.S.
225, 229 n.5 (1964); Gayler v. Wilder, 51 U.S. 477,
494 (1851) (observing that a patent monopoly “is created by the act of Congress; and no rights can be acquired in it unless authorized by statute, and in the
manner the statute prescribes”).
When crafting and interpreting patent law,
Congress and the courts have consistently recognized
that granting monopoly rights to so-called
“inventions” already known or available to the public
imposes considerable social costs, and undermines
the Patent Clause’s central goal to promote
innovation. See Bonito Boats, Inc. v. Thunder-Craft
Boats, Inc., 489 U.S. 141, 148 (1989) (A monopoly on
publicly known information “would not only serve no
socially useful purpose, but would in fact injure the
public by removing existing knowledge from public
use”); Graham v. John Deere Co., 383 U.S. 1, 6 (1966)
(“Congress may not authorize the issuance of patents
whose effects are to remove existent knowledge from
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the public domain, or to restrict free access to
materials already available.”).
This Court has recognized inter partes review as
one means for the PTO to promote patent quality,
intended to “protect the public’s ‘paramount interest
in seeing that patent monopolies . . . are kept within
their legitimate scope.’” Cuozzo Speed Techs., LLC v.
Lee, 136 S. Ct. 2131, 2135 (2016) (quoting Precision
Instrument Mfg. Co. v. Automotive Maintenance
Machinery Co., 324 U.S. 806, 816 (1945)).
The various mechanisms for post-issuance patent
review—including inter partes review—allow the
PTO to check its work, often in light of new information and arguments, and efficiently weed out patents that should never have issued. These proceedings improve patent quality, and promote genuine
innovation. In the words of a former PTO Director:
Patents of the highest quality can help
to stimulate and promote efficient licensing, research and development, and
future innovation without resorting to
needless high-cost court proceedings.
Through correctness and clarity, such
patents better enable potential users of
patented technologies to make informed
decisions on how to avoid infringement,
whether to seek a license, and/or when
to settle or litigate a patent dispute.
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Michelle K. Lee, Enhanced Patent Quality Initiative: Moving
Forward, DIRECTOR’S FORUM: A BLOG FROM USPTO’S
LEADERSHIP (Nov. 6, 2015).2
When Congress enacted the AIA, various studies
of litigation outcomes had shown the need to improve
patent quality and the value in providing mechanisms for doing so. A study examining cases decided
by the Court of Appeals for the Federal Circuit between 2003 and 2009 found that the court ruled 60%
of challenged patents invalid. Ronald J. Mann &
Marian Underweiser, A New Look at Patent Quality:
Relating Patent Prosecution to Validity, 9 J.
EMPIRICAL LEGAL STUD. 1, 7 (2012); see also John R.
Allison & Mark A. Lemley, Empirical Evidence on
the Validity of Litigated Patents, 26 AIPLA Q.J. 185,
205 (1998) (finding 46% of litigated patents were invalidated).3 These results and others discussed below indicate that the PTO has issued a substantial
number of low-quality patents.
Focusing on the pharmaceutical industry, generic
drug companies have successfully litigated to final
judgment against at least 220 patents alleged to cover more than 100 branded drugs before federal district courts and the Federal Circuit since passage of
the Hatch–Waxman Act. Indeed, since 1989, generic
challengers have defeated all blocking patents cover2 https://www.uspto.gov/blog/director/entry/enhanced_patent_q
uality_initiative_moving
3 These patents were ruled invalid despite the statutory
presumption of validity and the enhanced evidentiary burden
imposed on patent challengers.
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ing a branded drug—opening the market to lowerpriced generic competition—in at least 45% of HatchWaxman cases litigated to final judgment. And
those numbers do not include the many more cases
resolved by negotiated settlements or other dismissals (most dispositions), which also reflect commercially successful patent challenges by generic manufacturers. The invalidated patents should never have
existed or been used to delay lower-priced competition.
Through the 1990s and the first decade of this
century, the PTO was faced with significant resource-based challenges. The number of patent applications filed skyrocketed while the PTO’s resources did not. These circumstances created an increase in the backlog of pending patent applications,
a substantial increase in application pendency times,
and led to concerns about the quality of issued patents. See Michael D. Frakes & Melissa F. Wasserman, Does the U.S. Patent & Trademark Office Grant
Too Many Bad Patents?: Evidence from a QuasiExperiment, 67 STAN. L. REV. 613, 651 (2015) (“Contemporaneous with this documented decline in the
Agency’s resource balance is naturally a substantial
increase in the Agency’s backlog of examinations . . . . While this backlog grew only 14%
throughout the first five years of the 1990s, it grew a
staggering 114% over the subsequent five years. It
then grew a further 190% over the course of the
2000s.”); U.S. PATENT & TRADEMARK OFFICE,
PERFORMANCE AND ACCOUNTABILITY REPORT, FISCAL
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YEAR 2010 18, 125 (Nov. 9, 2010)4 (average application pendency of 35.3 months and a backlog of
726,331 applications in FY 2010); Jason D. Grier,
Chasing Its Own Tail? An Analysis of the
U.S.P.T.O.’s Efforts to Reduce the Patent Backlog, 31
HOUSTON J. INT’L L. 617, 626-27 (2009) (“[T]he tremendous demand for patents has swamped the limited resources of the USPTO, even with the hiring of
more examiners. As a result, the USPTO faces a
backlog of over 700,000 patent applications. This
backlog has lengthened pendency . . . to an average
of 31.3 months . . . . Both the backlog and pendency
problem threaten the quality of patents and burden
the courts with litigation over bad patents.”). As the
problems worsened with no resolution in sight, the
need for significant reforms and additional Agency
resources became clear.
After years of legislative wrangling, Congress
created the current inter partes review system as one
of the patent reform measures in the AIA. Among
other things, inter partes review allows the PTO to
efficiently
revisit
its
initial
patentability
determination in proceedings strictly limited in scope
and duration.
Petitioners may
challenge
patentability only on anticipation (35 U.S.C. § 102)
and/or obviousness (35 U.S.C. § 103) grounds, based
only on prior art patents or other printed
publications, and the reviews have strict deadlines
requiring a decision within 18-24 months of the

4 https://www.uspto.gov/sites/default/files/about/stratplan/ar/U
SPTOFY2010PAR.pdf
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petition’s filing date.
316(a)(11).

35 U.S.C. §§ 311(b), 314(b),

The public benefits from inter partes review as
part of the statutory and regulatory framework
designed by Congress to enhance patent quality and
reward true innovation. H.R. REP. NO. 112-98, pt. 1,
at 48 (2011) (Congress sought to provide “a
meaningful opportunity to improve patent quality
and restore confidence in the presumption of validity
that comes with issued patents in court.”).
II.

Congress Created Inter Partes Review to
Allow the PTO to Reconsider its Prior
Administrative Decisions.

This Court has recognized inter partes review as a
specialized agency proceeding having a purpose and
procedures different from district court litigation.
Cuozzo, 136 S. Ct. at 2143. In doing so, the Court
rejected an argument that inter partes review was
intended to establish trial-like procedures to
adjudicate patentability. Id. at 2135. The Court
observed:
The
name
and
accompanying
procedures suggest that the proceeding
offers a second look at an earlier
administrative grant of a patent.
Although Congress changed the name
from “reexamination” to “review,”
nothing convinces us that, in doing so,
Congress wanted to change its basic
purposes, namely, to reexamine an
earlier agency decision.
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Id. at 2144 (discussing Congress’ changes to the
then-existing inter partes reexamination to create
inter partes review under the AIA) (emphasis added).
Thus, inter partes review allows the Agency to
revisit and reassess patents it may have issued in
error in order to fulfill Congress’ stated goal to
“screen out bad patents while bolstering valid ones.”
157 CONG. REC. H4220, H4425 (June 22, 2011)
(remarks of Rep. Goodlatte). If the PTAB determines
the challenged claims are patentable, it confirms the
Agency’s initial patentability decision, rejecting the
asserted significance of prior art and arguments
raised during the inter partes review. But if the
PTAB finds some or all issued claims unpatentable,
the Agency efficiently corrects its mistake by
cancelling those that do not meet the statutory
standards for genuine innovation. As described
below, these PTAB decisions fall within the
continued patent examination process conducted by
the PTO—a specialized agency responsible for
evaluating patent applications and only issuing
patents that meet those standards.
A. The PTO First Assesses Patentability and
Examines Applications Ex Parte, with
Limited Resources.
Pursuant to its authority under the Patent
Clause, Congress created the PTO as an agency with
“special expertise in evaluating patent applications,”
with authority to issue a patent only if “it appears
that the applicant is entitled to a patent” under federal law, which includes requirements for novelty
and nonobviousness. Kappos v. Hyatt, 566 U.S. 431,
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445 (2012); Microsoft Corp. v. i4i Ltd. P’ship, 564
U.S. 91, 95-96 (2011); 35 U.S.C. §§ 102, 103, 131.
After the Agency receives a patent application, an
examiner analyzes the claimed inventions against
the prior art in the relevant fields to decide whether
the claims meet the statutory requirements for
patentability.
Cuozzo, 136 S. Ct. at 2136-37;
Graham, 383 U.S. at 18 (recognizing that the “Patent
Office is confronted with the most difficult task”
because “the primary responsibility for sifting out
unpatentable material lies in the Patent Office”); see
also 35 U.S.C. § 131; 37 C.F.R. § 1.104(a)(1). The
applicant and the PTO engage in a series of ex parte
exchanges which culminate in the Agency decision to
allow or reject the application.
If the examiner determines a proposed claim is
unpatentable, the examiner rejects that claim and
explains the rejection in an office action. 35 U.S.C.
§ 132(a). The applicant may then amend the claims,
submit arguments to explain why the invention
actually differs from the prior art, or both. 35 U.S.C.
§ 132(a); 37 C.F.R. § 1.111(b), (c). If the PTO issues a
final rejection, the applicant has a statutory right to
judicial review. Cuozzo, 136 S. Ct. at 1237; Kappos,
566 U.S. at 434; see also 35 U.S.C. §§ 141(a), 145.
During the initial examination, only the PTO and
the applicant can participate; there are no
established procedures for an interested third party
to take part. Further, there is no mechanism, either
through the PTO or in court, for a third party to
appeal a patentability determination before patent
issuance. Since there is no party adverse to the

14
applicant during the initial examination, the
examiner provides the only counterbalance to the
applicant’s patentability assertions.
And as a
practical matter, patent examiners face a
tremendous volume of new applications each year,
which has led to a huge backlog of pending
applications.5 The resulting institutional pressures
and Agency productivity metrics severely limit the
time and resources each examiner can devote to any
one application. The reality is that patent examiners
must make decisions in a very short amount of time,
often without the complete set of information
necessary for a thorough analysis. See generally
Shine Tu, Patent Examiners and Litigation
Outcomes, 17 STAN. TECH. L. REV. 507, 516 (2014);
FED. TRADE COMM’N, Competition Perspectives on
How Procedures and Presumptions Affect Patent
Quality in TO PROMOTE INNOVATION: THE PROPER
BALANCE OF COMPETITION AND PATENT LAW AND
POLICY 9 (Oct. 2003) (“FTC 2003”).
A recent study reported that on average “an
examiner spends only nineteen (19) hours reviewing
an application, including reading the patent
application, searching for prior art, comparing the
prior art with the patent application, writing a
While the application backlog and average pendency times
have declined in recent years, they remain a significant
problem for the Agency and the patent system. See U.S. PATENT
& TRADEMARK OFFICE, PERFORMANCE AND ACCOUNTABILITY
REPORT FISCAL YEAR 2016 3, 61 (Nov. 14, 2016),
https://www.uspto.gov/sites/default/files/documents/USPTOFY1
6PAR.pdf. (showing average application pendency of 25.3
months and a backlog of 537,655 applications in FY 2016).
5
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rejection, responding to the patent applicant’s
arguments, and often conducting an interview with
the applicant’s attorney.” Michael D. Frakes &
Melissa F. Wasserman, Is The Time Allocated to
Review Patent Applications Inducing Examiners to
Grant Invalid Patents?: Evidence from Micro-Level
Application Data, NW. L. & ECON. RES., PAPER NO.
14-16 (July 18, 2014) (“Frakes 2014”). Moreover, it is
commonly known that “the great weight of the case
law . . . stands for the proposition that while an
inventor must disclose all material information to
the patent examiner, he is not required to make sure
the patent examiner understands that information.”
Nevro Corp. v. Boston Sci. Corp., No. 16-cv-06830,
slip op. at 2 (N.D. Cal. Oct. 4, 2017).
PTO examiners work under a quota system
which assigns a set standard number of hours within
which a patent examination should be completed.
UNITED STATES PATENT AND TRADEMARK OFFICE,
Examination Time and the Production System
(2016).6 The Agency uses this performance metric
system to assess annual evaluations, retention, and
bonuses.
PATENT OFFICE PROFESSIONAL ASS’N,
Changes to the Patent Examiner Performance
Appraisal Plan, Extension of the Pendency Award,
Renewal of the Count System Initiatives, and Other
Issues (June 18, 2015).7 As a result, the examiner
6 https://www.uspto.gov/sites/default/files/docments/Examinati
on%20Time%20and%20the%20Production%20System.pdf (link
published at 81 Fed. Reg. 73,383, 73,384 (Oct. 25, 2016))
7 http://www.popa.org/static/media/uploads/uploads/CSI_Pende
ncyAward_2016PAP_Agreement.pdf
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stands at a significant disadvantage when facing a
motivated, well-resourced applicant; the Agency’s
limited review sometimes results in issued patents
failing to meet patentability requirements.
See
Frakes 2014 at 14-16.
Because of these time and resource constraints,
examiners have only limited ability to locate the
most relevant prior art, which may include U.S.
patents, foreign patents, patent applications, and
non-patent literature published anywhere in the
world, in any language, before the priority date at
issue. Indeed, on average, the initial examination
includes less than eight hours of searches for prior
art. U.S. GOV’T ACCOUNTABILITY OFF., GAO-16-479,
INTELLECTUAL PROPERTY: PATENT OFFICE SHOULD
STRENGTHEN SEARCH CAPABILITIES AND BETTER
MONITOR EXAMINERS’ WORK 55 (June 2016); see also
id. at Appendix III (Tbl. 12) (wherein examiners in
the biotechnology and organic chemistry technology
office reported only spending on average 5.2 hours
per prior art search). Therefore, the most relevant
prior art is often not identified until after the patent
issues, when would-be competitors and other third
parties unable to participate in the initial
examination can evaluate the issued patent and the
scope of its claims. See Lear, Inc. v. Adkins, 395 U.S.
653, 670 (1969) (observing that “the Patent Office is
often obliged to reach its decision in an ex parte
proceeding, without the aid of the arguments which
could be advanced by parties interested in proving
patent invalidity.”). Those third parties and wouldbe competitors know the industry’s history and
technology—likely to a greater extent than the
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examiner—and have incentives, economic and
otherwise, to invest resources in a prior art search
more extensive and complete than the Agency could
reasonably conduct.
In sum, Congress has tasked the PTO with broad
and critically important responsibilities to evaluate
applications and determine patentability. But the ex
parte structure of initial examination creates an
asymmetry of time and resources biasing the examination process towards issuing patents, even invalid
ones. See Mark A. Lemley & Bhaven Sampat, Is the
Patent Office a Rubber Stamp?, 58 EMORY L. J. 181,
193 (2008) (calculating a patent grant rate between
72% and 76% as of April 2008); FTC 2003 at 6 (“[T]he
PTO’s grant rate, defined in terms of applications allowed as a percentage of application disposals,
reached 98% in 2000, considerably higher than in
Europe (67%) and Japan (64%).”); Cecil D. Quillen,
Jr., et al., Continuing Patent Applications and Performance of the U.S. Patent and Trademark Office –
Extended, 12 FED. CIR. B. J. 35, 38 (2002) (calculating
an 85% grant rate). Various studies use different
definitions to reach different conclusions on the precise patent grant rate, but none dispute the heavy
administrative burden on the PTO’s limited resources. Due at least in part to the Agency’s constrained resources and individual examiners’ heavy
workloads, mistakes inevitably happen and ineligible
claims are allowed.
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B. Inter Partes Review, Like Other PostIssuance Proceedings, Exercises the
PTO’s Clear and Broad Responsibility to
Examine Patentability.
The PTO not only possesses legal authority to
grant patents, but for nearly 40 years has had the
authority to review patents that may have been issued in error. Cuozzo, 136 S. Ct. at 2137 (“For several decades, the [PTO] has also possessed the authority to reexamine—and perhaps cancel—a patent
claim that it had previously allowed.”).
Interested third parties have long been able to petition the PTO to request further examination of an
issued patent through ex parte and inter partes reexamination. Cuozzo, 136 S. Ct. at 2137. These petitions were accompanied by patents or printed publications alleged to show a substantial new question of
patentability which could cause the PTO to cancel
the patent (or certain claims). These petitions often
identified prior art not considered during the initial
examination.
Congress first authorized post-issuance proceedings allowing the Agency to revisit patentability decisions in 1980 (ex parte reexamination). See Act of
Dec. 12, 1980, Pub. L. No. 96-517, 94 Stat. 3015 (codified as amended at 35 U.S.C. §§ 301-307). Any party can challenge the patentability of an issued patent
by notifying the PTO of prior art “bearing on the patentability of any claim of [the] patent.” 35 U.S.C.
§§ 301(a)(1), 302. The requesters, however, cannot
participate after filing the request, having no right to

19
present additional evidence or respond to statements
by the patent owner or Agency. As during initial examination, the patent owner may seek judicial review of an adverse ex parte reexamination decision,
but a third party petitioner has no right to appeal an
Agency decision confirming patentability. 35 U.S.C.
§ 306.
In 1999, Congress created inter partes reexamination (since superseded by inter partes review) to give
third parties a greater role in identifying erroneously
issued patents. See American Inventors Protection
Act, Pub. L. No. 106-113, Div. B. § 1000(a)(9), 113
Stat. 1536, 1501A–567 (Sec. 4604(a)) (codified as
amended at 35 U.S.C. §§ 311-318 (2006)). This statute permitted third party requestors to participate in
the PTO’s reexamination by filing “comments” and
supporting declarations after any patent owner response to their request. 35 U.S.C. §§ 314, 315
(2000). After 2002, the requester also had the right
to participate in any appeal. See Cooper Techs. Co. v.
Dudas, 536 F.3d 1330, 1332 (Fed. Cir. 2008). But inter partes reexamination still provided no discovery
or cross-examination of declarants.
It eventually became clear that inter partes reexaminations were rarely used, in part because of the
long and unpredictable timeframes to resolution. On
average, an inter partes reexamination took roughly
thirty-six months from filing through certificate issue date—with even more time lapsing if the patentholder appealed an adverse decision. UNITED STATES
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PATENT & TRADEMARK OFFICE, INTER PARTES
REEXAMINATION FILING DATA (Mar. 31, 2010)8; see
also Alison J. Baldwin & Aaron V. Gin, Inter Partes
Review and Inter Partes Reexamination: More Than
Just a Name Change, 11 SNIPPETS 11, 11-12 (2013)
(noting it “took an average of three years to reach a
final decision that could be appealed to the Court of
Appeals for the Federal Circuit”). Moreover, no law
or regulation sets deadlines for the PTO to conclude
an inter partes reexamination. Simply put, those
proceedings proved to be an ineffective and inefficient way to challenge the patentability of issued
claims with no predictable timeline.
Against this backdrop, Congress in 2011 modified
(and renamed) inter partes reexamination to create
inter partes review, thereby designing a faster, more
efficient proceeding to examine the same questions of
patentability. Cuozzo, 136 S. Ct. at 2137; 157 CONG.
REC. S5347, S5375 (Sept. 7, 2011) (inter partes
reviews are “hardly novel but rather are based on
longstanding procedures established by Congress
and repeatedly recognized as constitutional by the
Federal Circuit”). In doing so, Congress sought to
strike an appropriate Constitutional balance:
One manner in which Congress has
fulfilled this mandate to strike the
proper balance is through the existing
reexamination
procedures,
which
provide a mechanism for removing
8 http://www.ptolitigationcenter.com/wp-content/uploads/2010/
02/2010-03-31-Inter-Partes.pdf
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patents that should never have been
granted by the PTO because they did
not meet the requirements for a valid
patent set by Congress in the Patent
Act. As the Federal Circuit has
observed, ‘‘[t]he reexamination statute’s
purpose is to correct errors made by the
government,
to
remedy
defective
governmental (not private) action, and if
need be to remove patents that should
never
have
been
granted.’’
A
determination that a patent should
never have been granted is no more a
‘‘taking’’ than is a determination that a
putative landowner suffers a defect in
title.
157 CONG. REC. S5347, S5375 (Sept. 7, 2011)
(quoting Patlex Corp. v. Mossinghoff, 758 F.2d 594,
604 (Fed. Cir. 1985)).
Similar to inter partes reexamination, an inter
partes review begins with a third party petition
challenging patentability for lack of novelty
(anticipation) or obviousness, based on prior art
patents or printed publications. 35 U.S.C. §§ 311(b),
312(a). Anyone can petition for inter partes review,
but a party sued for patent infringement must file
any petition against the asserted patent(s) within a
year. 35 U.S.C. §§ 311(a), 315(b).
The patent owner may file a response within
three months of the filing date the PTO accords to
the petition, 35 U.S.C. § 313, and within another
three months, the PTAB must decide whether there
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is a “reasonable likelihood that the petitioner would
prevail with respect to at least 1 of the claims
challenged in the petition.” 35 U.S.C. § 314(b).
If the PTAB institutes an inter partes review, the
proceedings continue on a strict schedule with
limited opportunities for either party to supplement
their original filings with additional evidence or
arguments.
37 C.F.R. § 42.123.
Discovery is
restricted by statute and regulation, and generally
limited to deposing witnesses who submitted
declarations.
35 U.S.C. § 316(a)(5); 37 C.F.R.
§ 42.51(b). The statute also allows patent owners to
move to amend the challenged claims. 35 U.S.C.
§ 316(d).
The statute requires the PTAB to complete an
inter partes review within 12-18 months of
institution—half the average time for an inter partes
reexamination. 35 U.S.C. § 316(a)(11). The PTAB’s
final decision is reviewable by the Court of Appeals
for the Federal Circuit. 35 U.S.C. § 319. An adverse
decision estops the unsuccessful challenger from
relying in later litigation on prior art that it “raised
or reasonably could have raised” in the inter partes
review. 35 U.S.C. § 315(e).9
Inter partes reviews offer many advantages over
inter partes reexaminations.
As to timing, the
proceedings move much more quickly. Further, inter
partes reviews are overseen by a panel of at least
9 Courts are still considering the precise scope of estoppel under
35 U.S.C. § 315(e).
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three PTAB members—senior personnel required by
law to be qualified in both “legal knowledge and
scientific ability”—while inter partes reexaminations
were overseen by a lone examiner from the same
technology unit which performed the initial
examination. 35 U.S.C. § 6. Finally, inter partes
review allows more information and argument from
diverse voices to come before the PTAB to inform its
patentability analysis.
The evolution of inter partes review from
longstanding reexamination procedures shows that,
like other post-issuance proceedings, inter partes
review operates as a continued examination of an
issued patent, allowing the PTO to continue to
exercise its broad authority to evaluate patentability.
The agency entrusted by Congress to make
patentability determinations should also have the
right to review and correct its own mistakes if
appropriate.
C. Continued Agency Examination in Inter
Partes Review Differs in Purpose and
Function From Litigation in Article III
Courts.
Patent litigation in Article III courts typically involves claims, defenses, and other legal issues which
cannot be heard within the narrower confines of an
inter partes review. These include, among others,
infringement, invalidity for reasons other than anticipation or obviousness based on prior art publications (e.g., prior public use, prior public knowledge or
offers for sale, lack of written description, lack of enablement, lack of utility, or improper inventorship
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under 35 U.S.C. §§ 101, 102, 112, 256), unenforceability due to inequitable conduct, other equitable defenses, damages, and the propriety of an injunction.
By contrast, the AIA limits inter partes reviews to
evaluating patentability under 35 U.S.C. §§ 102 (anticipation) and 103 (obviousness) based solely on
printed prior art—the same limitations imposed on
inter partes and ex parte reexaminations.
Beyond the radically different scope of the proceedings, the different standards applied show their
different purposes. See In re Swanson, 540 F.3d
1368, 1377 (Fed. Cir. 2008) (“‘reexamination[s are]
conducted according to the procedures established for
initial examination,’ 35 U.S.C. § 305, and PTO examination procedures have distinctly different standards, parties, purposes, and outcomes compared to
civil litigation.”) (quoting In re Etter, 756 F.2d 852,
856 (Fed. Cir. 1985)). As in reexaminations, the
PTAB applies the same burdens of proof, presumptions, and claim construction standards during inter
partes reviews as during the initial examination;
consistent with their function as continued examination.
In district courts, patents are presumed valid,
with clear and convincing evidence required to prove
otherwise, whereas in inter partes review the petitioner has “the burden of proving a proposition of
unpatentability by a preponderance of the evidence.”
Cuozzo, 136 S. Ct. at 2144 (comparing 35 U.S.C.
§ 316(e) with Microsoft, 564 U.S. at 95). The presumption of validity and heightened evidentiary
standard in litigation arise from deference to the
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PTO’s specialized expertise. See KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398, 426 (2007) (courts presume
validity because “the PTO, in its expertise, has approved the claim”). But deference to administrative
expertise is not an issue during initial examination,
reexamination, or inter partes review when the
Agency reviews its own work to correct its own mistakes.
Similarly, construing claims using the broadest
reasonable interpretation standard during initial examination, reexaminations, and inter partes reviews
reflects the PTO’s statutory role as the gatekeeper of
patentability:
[T]he broadest reasonable interpretation standard increases the possibility
that the examiner will find the claim too
broad (and deny it), use of that standard
encourages the applicant to draft narrowly.
This helps ensure precision
while avoiding overly broad claims, and
thereby helps prevent a patent from tying up too much knowledge, while helping members of the public draw useful
information from the disclosed invention and better understand the lawful
limits of the claim.
Cuozzo, 136 S. Ct. at 2144-45 (citing Nautilus, 134 S.
Ct. at 2129; In re Yamamoto, 740 F.2d 1569, 1571
(Fed. Cir. 1984)).
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The patent owner’s opportunity to amend challenged claims during inter partes review also shows
that the Agency continues to examine patentability.
35 U.S.C. § 316(d) (patent owners may file one motion to amend as of right, and the PTAB has discretion to allow others). In district court proceedings,
by contrast, the patent claims are fixed, and courts
may not modify them. See Hill-Ram Servs. v.
Stryker Corp., 755 F.3d 1367, 1374 (Fed. Cir. 2014)
(“claim terms . . . cannot be rewritten by courts to
save their validity”); Rhine v. Casio, Inc., 183 F.3d
1342, 1345 (Fed. Cir. 1999) (“We have also admonished against judicial rewriting of claims to preserve
validity.”).
Congress also granted the Agency the discretion
to continue inter partes reviews under certain
circumstances even after the original petitioner
settles and drops out. See Cuozzo, 136 S. Ct. at 2140;
35 U.S.C. § 317(a). District court cases terminate
when the parties settle. Congress’ decision to allow
the Agency to correct its mistakes even without the
interested third party petitioner shows Congress
viewed inter partes review primarily as continued
examination in the public interest, rather than a
dispute between two private parties.
D. Inter Partes Review Does Not Preclude
Adjudication By Article III District
Courts.
Petitioner argues that inter partes review
extinguishes patent rights without access to Article
III courts, and allows third parties to remove patent
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challenges from Article III courts without the patent
owners’ consent. (See Pet. Br. at 2, 17, 41). Not so.
First, all final written decisions from inter partes
review may be appealed to the Court of Appeals for
the Federal Circuit, an Article III Court.10 35 U.S.C.
§§ 318(a), 319. During the appeal, the court reviews
“the PTAB’s factual findings for substantial evidence
and its legal conclusions de novo.” Novartis AG v.
Noven Pharm. Inc., 853 F.3d 1289, 1291 (Fed. Cir.
2017) (quoting Redline Detection, LLC v. Star
Envirotech, Inc., 811 F.3d 435, 449 (Fed. Cir. 2015)).
Second, inter partes reviews do not bar a patent
owner from filing or continuing to litigate a parallel
infringement suit in district court.
In Mylan’s
experience, most inter partes reviews are initiated
while district court litigation is ongoing, and patent
owners continue to litigate even patents the PTAB
rules unpatentable until the Federal Circuit resolves
the appeal. Further, neither filing an inter partes
review petition, nor the institution of a petition for
review, automatically stays a district court litigation
involving the same patent—patent owners are free to
advocate for concurrent proceedings.

10 As an administrative proceeding, inter partes reviews do not
include a jury. But jury trials are also unavailable in many
district court patent infringement cases. For example, cases
brought under Hatch-Waxman or BPCIA typically do not
involve juries because only equitable remedies are at issue. In
re Apotex, Inc., 49 F. App’x 902, 903 (Fed. Cir. 2002) (holding
that a generic drug manufacturer is not entitled to a jury where
only equitable remedies are at issue).
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Third, as noted above, estoppel prevents any
unsuccessful inter partes review challenger from
relying on prior art in district court litigation that
the challenger raised or reasonably could have raised
in the inter partes review. 35 U.S.C. § 315(e). Thus,
any party filing a petition for inter partes review
must consider its potential estoppel effect. If the
PTAB affirms patentability over the prior art raised
in the inter partes review, the patent owner lands in
a more favorable position than before the review.
Petitioner is wrong to claim that inter partes
review bars patent owners’ access to Article III
courts or meaningful Article III review.
III.

Mylan’s Experience Confirms Inter
Partes Reviews are an Important Tool to
Promote Patent Quality and Competition
in the Pharmaceutical Industry.

Inter partes reviews, either as stand-alone actions
or in conjunction with district court litigation, have
become increasingly common in the pharmaceutical
industry and play an important role in business and
legal strategy. Pharmaceutical companies often use
inter partes review to secure patent certainty during
the early stages of developing a small-molecule or
biologic product, occasionally before any suit and
sometimes even before filing a product application.
The availability of inter partes review is important to
corporate decision-making.
This administrative
process operates within a strict, statutorilymandated timeframe, which provides the legal
certainty necessary for product development
decisions, potentially expediting the introduction of
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life-saving medicines. Indeed, the patent certainty
provided by inter partes review has great value even
if the Agency confirms patentability.11
Nearly every branded drug or biologic product is
covered by multiple patents which a potential
competitor must assess (and perhaps challenge) on a
patent-by-patent, or even claim-by-claim, basis.
Given the thicket of patents often purporting to
protect a brand monopoly, a company usually cannot
launch a generic pharmaceutical or biosimilar
product simply because it obtains a ruling that a
single patent or patent claim is unpatentable or
invalid. Inter partes reviews allow companies to
present focused challenges to individual patents (or
claims) they believe were improperly granted, and
are often used along with Article III litigation.
More specifically, generic and biosimilar
companies (like all potential accused infringers)
benefit from the availability of both inter partes
review and district court litigation because there
may be strong defenses to certain patents which can
only be heard and resolved by a district court (e.g.,
non-infringement, § 112 invalidity, §§ 102 or 103
invalidity defenses not based on written prior art,
and equitable defenses). At the same time, strong
claims of unpatentability under §§ 102 or 103 based
11 Patent certainty and resulting projected market entry dates
are crucial to the pharmaceutical industry; companies use this
valuable information in earnings forecasts, and to make budget
allocations, manufacturing bandwidth preparations, and
pipeline development decisions.
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on written prior art are well-suited for the continued
examination provided by inter partes review, where
the PTAB’s technical expertise allows for efficient
reconsideration of the Agency’s patentability
decision. Eliminating inter partes review would force
pharmaceutical companies to forgo an efficient,
focused vehicle to challenge patentability with no
corresponding societal benefit—while stifling lowerpriced competition.
A. Inter Partes Reviews Help Promote
Generic and Biosimilar Competition by
Weeding
Out
Improperly
Granted
Patents.
Branded drug companies employ many strategies
to maximize their patent protection and extend the
commercial lifecycle for franchise products. For example, in a process known as “evergreening,” a company seeks to extend its market monopoly by obtaining patent coverage for even the most minor changes
to a known and patented product. C. Scott Hemphill
& Bhaven N. Sampat, Evergreening, Patent Challenges, and Effective Market Life in Pharmaceuticals,
31 J. HEALTH ECONOMICS 327, 327-28 (2012). Despite the questionable patentability of many of these
later-issued, later-expiring patents, they frequently
delay generic competition under the Hatch-Waxman
Act or the BPCIA.
Available statistics show that competitors typically target precisely such follow-on patents for inter
partes review. Nearly three-quarters of all inter
partes review petitions related to biologic products
challenge method-of-treatment (49%) or formulation
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(24%) patents, which are often considered less innovative than the underlying composition-of-matter patents. John Molenda & Richard Praseuth, Current
Trends in Biologics-Related Inter Partes Reviews,
Law360 (July 20, 2017).12 Formulation, dosing, and
indication patents also comprise the overwhelming
majority of small-molecule patents challenged in inter partes review. See IPD ANALYTICS, LLC, Updated
IPR Statistics In the Pharmaceutical Sector, 9 (Apr.
29, 2016).
Moreover, not only do generic drug and biosimilar
companies use inter partes review—many historically
branded companies have petitioned for review of patents owned by competitors. Just like their generic
and biosimilar counterparts, branded companies use
inter partes review to challenge patents of questionable patentability that may block new or competitive
products and impede the availability of life-saving
medicines. Inter partes reviews have become an important tool used by the pharmaceutical industry to
challenge patents which the PTO never should have
issued.
1. Inter Partes Review Allows Generics
To Challenge Patents That Could
Unlawfully Delay Competition Under
The Hatch-Waxman Act.
To obtain approval for a new drug, a branded
pharmaceutical company must submit a New Drug
12 https://www.law360.com/articles/942459/current-trends-inbiologics-related-inter-partes-reviews
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Application (“NDA”) to the Food and Drug
Administration (“FDA”) showing the safety and
efficacy of its proposed product. See 21 U.S.C.
§ 355(b)(1).
The NDA-holder must also submit
information to FDA concerning any patent it asserts
“claims the drug for which the applicant submitted
the application or which claims a method of using
such drug . . . .” 21 U.S.C. § 355(b)(1); see also 21
U.S.C. § 355(c)(2). After approving an NDA, FDA
publishes the related patent information in the
Approved
Drug
Products
with
Therapeutic
Equivalence Evaluations (the “Orange Book”). See
21 C.F.R. § 314.53(e). When listing these patents,
FDA operates in a purely ministerial role, making no
determination as to the scope or validity of the
patent, but instead, relying wholly on the NDA
holder to accurately provide patent information.
Apotex Inc. v. Thompson, 347 F.3d 1335, 1347 (Fed.
Cir. 2003) (noting that 21 C.F.R. § 314.53(f) “codifies
FDA’s position that its duties with respect to Orange
Book listings are purely ministerial.”).
Under the Hatch-Waxman Act, to obtain FDA
approval to market a generic version of a brandname drug product, an applicant must file an
Abbreviated New Drug Application (ANDA). The
ANDA must contain a “certification” to any patent
information listed in FDA’s Orange Book. See 21
U.S.C. § 355(j)(2)(A)(vii). The Hatch-Waxman Act
provides four certification options, including the
“paragraph IV certification” which indicates the
ANDA-filer seeks immediate approval and asserts
the subject patent is invalid, not enforceable, and/or
will not be infringed by the proposed generic drug
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product or its approved use.
21 U.S.C.
§ 355(j)(2)(A)(vii)(IV). Thus, an ANDA applicant
seeking FDA approval before an Orange-Book listed
patent expires generally must submit a paragraph
IV certification. Submitting an ANDA containing a
paragraph IV certification constitutes a technical act
of infringement, and grants the district courts
subject matter jurisdiction over a resulting patent
infringement suit. See 35 U.S.C. § 271(e)(2)(A).
Branded pharmaceutical companies almost always sue for patent infringement under the HatchWaxman Act in response to a paragraph IV ANDA
filing. 21 U.S.C. § 355. If the brand files suit within
the statutory window, FDA may not grant final approval to the applicant’s ANDA for 30 months unless
the district court holds the patent invalid or not infringed before that stay expires. See FTC v. Actavis,
Inc., 133 S. Ct. 2223, 2228 (2013); 21 U.S.C.
§ 355(j)(5)(B)(iii)(I).
Since FDA does not review the merits of the patent information the brands provide, the statutory
mechanisms unique to the Hatch-Waxman Act allow
brand pharmaceutical companies to automatically
block generic competition for up to 30 months by
merely listing a patent in the Orange Book and then
suing over a paragraph IV certification, regardless
of the strength or scope of the listed patent.
Brand companies have every incentive to maximize
the benefits of the automatic 30 month stay by delaying the district court litigation and suing in slower
jurisdictions. The generic competitors have correspondingly strong interests in resolving patent issues
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as quickly as possible. Inter partes review provides
precisely such a means to challenge the patentability
of Orange Book patents comparatively quickly and
efficiently, either before or during Hatch-Waxman
litigation.
Importantly, generic companies can also use inter
partes review to challenge patents purportedly covering a branded product which cannot be listed in the
Orange Book, including patents claiming methods of
manufacture, product packaging, or process intermediates. Inter partes review provides a narrowlyfocused mechanism to efficiently address the patentability of such patents which are outside the scope of
the Hatch-Waxman framework and cannot be litigated until after the FDA approves the generic product.
2. Inter Partes Review Also Allows
Biosimilar Applicants To Clear The
Patent Thicket.
Similar to the Hatch-Waxman Act, the BPCIA
provides an abbreviated pathway for FDA approval
of biosimilar products referencing licensed biologics.
42 U.S.C. § 262(k). The BPCIA “also provides procedures for resolving patent disputes between biosimilar manufacturers (applicants) and manufacturers of
reference products (sponsors).”
Sandoz Inc. v.
Amgen Inc., 137 S. Ct. 1664, 1666 (2017). Under the
BPCIA, submitting a biosimilar application is an act
of “artificial infringement,” which allows the reference product sponsor and biosimilar applicant to liti-
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gate patent disputes. Sandoz, 137 S. Ct. at 1666
(citing 35 U.S.C. § 271(e)(2)(C)(i), (ii)).
Biologics are complex products that may be protected by hundreds of patents covering at least the
“biologic, its therapeutic uses, and the processes used
to manufacture it.” Sandoz, 137 S. Ct. at 1670. A
biosimilar applicant on average spends “7 to 8 years
to develop a biosimilar, at a cost of between $100 million and $250 million.” Erwin A. Blackstone, Joseph
P. Fuhr, Jr., The Economics of Biosimilars, 6 AM.
HEALTH DRUG BENEFITS 469, 471 (2013) (compared to
the average cost of $1 million to $4 million to develop
a small molecule generic).
Moreover, unlike small molecule drugs regulated
under the Hatch-Waxman Act, there is no corresponding Orange Book listing for biologics, making it
harder for a biosimilar applicant to identify patents
the reference product sponsor believes cover its
product. Indeed, under the BPCIA, a biosimilar applicant may not actually know which patents the reference product sponsor believes it can assert until
years after the applicant’s initial investment, when
the parties exchange information to negotiate which
patents to litigate and when. See generally Sandoz,
137 S. Ct. at 1671-72. Inter partes review can alleviate this delay. Unlike district court challenges, an
inter partes review petitioner need not have Article
III standing, which enables petitioners to challenge
blocking patents well before they could otherwise do
so in district courts. Inter partes reviews provide a
valuable mechanism for biosimilar companies to
make early challenges to key patents and obtain le-
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gal certainty earlier in the development process to
help guide their investment decisions.
B. Mylan’s Inter Partes Review Petitions
Have Resulted in the PTO Canceling
Improperly Issued Patents, and Potential
Earlier Entry of Lower Cost Generic and
Biosimilar Products.
To expedite public access to more affordable
generic and biosimilar medicines, generic drug
companies challenge many patents purportedly
protecting branded drugs and biologics from
competition. Mylan has effectively used inter partes
review, often in conjunction with district court
litigation, to challenge weak blocking patents. In
many cases, Mylan has identified relevant and
invalidating prior art never previously before the
patent examiner.
Mylan participates in more inter partes reviews
than any of its pharmaceutical competitors. Among
the 25 largest biopharmaceutical companies
(calculated by 2016 Rx Sales),13 Mylan has filed 88
petitions for inter partes review, as compared to 50
petitions by the next closest company. Mylan has
used inter partes review as a critical tool in its
development strategy and mission to provide more
affordable medicines, challenging patents covering
37 different drug products.
Mylan continually
13 See Michael Christel, Pharm Exec’s Top 50 Companies 2017,
37 PHARMACEUTICAL EXECUTIVE (June 28, 2017), http:
//www.pharmexec.com/pharm-execs-top-50-companies-2017.
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analyzes additional drug products and biologics for
potential future inter partes review challenges.
When assessing which patents to challenge via
inter partes review, Mylan selectively targets
improperly granted, overbroad patents where
cancellation could allow earlier market entry of lowcost generic drugs and biosimilar products. As just
one example, Mylan and other petitioners recently
prevailed before the PTAB in IPR2016-00297, in
which the PTAB ruled unpatentable an Orange Book
patent covering APRISO® (mesalamine) Capsules
which expires 12 years after any other listed
APRISO® patent. See GeneriCo, LLC v. Dr. Falk
Pharma GmbH, IPR2016-00297 (P.T.A.B. May 19,
2017) (holding challenged claims of U.S. Patent No.
8,863,688 unpatentable, which expires May 1,
2030).14 Exercising its right to Article III review, the
patent owner appealed the PTAB’s decision to the
Federal Circuit.
Dr. Falk Pharma GmbH v.
GeneriCo, LLC, No. 17-2312 (Fed. Cir.). If the
Federal Circuit upholds the PTAB decision, Mylan’s
petition will have erased 12 years of improperly
granted patent protection for a drug with almost
$150 million in annual revenues, ultimately saving
consumers hundreds of millions of dollars. VALEANT

14 Mylan also recently won a non-infringement verdict in the
parallel district court litigation. Salix Pharm., Inc. v. Mylan
Pharm. Inc., No. 15-cv-00109-IMK (N.D.W. Va.), D.I. 256 –
Sept. 12, 2017 Judgment (the parties stipulated to dismiss
claims regarding ‘688 patent invalidity after the PTAB’s
unpatentability decision, before the court tried validity).
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PHARMS. INT’L, INC., 4Q and FY 2016 Financial
Results at 27 (Feb. 28, 2017).15
The strength of arguments included in an inter
partes review petition can also provide useful
settlement leverage leading to a negotiated market
entry date for a generic or biosimilar product earlier
than would otherwise have been possible. This procompetitive benefit of inter partes review was not
available prior to the AIA because inter partes and ex
parte reexaminations could not be terminated by
settlement. See, e.g., David Holt & Karl Renner,
Settlement Doesn’t Guarantee End of Post-Grant
Proceeding, Law360 (Feb. 14, 2014)16 (noting that
settlement was not an option before because pre-AIA
reexaminations were often continued by the
reviewer, even after the third-party requester had
dropped out of the proceeding).
Several other Mylan inter partes review
challenges have resulted in favorable settlements
allowing Mylan to cumulatively shave decades off
patent life with corresponding benefit to consumers.
Such results appear to be consistent across the
industry; nearly 22% (44/204) of all inter partes
review petitions filed by generic drug companies
have resulted in settlement, presumably granting an
earlier-than-patent-expiry market entry date. See
Stephen B. Maebius & Wenhua Yu, Key Trends in
http://ir.valeant.com/~/media/Files/V/Valeant-IR/reports-andpresentations/q4-fy2016-vrx-02282017-v1.pdf
16 https://www.law360.com/ip/articles/507081/settlement-does
n-t-guarantee-end-of-post-grant-proceeding
15
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Pharmaceutical IPRs Filed by Generic Petitioners,
PTAB Trial Insights (May 15, 2017).17
In sum, inter partes review provides a valuable
administrative mechanism for the PTO to reconsider
its patentability decisions. These proceedings are
consistent with the underlying goals of the HatchWaxman Act and the BPCIA by leading to the cancellation of improperly granted patents that unlawfully delay lower-priced generic and biosimilar
competition. Eliminating inter partes review would
have significant anti-competitive effects in the
pharmaceutical industry.
CONCLUSION
Inter partes review, like other post-issuance
proceedings, operates as continued examination
under the PTO’s broad responsibility to assess
patentability and issue lawful patents. Decades of
precedent affirm the PTO’s authority to review and
correct its own mistakes. Inter partes review plays a
particularly important role in the pharmaceutical
industry, where dubious patents can automatically
delay full and fair competition, thereby blocking
public access to lower-priced generic and biosimilar
medications. Inter partes review is a constitutional
and efficient administrative means to promote
genuine innovation.

17 https://www.ptabtrialinsights.com/2017/05/keytrends-inpharmaceutical-iprs-filed-by-generic-petitioners
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The Initiative for Medicines, Access &
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health experts interested in increasing access to
affordable medicines by restoring integrity to the
patent system. I-MAK is committed to challenging,
repairing and ultimately redesigning the patent
system to ensure that consumers worldwide can
obtain the lifesaving medications that they need.
I-MAK helps patients, consumers, governments, and
patent offices create systems that support a
competitive market where the needs of patients and
payers are equally represented.
To advance the public interest by reducing
drug costs and increasing access to affordable,
lifesaving medicines, I-MAK files petitions for Inter
Partes Review of unmerited patents stifling
competition to life-saving pharmaceuticals.
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SUMMARY OF ARGUMENT
In 2011, Congress passed the Leahy-Smith
America Invents Act (“AIA”) to curb the spread of
unmerited patents, stop abusive litigation, and
ensure a fair playing field for patent applicants.
Leahy-Smith America Invents Act, Pub. L. No. 11220, 125 Stat. 284, 35 U.S.C. § 1 et seq. (2011). In the
face of industry overreliance on patenting, the AIA
took a major step towards restoring the integrity and
strength of the U.S. patent system. Specifically, the
legislation created an administrative framework
known as inter partes review (“IPR”) to ensure that
patent monopolies are restricted to their legitimate
scope. Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct.
2131, 2144 (2016).
As a “specialized agency proceeding,” IPR
enables the United States Patent and Trademark
Office (“PTO”), through the Patent Trial and Appeals
Board (“PTAB”), to reevaluate its initial patentability
decision and cancel unpatentable claims. Id. at 214344; see 35 U.S.C. § 316(c). Third-parties may request
this procedure, and each case is heard by a panel of
three judges who are experts in the patent field. This
administrative
framework
promotes
public
participation and transparency in the U.S. patent
system, and the PTAB has established itself as an
effective and efficient arbitrator.
This brief articulates the policy rationales in
favor of administrative review. In particular, IPR is
crucial for the elimination of unmerited patents,
which enable certain corporations to unfairly overmonopolize the pharmaceutical market. To increase
profits, pharmaceutical companies routinely seek
secondary patents that extend their drug’s
2

exclusivity period. A substantial portion of these
patents are based on well-known scientific principles
that have been in the public domain for decades. As
such, many secondary patents are unmerited and do
not satisfy the pertinent legal requirements. Instead,
these patents seek to stifle competition from other
drug manufacturers without providing further
scientific advancements to the pharmaceutical field
and the public. Extended exclusivity periods create
prolonged monopolies which, in turn, contribute to
rising drug costs.
The PTAB, however, represents one of the
patent system’s most fundamental checks and
balances. As an administrative body, the PTAB
promotes the timely and efficient resolution of patent
challenges without the delays and costs associated
with litigation. The expedient review afforded by the
PTAB through IPR is crucial to reduce the high cost
of pharmaceutical drugs. IPR, therefore, is an
important and necessary tool in the fight to lower
drug prices because it allows the timely removal of
unmerited patents, which promotes competition.
ARGUMENT
I.

Inter Partes Review is Essential for Lowering
Pharmaceutical Drug Costs.

Americans are facing a prescription affordability
crisis that can no longer be denied. One in five
households have reported not being able to fill a
prescription in the last year due to the high costs of
medicines. Kaiser Health Tracking Poll: Health Care
Priorities for 2017. (2017) The Henry J. Kaiser
Family Foundation,
https://www.kff.org/healthcosts/poll-finding/kaiser3

health-tracking-pollhealth-care-priorities-for-2017/.
Seventy per cent of American voters across the
political spectrum identified prescription drug
pricing as a critical problem The public’s views of tax
reform and other domestic issues. (September 2017),
Politico /Harvard T.H. Chan School of Public Health,
http://www.politico.com/f/?id=0000015e-a4d7-d873adfe-bdd740140000
It is no wonder there are such concerns from
the public as the cost index for branded drug prices
has nearly tripled from 2008 to 2016.

What is the recent and forecasted trends in
prescription drug spending? Peterson-Kaiser Health

System Tracker. (22 May 2017),
https://www.healthsystemtracker.org/chartcollection/
recent-forecasted-trends-prescriptiondrug-spending.
The total annual prescription drug spending is
poised to double by 2025. See R Kamal and C Cox,

2016-2025 Projections of National Health
Expenditures. Centers for Medicare and Medicaid

Services, Office of the Actuary. (15 Feb 2017)
Faced with this stark reality, Americans are
uniting against pharmaceutical monopolies, with
over 80% of Democrat and Republican voters calling
for decreased drug prices. I-MAK, Policy Brief: How
the Supreme Court Patent Case Could Raise Drug
Prices 1, available at http://www.i-mak.org/scotuspolicy-brief/ [hereinafter I-MAK Policy Brief]; see

also Americans’ Top Priorities for Congress Through
the End of the Year, Politico (Sept. 2017),

https://www.politico.com/f/?id=0000015e-7bce-d079a3fe-7bce31540000. While the battle for lower cost
drugs is being waged on multiple fronts, its
applicability to the IPR debate cannot be ignored.
IPR is essential to the fight for reduced drug prices
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because it ensures timely and efficient removal of
unmerited patents that prolong pharmaceutical
monopolies and, consequently, substantially reduce
competition from other drug manufacturers. This
section explains (A) how unmerited patents
contribute to increased drug prices and (B) the IPR’s
role in helping to reduce pharmaceutical costs.
A.

Unmerited Patents Contribute to High
Drug Costs.

To understand the PTAB’s role in reducing
drug prices, it is essential to comprehend how
patents contribute to high pharmaceutical drug
costs. Through comprehensive research and analysis,
I-MAK discovered that unmerited patents are a root
cause of high drug prices. See I-MAK Policy Brief,
supra, at 1. In particular, I-MAK found that a key
reason drug prices are so unaffordable is that
pharmaceutical companies over-patent lifesaving
drugs without new inventions that justify the
exclusivity they are granted. Id. For many
corporations, over-patenting tactics are simply a way
to prolong their monopolies by preventing, for
example, , lower-cost generic equivalents from
entering the marketplace.
1.

Pharmaceutical Companies Spend
More on Share Buybacks and
Lobbying Than on Research and
Development.

U.S. pharmaceutical invention and ingenuity
has drastically declined in recent years. During the
past decade, the country’s biggest pharmaceutical
companies have spent more on share buybacks and
5

lobbyists than they have on new research and
development. Id. at 2. According to a recent study by
the Institute for New Economic Thinking, between
2006 and 2015, the 18 drug corporations in Standard
& Poor’s 500 index spent more than $516 billion on
buybacks and dividends, compared to $465 billion on
research and development. See William Lazonick et
al., U.S. Pharma’s Financialized Business Model
(July
13,
2017),
available
at
https://www.ineteconomics.org/research/researchpapers/us-pharmas-financialized-business-model.
Biogen Idec, for example, spent $14.6 billion on stock
buybacks, compared to $13.8 billion on research and
development. Id.; I-MAK Policy Brief, supra, at 2.
Similarly, Gilead spent $27 billion on buybacks,
compared with $17 billion on research and
development. See I-MAK Policy Brief, supra, at 2.
Meanwhile, pharmaceutical and health
lobbying spending continues to increase. In the first
quarter of 2017, spending in these areas reached $78
million. Eric Lipton & Katie Thomas, Drug
Lobbyists’ Battle Cry Over Prices: Blame the Others,
N.Y.
Times
(May
29,
2017),
https://www.nytimes.com/2017/05/29/health/druglobbyists-battle-cry-over-prices-blame-theothers.html. The Pharmaceutical Researchers and
Manufacturers of America, the industry’s largest
advocate, and the Biotechnology Innovation
Organization spent more money lobbying Congress
and the Trump administration in the first six months
of 2017 than they have in that period since 1999.

Pharmaceuticals/Health Products Industry Profile:
Summary,
2017,
Open
Secrets,

https://www.opensecrets.org/lobby/indusclient.php?id
=H04&year=2017 (last updated Oct. 21, 2017). These
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trends create a vicious cycle in which companies
allow the pipeline of novel and non-obvious products
to take a backseat due, in part, to Wall Street
investors’ and shareholders’ expectations of everhigher returns. Pharmaceutical companies thus
spend more money lobbying against measures that
would rein in drug prices. I-MAK Policy Brief, supra,
at 2.
Accordingly, the pursuit of patent exclusivity
is no longer fueled by science and technology that
pushes the boundaries of existing knowledge.
Instead,
pharmaceutical
companies
have
transformed the patent system into a tool for
immediate profits that offers maximum returns with
the least amount of effort.
2.

Unmerited Secondary Patents Stifle
Competition and Increase Drug
Costs.

The pharmaceutical industry’s profit scheme is
particularly evident in the proliferation of secondary
patents. Whereas patents on active pharmaceutical
ingredients are referred to as primary patents,
secondary patents are filed on other aspects of the
active ingredients, such as prodrugs, dosages,
polymorphs, formulations, and production methods.
Secondary patents often do not represent new
scientific developments, but instead are used by
pharmaceutical originator companies to extend
patent protections on drugs in length and breadth.
Given that every additional new patent grants 20
more years of exclusivity, corporations frequently
and continuously file applications for secondary
patents on the same drugs, opening the door to an
effectively unlimited timeframe of exclusivity.
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Unmerited secondary patents, therefore, allow
pharmaceutical companies to artificially inflate the
value of a “new” version of the same product instead
of investing in true innovation and encouraging
competition.
Significant increases in rates of secondary
patenting have been documented in the United
States following the introduction of the HatchWaxman Act in 1984. The Hatch-Waxman Act
created new measures for generic drug entry,
including provisions for challenging patents that
block generic entry into the market. A study by
Hemphill and Sampat found that the number of
patents granted on medicines approved between
2000 and 2002 “roughly doubled” when compared
with medicines approved between 1985 and 1987. C.
Scott Hemphill & Bhaven Sampat, Drug Patents at
the Supreme Court, 339 Science 1386-87 (Mar. 22,
2013). A separate review of patents granted in the
United States on new medicines registered by the
Food and Drug Administration (“FDA”) between
1988 and 2005 revealed that companies more
consistently and aggressively pursue secondary
patents on their best-selling products. Amy
Kapczynski et al., Polymorphs and Prodrugs and

Salts (Oh My!): An Empirical Analysis of “Secondary”
Pharmaceutical Patents, PLOS One (Dec. 5, 2012),
available
at
http://journals.plos.org/plosone/article?id=10.1371/jou
rnal.pone.0049470. This suggests that secondary
patents “reflect deliberate attempts by branded firms
to lengthen their monopoly for more lucrative drugs.”

Id.
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A forthcoming study by Robin C. Feldman and
Connie Wang confirm these conclusions. Feldman
and Wang analyzed patents for all drugs approved
for sale in the United States between 2005 and 2015.
The researchers found that pharmaceutical
companies would rather recycle and repurpose old
medicines than develop new, innovative drugs. Robin
C. Feldman & Connie Wang, May Your Drug Price
Be
Ever
Green
(forthcoming
2017),
https://papers.ssrn.com/sol3/cf_dev/AbsByAuth.cfm?p
er_id=179362. For each year studied, at least 74% of
the drugs associated with new patents in the FDA’s
records were not new drugs, but instead were minor
tweaks on existing medications. Id. This finding was
particularly pronounced among blockbuster drugs.
Id. Of the approximately 100 best-selling drugs,
almost 80% had their protections extended at least
once through secondary patenting or other FDA
exclusivities, and 50% had two or more such
extensions. Id. Looking at the data as a whole,
almost 80% of companies that sought exclusivity
protections – such as patents – obtained more than
one, and 47% of companies had four or more
protections. Id. This problem has grown over time,
with the number of drugs subject to a patent or
exclusivity provision doubling during the timeframe
studied. Id. Thus, secondary patenting is an
undeniable reality that is increasing in scope.
Indeed, secondary patenting is so prevalent
that it has become a crucial component of
pharmaceutical marketing and advertising. As
discussed, the pharmaceutical industry invests more
money on lobbying and marketing its current
products than it does in research and development of
new medicines. I-MAK Policy Brief, supra, at 2. By
9

obtaining secondary patents as part of the marketing
and advertising strategy, drug companies enable
“product switching” or “product hopping,” whereby
prior to patent expiry, the pharmaceutical company
withdraws the original marketed product and forces
consumers to switch to a new version based on
nothing more than minor tweaks to the old version.
Moreover, some pharmaceutical companies
have begun engaging in legal gymnastics to block
competition and keep prolonged monopolies on
medicines. Most recently, Allergan assigned six
patents on its top-selling drug, Restasis, to the Saint
Regis Mohawk Tribe of upstate New York. John
Conley, Allergan Assigns Patents to Native
American Tribe to Avoid Validity Challenge,
Genomics
L.
Rpt.
(Oct.
11,
2017),
https://www.genomicslawreport.com/index.php/2017/
10/11/allergan-assigns-patents-to-native-americantribe-to-avoid-validity-challenge/. The sole purpose of
this transfer was to take advantage of the tribe’s
claim to sovereign immunity, under which the tribe
is immune from suit unless it consents or Congress
abrogates its immunity. Id. By undertaking this
action, Allergan hopes that generic competitors will
be prevented from challenging the validity of the
patents through IPR. Id.
To defend its actions, Allergan argues that the
transfers protect the company against “double
jeopardy” in patent disputes. Sy Mukherjee, Botox

Maker Allergan’s CEO Defends Selling Drug Patents
to Native American Tribe to Thwart Rivals, Fortune
(Sept.
9,
2017),
http://fortune.com/2017/09/09/allergan-drug-patentsnative-american/. Specifically, Allergan claims that it
10

can be sued for the same claim in both the district
court and the PTAB. Id. This “double jeopardy”
claim, however, is legally false. A party that files for
IPR before the PTAB cannot file a lawsuit on the
same grounds in court. That said, IPR is not meant
to cover all possible patent claims, and it is possible
that parallel litigation will proceed in court. This
parallel litigation, however, does not encompass the
same validity issues decided by the PTAB. Thus,
Allergan’s transfers preclude competition in a
manner identical to – and, potentially, worse than –
secondary patents.
Limitations on secondary patents and other
exclusivity measures would deter such conduct by
pharmaceutical companies. FTC Files Amicus Brief

Explaining that Pharmaceutical “Product Hopping”
can be the Basis for an Antitrust Lawsuit, Fed.
Trade
Comm’n
(Nov.
27,
2012),
https://www.ftc.gov/news-events/pressreleases/2015/10/ftc-files-amicus-brief-explainingpharmaceutical-product-hopping.
In
particular,
pharmaceutical manufacturers would be less likely
to spend significant amounts of money on advertising
and marketing a new version of the product, which
offers little or no added benefit to consumers. As a
result, taxpayers and consumers would save
significant resources.
Given this reality, it is unsurprising that
secondary patents are hotly contested. While the
pharmaceutical industry claims these patents are
necessary for “incremental” innovation, evidence is
increasingly showing that these patents, when
challenged, are found invalid. In a 2013 review,
Hemphill & Sampat collected information on
11

completed litigation on all drugs that first became
eligible for challenges between 2000 and 2008. The
litigation covered 277 patents and 147 drugs. Of the
cases litigated to completion, branded companies
were found to usually lose when asserting secondary
patents (winning only 32% of cases). In other words,
a generic company won 68% of completed litigation
on secondary patents. See C. Scott Hemphill &
Bhaven Sampat, Drug Patents at the Supreme
Court, 339 Science 1386-87 (Mar. 22, 2013).
I-MAK’s
research
confirms
that
pharmaceutical patents do not always meet the
pertinent legal requirements. Drugs that are
erroneously patented may be developed using
previously published information, routine methods,
and commonly practiced scientific techniques. The
realities of the PTO’s operations make erroneous
patents inevitable. With approximately 9,000
examiners, the PTO reviews more than 500,000
patent applications each year – up from just 100,000
a couple of decades ago. Dennis Crouch, USPTO’s
Swelling Examiner Rolls, Patently-O (Nov. 30, 2014),
https://patentlyo.com/patent/2014/11/usptos-swellingexaminer.html. Each week, the PTO grants
approximately 6,000 new patents. See U.S. Patent &
Trademark Office, U.S. Patent Statistics Chart
Calendar
Years
1963-2015,
https://www.uspto.gov/web/offices/ac/ido/oeip/taf/us_s
tat.htm (last updated Oct. 27, 2017). While a number
of these patents are likely warranted, unmerited
patents are a reality of our system and require
efficient correction.
This phenomenon arises because the initial
patent examination process is not inter partes, but
12

rather ex parte, with only the patent applicant
present before the Patent Office. Third parties are in
fact barred from communicating with the Patent
Office regarding pending applications, which is
contrary to much of the world that provides for preissuance oppositions to pending patent applications.
Thus, the patent application process in the United
States naturally, and unsurprisingly, results in
issuance of many patents that do not stand up under
inter partes scrutiny. This result has been defended
in the literature as, Rational Ignorance at the Patent
Office. Mark A. Lemley, 95 Northwestern U. L. Rev.
4 (2001).
When improper patents are granted, the cost
of pharmaceuticals undoubtedly increases. With even
just one unmerited patent, drug corporations have
free license to monopolize the market and charge
astronomical prices. Excessive costs prevent
consumers from receiving necessary care and places
a higher burden on taxpayers. A Harvard study
found that government insurance programs could
have saved $1 billion from 2000 to 2004 if the PTO
had not issued inappropriate patent extensions for
three drugs. Aaron S. Kesselheim et al., Extensions

of Intellectual Property Rights and Delayed Adoption
of Gneeric Drugs: Effects on Medicaid Spending, 25
Health Affairs 1637 (Nov. 2006). Further, the
European Competition Commission noted that the
pharmaceutical industry’s tactics to delay generic
drug versions from immediate entry cost the
European Union’s healthcare system 3 billion Euros.
See
European
Competition
Commission,
Pharmaceutical Sector Inquiry, July 2009,
http://ec.europa.eu/competition/sectors/pharmaceutic
als/inquiry/ .
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Two examples based on I-MAK’s research are
illustrative of these findings. First, Gilead Sciences
has pursued unmerited patents for Sovaldi®, its
principal hepatitis C drug. In the past 3.5 years,
Gilead Sciences made more than $35 billion in the
U.S. alone on their portfolio of Sovaldi®-based
hepatitis C drugs. I-MAK Policy Brief, supra, at 3.
While 3.5 million people have Hepatitis C in the
United States, 85% of diagnosed individuals did not
receive treatment in 2016 and similar is expected for
2017. See Hepatitis C Kills More Americans than
Any Other Infectious disease, CDC (May 4, 2016),
https://www.cdc.gov/media/releases/2016/p0504-hepcmortality.html. This lack of treatment is largely the
result of high drug costs, which result in insurance
companies either denying treatment or rationing
treatment to the sickest patients. See Senate
Finance Committee Report, The Price of Sovaldi and

its Impact on the U.S. Health Care System,
December
2015,
https://www.finance.senate.gov/ranking-membersnews/wyden-grassley-sovaldi-investigation-findsrevenue-driven-pricing-strategy-behind-84-000hepatitis-drug

A recent study found Sovaldi® could be
manufactured at $101 per treatment, but Gilead
Sciences priced the drug at $1,000 per pill or
$84,000 for the three-month treatment regimen at
the drug’s launch. Andrew Hill et al., Rapid

Reductions in Prices for Generic Sofosbuvir and
Daclatasvir to Treat Hepatitis C, 2 J. Virus
Eradication 28-31 (Jan. 1, 2016); Margot SangerKatz, Why the Price of Solvadi is a Shock to the
System,
N.Y.
Times
(Aug.
6,
2014),
https://www.nytimes.com/2014/08/07/upshot/why14

the-price-of-sovaldi-is-a-shock-to-the-system.html.
Unmerited secondary patents will allow Gilead
Sciences to continue its monopolization of the market
through 2034 even though the science underlying the
drug has been in the public domain for decades.
Thus, drug pricing is necessarily tied to the patent
system and has profound effects on patients’ lives.
Second, Abbott Laboratories’ (“Abbott”) HIV
treatment, Kaletra®, is a staggering example of how
pharmaceutical corporations spin a never-ending
web of secondary patents. Between 1989 and 2012,
Abbott filed at least 108 patent applications in the
United States for Kaletra®. I-MAK Policy Brief,
supra, at 5. The majority of these applications do not
meet the novel and non-obvious legal requirements
under patent law. Id. Approximately six of these
patents are for the drug’s heat-stable formulation
technique, which has been well known for decades.
Id. An additional eight patents are for trivial tweaks
to the formulation technique. Id. Together, Abbott’s
Kaletra® patents could delay generic competition
until at least 2028 – 12 years after the drug’s base
compound patents expire and 39 years after the first
patents were filed. Id. In this manner,
pharmaceutical companies can create a thicket of
secondary patents around the original compound
patent to deter or delay generic competition. This
tactic partially drives “pay for delay settlements,”
where branded companies halt competition by paying
generic manufacturers to stay off the market.
Accordingly, secondary patents create market
monopolies that promote increased profits over
reduced consumer costs. Drug prices are undeniably
affected.
15

In a recent study, I-MAK modeled the
financial impact of unmerited patents or pay-fordelay settlements blocking the entry of generic
products into the market over time. One of the case
studies in the paper reviewed the patent landscape
for the drug Revlimid®, as sold by Celgene. The
study identified that Celgene had over a period of
time amassed a total of 76 granted patents and
patent applications on the product. This patent
estate on Revlimid® is set to run until 2036,
providing Celgene with a potential monopoly of 40
years. Reviews of the patents on the grounds of
novelty or obviousness showed that these patents are
likely unmerited but are being used to delay generic
competitors from entering the market. See I-MAK,

America’s Overspend, How the Pharmaceutical
Patent Problem is Fueling High Drug prices, October
2017, http://www.i-mak.org/resources/.
B.

Inter Partes Review is Critical to
Lowering Drug Costs.

An effective weapon against the proliferation
of unmerited secondary patents is the PTAB. While
the PTO (through an individual examiner who is
often not an attorney) makes the initial
determination to award a patent, the PTAB (through
a panel of three administrative judges who are each
extremely experienced patent attorneys) operates as
a check on the U.S. patent system. Specifically, the
PTAB reevaluates challenged patents to ensure the
patentability decision conforms to applicable law.
Since its creation, the PTAB has reviewed more than
4,500 cases (less than 2% of the number of patents
issued every year), and has laid a solid foundation for
addressing major national challenges ranging from
16

high drug prices enabled by unmerited patents to
frivolous attempts at monopolizing information
shared over email and through podcasts. See Jeffrey
Ware et al., Litigation Alert: Supreme Court Leaves

Intact PTAB Authority to Institute and Regulate
Inter Partes Review Proceedings, Fenwick & West

(June
23,
2016),
https://www.fenwick.com/publications/pages/supreme
-court-leaves-intact-ptab-authority-to-institute-andregulate-inter-partes-review-proceedings.aspx. IPR
review by the PTAB ensures expeditious and costefficient examination of challenged patents. Timely
reconsideration is crucial to the elimination of
unmerited patents, which, in turn, helps decrease
drug prices.
First, IPR review is more expedient than
litigation. Litigation is a time-consuming process
that often lasts several years. IPR proceedings, on
the other hand, are statutorily required to be
terminated within 18 months. 37 C.F.R. § 42.100(c).
This accelerated timeline suggests a higher
likelihood that courts will stay litigation pending the
IPR outcome. Further, any appeal must be made
directly to the U.S. Court of Appeals for the Federal
Circuit, which enables faster appellate resolution. If
patent challenges were restricted to judicial forums,
it could take years to eliminate unmerited patents
and would only be accessible by commercial entities
given that only potentially infringing parties have
legal standing in the courts. In the meantime, the
pharmaceutical company possessing an unwarranted
patent would still maintain a monopoly on the drug
and benefit from the patent’s protections. IPR,
therefore, enables unmerited patents to be
expeditiously revoked, which, in turn, allows
17

competitors to enter the marketplace and introduce
cheaper generic alternatives.
Additionally, IPR is conducted by a
knowledgeable panel of judges who are technical
experts and intimately familiar with patent concepts
and terminology. Judges of the PTAB are more
likely to comprehend the substantive and technical
details of the patent claims, and will be better suited
to understand complex technology and invalidity
arguments. See id. Article III judicial decision
makers, on the other hand, are unlikely to have the
engineering and science background necessary to
analyze patents, and may be uncomfortable
invalidating patents that they do not fully
understand. Id. Thus, IPR helps ensure patents are
evaluated based on their true validity and
compliance with applicable legal elements.
Finally, IPR is a cheaper form of dispute
resolution than litigation. Full-blown patent
litigation is accompanied by significant legal costs,
which are not present with administrative review.
PTAB review reduces costs by permitting only
limited discovery and establishing a shortened
timeframe for a conclusive decision. See id. The cost
effectiveness of IPR ensures that all challengers have
access to this forum and will not be deterred by cost
considerations. In turn, this enables generic
companies to more frequently challenge unmerited
patents, which may promote competition and lower
drug prices if those patents are deemed improper.
Accordingly, the PTAB is a fundamental check and
balance on the PTO’s decision to award a patent, and
has significant advantages over prolonged litigation.
18

Therefore, IPR is essential to lowering drug
costs through the timely elimination of unmerited
and unwarranted patents. The judicial process is ill
equipped to provide the most time efficient resolution
to complex technical questions of validity.
II.

Eliminating Inter Partes Review Would
Reverse Early Progress Towards Reduced
Drug Costs.

Given the benefits associated with IPR and its
ability to help curb rising drug prices, it is crucial
that the PTAB continue its review of challenged
patents. The PTAB’s potential to achieve more on
behalf of the American public is only beginning to be
realized. As a U.S. Government Accountability Office
report found, the Patent Office must continue to
improve the quality of the patents it is granting.

Patent Office Should Define Quality, Reassess
Incentives, and Improve Clarity (GAO-16-490), GAO

(Jun. 30, 2016), https://www.gao.gov/products/GAO16-490. At the same time, branded drugs – the vast
majority of which are protected by clusters of patents
– account for more than 70% of total drug spending
in the United States. Reuters, What’s to Blame for
High U.S. Drug Costs, NBC News (Aug. 23, 2016,
3:59PM),
https://www.nbcnews.com/health/healthnews/what-s-blame-high-u-s-drug-costs-n636696. A
recent Kaiser Family Health poll found that one in
five Americans have chosen not to fill a prescription
due to unaffordable prices. Id.; I-MAK Policy Brief,
supra, at 4; see also Chris Crawford, One in Three
Patients Not Filling Prescriptions, Study Finds,
AAFP
(Apr.
28,
2014,
9:19AM),
http://www.aafp.org/news/health-of-thepublic/20140428nonadherencestudy.html
(finding
19

that 1/3rd of
prescriptions).

patents

fail

to

fill

first-time

If
this
Court
holds
that
IPR
is
unconstitutional, it could prematurely cripple the
United States’ efforts to curb unmerited patents. 4.
Additionally, the Congressionally proposed “Stronger
Patents Act” will gut the patent challenge process at
the PTAB, effectively “undo[ing] much of the
progress that has been made,” as House Judiciary
Committee Chairman Bob Goodlatte (R-VA) noted at
a recent hearing. Ryan Davis, Patent System in
‘Crisis Mode,’ Ex-Fed. Circ. Chief Says, Law360 (July
13,
2017,
10:06
PM),
https://www.law360.com/ip/articles/944213. A similar
decision by this Court to strip the PTAB of its
authority would have a comparable effect.
This Court’s holding will not only implicate
fundamental questions of constitutional law, but will
also directly affect consumers’ ability to obtain
affordable, lifesaving drugs. A ruling in favor of
Petitioners means that the nascent advancements in
drug price reductions to date will be unable to
achieve their full potential. The United States would
lose a major tool for eliminating unmerited patents
that are a root driver of high drug costs, and which
ensures the integrity of the patent system.
Accordingly, the broader implications on the cost of
medicines and access favor a finding that IPR is
constitutional.
CONCLUSION
For these reasons, the judgment of the Court
of Appeals should be affirmed. A contrary holding by
this Court could significantly hamper the United
20

States’ ability to assess and remove unmerited
patents, and lower the price of lifesaving
pharmaceutical drugs.
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INTEREST OF AMICUS CURIAE1
Amicus Apple Inc. (Apple) is a Cupertino, California-based corporation established in 1977. Apple designs, manufactures, and markets mobile communication
and media devices, personal computers, and portable
digital music players, and it also sells related products
and services. Its well-known consumer products include
the iPhone, iPad, iPod, Mac, Apple Watch, and Apple
TV. Apple offers operating systems for those products
1
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brief.

(1)

2
as well as related services, such as iCloud (a cloud storage service that allows users to store media and access
them on different devices) and Apple Pay (a payment
service that allows users to make contactless payment in
stores using a mobile device).
Apple’s business relies on the innovative skills and
technical competence of its personnel. As a result, Apple
holds rights to patents relating to various aspects of its
products and services, and it regularly files patent applications in the United States, as well as around the world,
to protect the innovations that arise from its research,
development, and design. Apple has faced a significant
number of patent claims asserted against it and has likewise initiated infringement actions in United States
courts, the U.S. International Trade Commission, and
foreign jurisdictions.
Apple also has had extensive experience with the
U.S. Patent and Trademark Office (PTO), including
through initial patent prosecution as well as the various
forms of post-issuance proceedings that have existed
over the years since Apple’s founding. As described in
more detail infra, Apple has relevant experience with
the American Invents Act (AIA) and the post-issuance
proceedings it created, including inter partes review
(IPR). Indeed, through 2016, Apple had filed the most
IPR petitions of any petitioner, with its 267 petitions
comprising almost 5% of all petitions filed since 2012.
Pedram Sameni, Patlex Chart 25: Apple Remains Number One IPR Petitioner in 2016 Despite the Drop in Litigation, Patexia (Jan. 25, 2017), https://www.patexia.com/feed/weekly-chart-25-apple-remains-numberone-ipr-petitioner-in-2016-despite-the-drop-in-litigation-20170124. Many of those IPR petitions were related

3
to patent infringement litigation in which Apple was a
defendant and, in a number of those matters, expensive,
unpredictable, and lengthy patent infringement litigation in district court was averted by efficient adjudication of the patentability of the patent claims by the Patent Trial and Appeal Board (PTAB). As a company that
holds a substantial patent portfolio and often faces infringement suits, a sampling of Apple’s experience with
IPRs illustrates IPR’s salutary effects for the patent
system.
SUMMARY OF THE ARGUMENT
By establishing IPR in the AIA, Congress created
an administrative review mechanism within the patentissuing agency for determining whether a patent was
correctly issued in the first place. This choice allows the
PTO—specifically, the PTAB—to review the agency’s
own decisions under the standards employed in the initial review of the patent’s claims and, where appropriate, to correct those decisions, subject to thorough judicial review in the Federal Circuit. Indeed, Congress’s
decision to allow for what is effectively intra-agency appellate review of the initial patent examination is wholly
consistent with longstanding principles of administrative law, such as administrative exhaustion, which helps
“promote efficiency” by allowing agency proceedings to
serve as a “quick[] and economic[]” alternative to federal
court litigation. Woodford v. Ngo, 548 U.S. 81, 89 (2006).
In particular, where decisions from this Court make
clear that the PTO has been applying the wrong standard for patentability, the AIA allows the same agency to
correct such mistakes without the need for expensive,
resource-intensive, and time-consuming litigation. Doing so is both sensible and efficient.

4
Apple is a frequent litigant in patent disputes and
has extensive firsthand experience with the positive effects of Congress’s enactment of IPR (and analogous
other post-grant proceedings). For example, in several
cases, Apple has received a ruling on patentability from
the PTAB in an efficient and focused administrative review proceeding, reducing, or even eliminating the need
for litigation. The specific experiences with the PTAB
discussed infra are mere examples, and they represent
more generally how litigants are realizing the benefits
that Congress intended the AIA to bestow—saving
time, increasing predictability and transparency, and reducing litigation costs.
ARGUMENT
I.

IPR BENEFITS THE PATENT SYSTEM BECAUSE
THE
PTAB
CAN
REASSESS
PREVIOUS
DETERMINATIONS OF PATENTABILITY

The core benefit of IPR for the patent system is the
placement of authority for remedying certain errors in
the issuance of patents with the very agency that issued
the patent in the first place, the PTO. For instance, the
PTO can reassess patents where developments in the
law have made clear that the patent claims are unpatentable and should never have been issued in the first place.
Permitting the PTO to correct its own errors in light of
subsequent clarifications in the law allows for an efficient course-correction that improves the quality of individual patents and benefits the patent system generally.

5
A. Recognizing The Limitations Inherent In
The Patent Examination Process, Congress
Enacted The AIA To Allow The PTO To
Review Its Own Decisions
The PTO conducts initial patent examination ex
parte, and the decision whether to grant a patent generally is made by one or more of the PTO’s patent examiners. The rigor and quality of the initial decision to issue
a patent depends primarily on the applicant and examiner, since the role of third parties is tightly circumscribed: they may not participate as stakeholders or advocates in the review process, and their role is limited to
“submit[ting] for consideration and inclusion in the record of a patent application” pieces of prior art. 35 U.S.C.
122(e). As one example of the limitations inherent in this
process, relevant prior art that should render claims unpatentable may never come to the attention of the examiner. See, e.g., PTAB Bar Ass’n Amicus Br. 10-14. The
examiner may also make the initial patentability determination applying a legal standard deemed incorrect in
judicial decisions interpreting the bounds of patentability. Due to the absence of an adverse party, a decision
to grant a patent is initially made without the benefit of
a third-party viewpoint and without any administrative
appellate review or Article III review. The PTO has authority to reexamine the grant of a patent in ex parte
reexamination, but there as well the review of patentability is conducted ex parte and the third-party petitioner has no meaningful right to participate. 35 U.S.C.
301 et seq.
Through the AIA, Congress created a post-issuance, adversarial administrative review process that is a
natural corollary to the ex parte patent issuance process.

6
Recognizing the constraints inherent in the patent issuance process and the ex parte reexamination process,
Congress designed IPRs as a way for the PTO to review
and correct its own mistakes when the agency had issued
a patent erroneously. Seeing “a growing sense that
questionable patents [were] too easily obtained and
[were] too difficult to challenge,” Congress responded by
enacting “a more efficient and streamlined patent system that [would] improve patent quality and limit unnecessary and counterproductive litigation costs.” H.R.
Rep. No. 98, 112th Cong., 1st Sess. Pt. 1, at 39-40 (2011).
This Court has frequently recognized the benefits of a
process informed by participation of a motivated, opposing party in producing the best-informed determinations
of issues: “the adversarial process leads to better, more
accurate decisionmaking.” Kaley v. United States, 134
S. Ct. 1090, 1103 (2014). Indeed, “[t]he value of a judicial
proceeding * * * is substantially diluted where the process is ex parte” because the “fundamental instrument
for judicial judgment” is “an adversary proceeding in
which both parties may participate.” Carroll v. President & Comm’rs of Princess Anne, 393 U.S. 175, 183
(1968). IPR and its analogues, covered business method
patent review (CBM) and post-grant review (PGR), employ the benefits of adversity of interests in a tightly circumscribed proceeding to focus the PTO on any as-yetunconsidered issues, such as prior art of which the patent examiner was not aware or inconsistent positions
taken by a patent applicant.2 The PTO can then review
2

There are slight differences in which patents are eligible for
IPR, CBM, or PGR and in which grounds of patentability the PTAB
may review. Compare 35 U.S.C. 319 (IPR), 35 U.S.C. 321 (PGR),
and Leahy-Smith America Invents Act § 18(a), Pub. L. 112-29, 125

7
its own initial decision to issue a patent, employing the
same standards that governed the initial examination.
The AIA thus represents both (1) Congress’s
acknowledgement that many patents had been issued for
claims that were not patentable, including claims that
were revealed as unpatentable by later judicial clarifications, see pp. 7-9 infra, and (2) Congress’s determination
to address that problem through creation of an efficient
and reliable administrative appeal process by which the
PTO could review its decisions and, when necessary, correct them.3
B. By Enacting The AIA, Congress Allowed
The PTO To Address Critical Clarifications
In Patent Law Regarding The Patentability
Of Claims
The AIA expressly responded to several watershed
decisions of this Court that clarified the legal standards
for patentability. By creating mechanisms through
which the PTO can revisit patents for claims that, in
light of those clarifications of patentability standards,
should not have been approved, Congress sought “to improve patent quality and restore confidence” in the the
patent system. H.R. Rep. No. 98, 112th Cong., 1st Sess.

Stat. 284, 329-331 (CBM). All three types of review are conducted
by the PTAB according to substantively identical procedures. See
37 C.F.R. 42.1 et seq.
3

Notably, the Director of the PTO may initiate reexamination
“[o]n his own initiative, and any time.” 35 U.S.C. 303(a); 37 C.F.R.
1.520. This mechanism further reflects the importance of the PTO’s
ability to correct its mistakes in order to ensure public confidence in
the patent system.
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Pt. 1, at 48; id. at 39 (citing, among others, Bilski v. Kappos, 561 U.S. 593 (2010) (patentability of abstract ideas
under 35 U.S.C. 101) and KSR Int’l Co. v. Teleflex, Inc.,
550 U.S. 398 (2007) (obviousness under 35 U.S.C. 103)).
Enhancing patent quality by conforming patents to this
Court’s clarifications in the law is consistent with the
fundamental goal of the patent system: for Congress “to
promote the Progress of Science and useful Arts,” U.S.
Const. Art. I, § 8, which supersedes a patentee’s interest
in a specific patent mistakenly issued under an erroneous standard, Mercoid Corp. v. Mid-Continent Inv. Co.,
320 U.S. 661, 665 (1944); see Lear, Inc. v. Adkins, 395
U.S. 653, 670-671 (1969) (noting “the important public interest in permitting full and free competition in the use
of ideas which are in reality a part of the public domain”).
The establishment of IPRs allowed the PTO to implement quickly and efficiently important clarifications
in the law regarding obviousness and anticipation. If a
patent’s claims are obvious or anticipated, the claims are
invalid, and “the patent never should have issued in the
first place.” Microsoft Corp. v. i4i Ltd. P’ship, 564 U.S.
91, 96 (2011). “[T]he Court’s decisions have moved in the
direction of improving patent quality and making the determination of patent validity more efficient,” and the
PTAB helps carry out those goals. H.R. Rep. No. 98,
112th Cong., 1st Sess. Pt. 1, at 39. The Manual of Patent
Examining Procedure (MPEP) has been revised to incorporate decisions like KSR as relevant to patentability
determinations, confirming that the PTO has extended
the Court’s guidance to the initial patent examination.
E.g., PTO, Dep’t of Commerce, MPEP § 2141 (9th ed.
2015) (containing extensively revised examination
guidelines for obviousness “in view of” KSR).

9
Congress also reasonably determined that the
PTAB should help to implement this Court’s decisions
regarding patentable subject matter by canceling patents that, in light of these decisions, were unpatentable
for claiming abstract ideas.4 Subsequent decisions, such
as Alice Corp. v. CLS Bank International, 134 S. Ct.
2347 (2014), confirm that Congress was correct in seeing
a need to implement new processes by which the PTO
could address these significant developments by identifying patents that were wrongly issued under earlier, erroneous standards.
C. Precedent And Common Sense Support The
PTAB’s Robust Intra-Agency Review Of The
Initial Examination Decisions Made By PTO
Examiners In An Ex Parte Process
Core principles of administrative law support Congress’s decision to allow an agency to review the acts of
first-line agency decision-makers and, when necessary,
remedy their errors. For example, the requirement that
parties exhaust administrative remedies prior to seeking judicial review reflects this Court’s recognition of
the benefits of internal agency review. “[N]otions of administrative autonomy require that the agency be given
4

The remedial focus of the AIA is exemplified in Congress’s
tailored treatment of business-method patents. Congress recognized that the PTO had issued a “large number of business-method
patents, many or possibly all of which [were] no longer valid.” 157
Cong. Rec. 3412, 3420 (2011) (manager’s summary). The very concept of the transitional CBM program, which will sunset on September 16, 2020, is consistent with recognizing the primary role of the
PTO in applying this Court’s precedent in the first instance—as, for
example, in correcting what Bilski clarified to be erroneously issued
patents.
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a chance to discover and correct its own errors.” McKart
v. United States, 395 U.S. 185, 195 (1969). Indeed, the
Court has recognized that judicial review “may be hindered” if the agency is not permitted “to make a factual
record, or to exercise its discretion or apply its expertise.” Ibid. Put simply, “exhaustion promotes efficiency.” Woodford v. Ngo, 548 U.S. 81, 89 (2006).
Permitting the PTO to review for and correct its
own mistakes is all the more justified in light of the ex
parte nature of the original patent examination process.
Because there is no third-party participant opposing the
applicant in the proceeding, there is no opportunity to
seek immediate appellate review within the agency of
the examiner’s decision to issue a patent. Moreover,
once the patent is issued, an interested third party has
no right to seek judicial review of the examiner’s administrative determination: Under a long line of unbroken
Federal Circuit precedent generated through a variety
of creative attempts to establish jurisdiction, “a potential infringer cannot sue the PTO under the APA to attack the validity of an issued patent” because “[t]he comprehensive legislative scheme of the Patent Act precludes judicial review of the reasoning of PTO decisions
to issue patents after examination.” Pregis Corp. v.
Kappos, 700 F.3d 1348, 1357 (2012) (internal quotation
marks and alterations omitted).
Finally, allowing the PTO to revisit its prior decisions through a more targeted proceeding with adverse
participants makes eminent practical sense. Rather
than requiring potentially costly infringement litigation
in order to determine a patent’s validity, the IPR process puts the patent back in the hands of the PTO for a
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focused, time-limited second look, by a panel of administrative appellate judges, subject to Article III judicial
review. This arrangement is a reasoned and justified approach to the problems inherent in the ex parte patent
system that both this Court and Congress recognized.
D. The Structure And Process Congress
Designed For The PTAB In The AIA Make
Well-Informed And Correct Outcomes Likely
The wisdom of Congress’s choice to vest review of
patent examiners’ patentability determinations in a
panel of administrative PTAB judges is borne out by the
process’s tendency to produce well-reasoned and correct
decisions. This tendency is confirmed by the fact that
roughly 75% of PTAB rulings were affirmed by the Federal Circuit outright, with no remand whatsoever as of
September 1, 2017. Elliot C. Cook et al., Federal Circuit
PTAB Appeal Statistics, AIA Blog (Sept. 22, 2017) (Statistics), https://www.finnegan.com/en/insights/blogs/am
erica-invents-act/federal-circuit-ptab-appeal-statisticsaugust-1-2017-copy.html.
PTAB judges, like their counterparts in administrative judicial positions in other agencies, must be qualified and specialized, and the process over which they
preside is robust and designed to produce quality results
in which the patent system can be confident. PTAB
judges must have as “basic qualifications” “[m]any years
of experience in the practice of patent law” and
“[d]egree(s)/work experience in science or engineering,”
and the agency prefers that they have experience with
“electrical engineering, software, [or] data processing”
patents. PTO, PTAB Brochure, https://www.uspto.gov/
sites/default/files/documents/ptab_brochure_v2_4_10_

12
14.pdf/; see also 35 U.S.C. 6(a) (requiring that PTAB
judges be “persons of competent legal knowledge and
scientific ability”). These judges benefit in IPRs from
the inter partes process established in the AIA, receiving extensive briefing and oral arguments at which they
can press advocates on both sides to answer difficult
questions. See 37 C.F.R. 42.1 et seq. (setting forth rules
for trial practice and procedure before the PTAB); see
also 35 U.S.C. 316(a). Importantly, PTAB judges can receive new evidence and hear testimony that bears on the
question of patentability. 37 C.F.R. 42.53, 42.61-42.65.
And, when multiple post-grant reviews are taking place
at once, the PTO can coordinate them to ensure efficient
and consistent proceedings. 35 U.S.C. 325(d). This process allows for a fully informed and searching second
look at whether a patent’s claims should have been
granted as an initial matter, all subject to important limits, such as a time limit of a maximum of one year (or an
additional six months on good cause) for the IPR to run
its course after institution. 35 U.S.C. 316(a)(11), 37
C.F.R. 42.100(c). Statistics to date suggest that the
PTAB is generally reaching the correct result in cases it
considers; through September 1, 2017, the Federal Circuit affirmed the PTAB’s decisions in their entirety
74.07% of the time and reversed decisions in their entirety just 11.11% of the time. Statistics, supra. The
specific numbers for IPRs are nearly the same, with the
Federal Circuit affirming completely in 74.07% of appeals and reversing or vacating completely in just
11.57%. Ibid.
Crucially, and in contrast to proceedings before federal district courts, Congress designed IPRs in the well-
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established mold of intra-agency administrative reviews. The PTAB reviews the same question as the initial examiner—whether the PTO should “cancel as unpatentable 1 or more claims of a patent only on a ground
that could be raised under [35 U.S.C.] 102 or [35 U.S.C.]
103,” 35 U.S.C. 311(b)—without deference to the initial
examiner’s decision to issue the patent, beyond the initial threshold requirement that a petitioner show “a reasonable likelihood” of success challenging at least one
challenged claim, 35 U.S.C. 314(a). The burden on the
challenger is simply that of “proving a proposition of unpatentability by a preponderance of the evidence.” 35
U.S.C. 316(e). Moreover, before the PTAB, a claim in an
unexpired patent receives its “broadest reasonable construction in light of the specification of the patent,” 37
C.F.R. 42.100(b), which is the same standard employed
in deciding whether to issue the patent in the first place,
see Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131,
2143 (2016).
In contrast, federal district courts evaluate the validity of patents through a far more deferential standard.
District courts presume the validity of a patent in suit,
35 U.S.C. 282, and a party challenging the validity of a
patent’s claims on a ground like obviousness “must
prove invalidity by clear and convincing evidence.” E.g.,
Cuozzo, 136 S. Ct. at 2144 (internal quotation marks and
citation omitted). District courts also construe claims
through the “ordinary and customary meaning” standard of Phillips v. AWH Corp., 415 F.3d 1303, 1312 (Fed.
Cir. 2005) (en banc) (citation omitted), cert. denied, 546
U.S. 1170 (2008).
These differences in relevant standards applied by
the PTAB to evaluate patentability in IPRs and district
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courts to evaluate validity in litigation are meaningful:
some claims will fall in either the gap between a “preponderance of the evidence” and “clear and convincing
evidence,” or the gap between “broadest reasonable interpretation” and “ordinary and customary meaning.”
As a result, by necessity, some claims will survive a validity challenge in district court litigation, but would
properly be set aside under a PTAB review assessing
whether the agency should have issued the patent as an
initial matter. In other words, only by establishing an
adversarial administrative review mechanism could
Congress provide for genuine review of the question
whether the patent was wrongly issued in the first instance.
As with other administrative appeal processes, the
PTAB remains fully subject to judicial review in the
Federal Circuit. The PTAB’s conclusions of law are reviewed de novo, including claim construction, Homeland
Housewares, LLC v. Whirlpool Corp., 865 F.3d 1372,
1374 (Fed Cir. 2017), and patent eligibility on grounds
like obviousness, Unwired Planet, LLC v. Google Inc.,
841 F.3d 995, 1000 (Fed. Cir. 2016). The PTAB’s findings
of fact are also subject to review. And while that review
is for substantial evidence, ibid., the Federal Circuit ensures meaningful appellate scrutiny by insisting (again
applying settled administrative law principles) that the
PTAB “provide ‘a reasoned basis for [the PTO’s] action’ ”
so that the appellate court may “see that the agency has
done its job.” In re Nuvasive, Inc., 842 F.3d 1376, 1383
(Fed Cir. 2016) (quoting Bowman Transp., Inc. v. Ark.Best Freight Sys., Inc., 419 U.S. 281, 285, 286 (1974)) (alteration added).
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The Federal Circuit also actively polices the PTAB’s
procedures, including to ensure that litigants’ procedural due process rights are fully honored. For example,
the Federal Circuit recently held that the PTAB violated the Administrative Procedure Act (APA) by not
providing adequate notice and an opportunity to respond
with respect to reliance on certain prior art in final written decision.
EmeraChem Holdings, LLC v.
Volkswagen Grp. of Am., Inc., 859 F.3d 1341, 1348-1352
(2017). Similarly, the Federal Circuit has actively enforced the PTAB’s “obligation to fulfill its APA duty to
provide a satisfactory explanation for its action,” including by vacating the PTAB’s decision in a series of IPRs
because the PTAB did not make a sufficient record for
the court of appeals to evaluate the propriety of a decision to exclude an expert witness’s testimony. Ultratec,
Inc. v. CaptionCall, LLC, 872 F.3d 1267, 1274-1275
(2017) (internal quotation marks and citation omitted).
In some respects, the AIA’s proceedings have fostered greater judicial review and guidance from the Federal Circuit. Because IPR is time-limited, focused, and
inexpensive, and because IPRs will end with a reasoned
opinion subject to thorough review in the Federal Circuit, IPR proceedings are highly likely to proceed to conclusion, followed by appeal to the Federal Circuit. By
contrast, due to many factors, including length and cost
of district court proceedings, and the fact that the black
box jury system makes appeal from adverse jury determinations very difficult, most district court proceedings
are settled before reaching a final judgment, meaning
there is no appeal. See Jason Rantanen, The Federal
Circuit and Appeals from the Patent Office, Patently-O
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(Dec. 4, 2016), https://patentlyo.com/patent/2016/12/federal-circuit-appeals.html; Jason Rantanen, Federal Circuit Now Receiving More Appeals Arising from the PTO
than the District Courts, Patently-O (Mar. 2, 2016),
https://patentlyo.com/patent/2016/03/receiving-appealsdistrict.html (showing “dramatic rise” in appeals to Federal Circuit resulting from IPR); John R. Allison et al.,
Understanding the Realities of Modern Patent Litigation, 92 Texas L. Rev. 1769, 1780 (2014) (“[M]ore than
90% of [patent] lawsuits settle before the court resolves
summary judgment or tries the case.”). This growing
number of appeals improves the quality of the patent
system by providing a healthy body of Federal Circuit
case law to guide the PTAB and examiners.
The extensive involvement of the Article III appeals court in reviewing the PTAB’s rulings ameliorates
any constitutional concerns from the fact that the proceedings occur in the first instance before a non-Article
III tribunal. See Executive Benefits Ins. Agency v.
Arkison, 134 S. Ct. 2165, 2175 (2014) (holding that de
novo review by district court obviated concern that nonArticle III official initially adjudicated the parties’ dispute).
* * * * *
In crafting IPRs as a system for intra-agency review of the initial decision to issue a patent, Congress
has done so in a manner consistent with the well-established patent examination process and one that is likely
to generate a high-quality outcome for the small percentage of patents that are subject to PTO review to
reevaluate the correctness of the examiner’s original decision on patentability.
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II. THE AIA BENEFITS LITIGANTS AND THE PATENT
LITIGATION SYSTEM
Due to the central role of intellectual property in its
business, Apple is, at all times, actively engaged in patent matters in a variety of venues, including initial patent prosecution before examiners at the PTO, post-issuance proceedings at the PTO, and infringement litigation in various venues. Apple believes its experience
may provide insight to the Court on the salutary benefits
of the AIA for litigants because it filed almost 5% of the
total number of IPR petitions filed from 2012 through
2016. Sameni, supra.
Since the AIA was enacted, Apple has observed in
several of its own cases challenging patents of others
that PTAB proceedings, including IPR, are efficient,
fair, and balanced. Nor is this experience unsurprising:
this Court has itself observed that “[c]laims generally
can be resolved much more quickly and economically in
proceedings before an agency than in litigation in federal
court.” Woodford v. Ngo, 548 U.S. 81, 89 (2006). .
A. Adjudication Of Patentability Before The
PTAB Saves Litigants Substantial Time And
Money And Conserves Judicial Resources
Proceedings in the PTAB conserve litigants’ financial resources and avoid the unnecessary expenditure of
judicial resources. First, because of Congress’s choice to
place firm deadlines in the statute, the timeline of an
IPR is much shorter and much more predictable than
district court litigation. The PTAB must determine
whether to institute IPR no later than three months after the preliminary response to the IPR petition is due,
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35 U.S.C. 314(b), and it must issue its Final Written Decision on patentability a maximum of one year (or an additional six months on good cause) after institution, 35
U.S.C. 316 (a)(11), 37 C.F.R. 42.100(c). In district courts,
however, a ruling on validity often must await several
lengthy processes, including discovery, motions practice, and trial, which can stretch on for years.
Because they are time-constrained proceedings that
focus on narrow legal issues, IPRs have already been
very successful in saving litigants, including both patentees and accessed infringers, substantial resources.
By one estimate, as of 2015, the average cost of litigating
a single IPR petition to final decision was $340,000, and
the average cost of litigating a set of related IPR petitions was $722,000. In contrast, the mean total legal defense of defending a patent case through to trial in federal court was $9.5 million. RPX Corp., 2015 Report:
NPE Litigation, Patent Marketplace, and NPE Cost,
https://www.rpxcorp.com/wp-content/uploads/sites/2/20
16/07/RPX-2015-Report-072616.FinalZ.pdf. By a more
recent estimate, as of 2017, the median estimated total
cost of post-grant proceedings is $250,000 through
PTAB hearing and $350,000 through appeal. See Am.
Intellectual Prop. Law Ass’n, Report of the Economic
Survey 51 (June 2017). In contrast, the median estimated total cost of a patent infringement suit through
trial and appeal ranged from $2,000,000 to $3,000,000 depending upon how much money was at risk. Id. at 46.
Litigating a patent dispute in federal district court is
substantially more expensive than litigating the invalidity of the patents at issue in IPRs.
According to one analysis, requests to stay pending
PTAB proceedings through the end of 2016 ranged from
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around 37% to around 73% in six popular patent districts. See Docket Report, Success Rates on Requests to
Stay Pending IPR, CBM, or PGR through 2016 (Feb 16,
2017), http://docketreport.blogspot.com/2017/02/success
-rates-on-requests-to-stay.html. Even under a conservative estimate, assuming that each district court litigation would take three IPRs (litigated through appeal)
to resolve, the median litigant in each case saved approximately $1 million to $2 million dollars by proceeding in
the PTAB while those district court proceedings were
stayed. And the savings likely grow significantly when
factoring in district court cases that have been streamlined and narrowed—even if not entirely obviated—by
PTAB proceedings and decisions. The overall savings
for the system can be estimated by multiplying the median savings per case by the number of district court
cases affected by a post-grant proceeding. While it is
difficult to provide an exact estimate of the number of
cases so impacted (for example, because litigants may
file multiple petitions against the same patent or because IPR is filed without concurrent litigation), the
PTAB has instituted IPR on over 32,000 patent claims
as of March 2017, which demonstrates the wide, positive
effect of the AIA. PTO, Patent Trial and Appeal Board
Statistics 12 (Mar. 31, 2017), https://www.uspto.gov
/sites/default/files/documents/AIA%20Statistics_March
2017.pdf.5

5

Some commentators have suggested that the aggregate savings resulting from IPR ranges to at least $2.31 billion. Josh Landau, Inter Partes Review: Five Years, Over $2 Billion Saved, Patent
Progress (Sept. 14, 2017), https://www.patentprogress.org/2017/09
/14/inter-partes-review-saves-over-2-billion/.
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Given the statutory timelines and likely expense of
PTAB proceedings, a company sued for infringement
that has recourse to the PTAB can predict potential future costs and likely duration of proceedings in the
PTAB with much better accuracy than it can in district
court litigation, where the potential for an unexpected
discovery ruling or jury verdict always looms. This is
true even if the petitioner does not prevail before the
PTAB; knowing that three experienced administrative
judges have found claims patentable can significantly
streamline further district court proceedings and inform
a patent owner’s decision-making with respect to potential settlement. This advantage greatly improves the
parties’ ability to evaluate litigation prospects and exposure. In fact, statistics demonstrate that the availability
of IPR has affected significantly parties’ settlement
practices in district court. For cases filed between 2012
and 2014 and settled by November 1, 2015, in which a
related IPR petition had been filed, the majority of cases
settled within 180 days of the IPR petition being filed.
Sam Jaffna et al., How PTAB proceedings are driving
district court settlements, Intellectual Asset Management 39 (March/April 2016), https://www.scribd.com/doc
I/314743001/IAM76-PTAB-impact-v6#download&from
_embed.
Apple believes that its experiences of time and cost
savings in three cases, SightSound Technologies, LLC v.
Apple, Inc., Jongerius Panoramic Technologies, LLC v.
Apple, Inc., and Global Touch Solutions, LLC v. Apple
Inc., are representative examples of its cases before the
PTAB challenging patents on which it has been sued.
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1.

SightSound Technologies, LLC v.
Apple, Inc.

In
2011,
SightSound
Technologies,
LLC
(SightSound) filed an infringement suit against Apple
with respect to three patents. See Compl., SightSound
Technologies, LLC v. Apple, Inc., No. 2:11-cv-01292DWA (W.D. Pa. filed Oct. 10, 2011), ECF No. 1.
SightSound filed the case in the U.S. District Court for
the Western District of Pennsylvania, which sits in
Pittsburgh, where SightSound is based. The patents-insuit, each directed to nothing more than the sale of digital video or audio signals over a network (such as the Internet), had previously been successfully asserted
against other defendants, also in cases filed in the same
court. See SightSound.com Inc. v. N2K, Inc., No. 2:98cv-00118-DWA (W.D. Pa. filed Jan. 16, 1998);
SightSound Techs., LLC v. Roxio, Inc., No. 2:04-cv01549-DWA (W.D. Pa. filed Oct. 8, 2004).
Apple denied infringement and counterclaimed, asserting claims of invalidity with respect to the patentsin-suit.
First Am. Answer & Counterclaims,
SightSound Techs., LLC, supra (Mar. 12, 2012), ECF
No. 48. A special master was appointed, claim construction proceedings and fact discovery were complete, and
expert discovery was underway. On May 6, 2013, Apple
filed petitions with the PTAB for CBM review of certain
key claims of two of the patents-in-suit, U.S. Patent Nos.
5,191,573 (the ’573 Patent) and 5,966,440 (the ’440 Patent), on the ground that they were obvious under 35
U.S.C. 103. See Nos. CBM2013-00020 and CBM201300023. The district court granted Apple’s motion to stay
proceedings pending resolution of the CBM cases, and
the PTAB instituted CBM review on October 8, 2013. A
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year later, the PTAB issued unanimous final decisions
holding that all challenged claims were obvious, and
fourteen months later, a unanimous panel of Federal Circuit judges affirmed. SightSound Techs., LLC v. Apple,
Inc., 809 F.3d 1307 (2015), cert. denied, 137 S. Ct. 813
(2017). The district court case then resolved with a judgment in favor of Apple on the canceled claims.
The PTAB proceedings, from petition to final written decision, took only 17 months. The PTAB proceedings, including appeal to the Federal Circuit, cost Apple
only a third of what Apple had already spent on the district court litigation, even though the district court had
only proceeded up to expert discovery, at which point
the litigation was stayed.
2.

Jongerius Panoramic Technologies, LLC v. Apple, Inc.

Apple also witnessed firsthand the efficiencies of the
PTAB process in connection with an infringement case
initially filed in the U.S. District Court for the Middle
District of Florida in 2012. The plaintiff, Jongerius Panoramic Technologies, LLC (JPT, also known as PanoMap
Technologies, LLC) alleged that Apple and Google, Inc.
(Google) infringed U.S. Patent No. 6,563,529 (the ’529
Patent). Compl., Jongerius Panoramic Techs., LLC v.
Apple, Inc., No. 6:12-cv-00308 (M.D. Fla. filed Feb. 24,
2012), ECF No. 1. The claims of the ’529 Patent were
directed to the simultaneous display of (1) a sector of a
room, the view of which could be rotated and (2) a topographical map of the region, with highlighting of the sector displayed in (1). Apple denied infringement and
counterclaimed, asserting that the asserted claims of the
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’529 Patent were invalid. Corrected Answer & Counterclaims, Jongerius, supra, No. 6:12-cv-00308 (May 23,
2012), ECF No. 46. On motion by Apple and Google, the
case was transferred to the Northern District of California, and discovery began. Apple and Google filed a petition for IPR of the ’529 Patent with the PTAB on March
15, 2013, in case no. IPR2013-00191. JPT promptly stipulated to a stay of the district court proceedings pending
the outcome of the IPR petition. Stip. Stay Litig.,
Jongerius Panoramic Techs., LLC v. Google Inc., No.
4:12-cv-03797-YGR, (N.D. Cal. Apr. 12, 2013), ECF No.
155.
The PTAB instituted trial on all of the challenged
claims of the ’529 Patent on August 19, 2013, and, seventeen months after Apple and Google originally filed their
petition, the PTAB issued a unanimous final written decision holding all of the challenged claims unpatentable
under either 35 U.S.C. 102 or 103. Google Inc. v.
Jongerius Panoramic Techs., LLC, No. IPR2013-00191,
2014 WL 4059861 (Aug. 12, 2014). In light of the PTAB’s
ruling in the IPR, the parties agreed to dismissal of the
district court case with a judgment in favor of Apple and
Google. Jt. Stip. Dismissal, Jongerius, supra, No. 4:12cv-03797-YGR (Sept. 19, 2014), ECF No. 174.
As in the SightSound litigation, Apple estimates
that having recourse to the PTAB resulted in substantial savings of money and time. The PTAB proceeding,
from petition to final written decision, took only 17
months. Apple spent on the entire PTAB proceeding
only a tenth of the amount that Apple had budgeted to
spend on the district court litigation, just on pre-trial
proceedings, and not counting the expense of trial, posttrial, and appeal proceedings.
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3.

Global Touch Solutions, LLC v. Apple Inc.

In some instances, a successful outcome at the
PTAB will have an efficiency multiplier effect, resolving
multiple district court cases filed by a single plaintiff
against multiple defendants. That outcome occurred in
a series of patent infringement suits filed by plaintiff
Global Touch Solutions, LLC (Global Touch) against
Toshiba Corporation, Toshiba Information Systems,
Inc., VIZIO, Inc., Motorola Mobility LLC, Microsoft Mobile, Inc., and Apple Inc. See Global Touch Solutions,
LLC v. Toshiba Corp., No. 3:15-cv-02746-JD (N.D. Cal.
filed July 9, 2014) (lead case). Global Touch asserted
eight patents against these defendants across five separate cases—ranging from three patents against Toshiba,
five patents against Apple, six patents against VIZIO,
and all eight patents against Microsoft and Motorola.
The PTAB instituted sixteen IPR trials to determine
the validity of the eight asserted patents. See Jt. Status
Update at 3-4, Global Touch, supra (Apr. 3, 2017), ECF
No. 105 (listing 16 IPR trials). All sixteen trials terminated favorably to the Defendants. Ibid. In two of the
trials, Global Touch filed statutory disclaimers canceling
all the challenged claims and received adverse judgment
from the PTAB. Ibid. Across the remaining fourteen
trials, the PTAB invalidated all remaining challenged
claims. Ibid. In view of the PTAB’s rulings in each of
the IPR proceedings, judgment of invalidity was entered for each of the eight asserted patents. Judgment,
Global Touch, supra (N.D. Cal. May 24, 2017), ECF No.
111.
Apple spent only about one eighth on the IPR proceedings of what it had budgeted for the Global Touch
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litigation if the case had proceeded to trial in district
court. Apple thus estimates that the availability of IPR
saved it roughly many millions of dollars, and it is likely
that the other defendants experienced similar savings.
B. Even Where The Litigation Is Not Resolved
By Proceedings Before The PTAB, The IPR
Process Will Often Focus The Parties’
Disputes And Conserve Judicial Resources
Another of Apple’s cases, Aylus Networks, Inc. v.
Apple Inc., shows how the PTAB’s procedures can narrow the parties’ disputes to discrete, core issues and provide an opportunity for the patentee to clarify the exact
scope of his or her invention. These procedures can
avoid the unnecessary expenditure of judicial resources.
In Aylus, the plaintiff (Aylus) sued Apple for infringing
U.S. Patent RE No. 44,412 (’412 Patent). Apple filed two
IPR petitions, which together covered all of the claims
of the ’412 Patent. The PTAB (after reviewing Aylus’s
preliminary responses) declined to institute review with
respect to claims 2, 4, 21, and 23. Apple, Inc. v. Aylus
Networks, Inc., No. IPR2014-01566, 2015 WL 1870711
(Apr. 23, 2015); Apple, Inc. v. Aylus Networks, Inc., No.
IPR2014-01565, 2015 WL 1870710 (Apr. 22, 2015). Aylus
then dismissed with prejudice its infringement claims
with respect to all claims except 2 and 21. Notice of Voluntary Dismissal, Aylus Networks, Inc. v. Apple Inc.,
No. 3:13-cv-4700-EMC (N.D. Cal. May 29, 2015). Thus,
the PTAB’s assessment of which claims were likely to
survive review helped focus the district court litigation
when it proceeded.
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The proceedings before the PTAB also helped shape
the substantive litigation on the claims that went forward. In light of statements that Aylus had made in its
preliminary response to the IPR petition regarding the
scope of those two claims, Apple was able to move for
summary judgment of noninfringement, arguing that
the patentee’s limitation of its claims (in order to avoid
invalidity before the PTAB) made clear that Apple’s
products were not covered. The district court granted
the motion and the Federal Circuit affirmed, holding
that “Aylus’s statements to the Board during the IPR
proceeding regarding claims 2 and 21 constitute[d] a
clear and unmistakable surrender of methods.” Aylus
Networks, Inc. v. Apple Inc., 856 F.3d 1353, 1363 (2017).
The Federal Circuit reasoned that Aylus’s position before the PTAB was made as part of “reexamination of an
earlier administrative grant of a patent” and thus bound
Aylus in later district court litigation through the doctrine of prosecution disclaimer. Id. at 1361.
The Aylus litigation thus shows that, even when an
IPR petitioner does not persuade the PTAB to institute
review on all challenged claims, the IPR process nonetheless can help narrow the parties’ disputes and clarify
the scope of the patent in subsequent litigation. Instead
of litigating all 33 claims of the ’412 Patent, with the vast
costs attending discovery in cases involving numerous
claims, the parties litigated only two claims, and they
proceeded through summary judgment and appellate review far more quickly than they otherwise would have.
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C. The PTAB’s Transparent Procedures Create
Indirect Benefits For The PTO That Improve
The Patent System
Finally, the PTAB’s procedures improve the patent
system as a whole because they necessarily have positive externalities for the entire PTO. As discussed supra, IPR proceedings (and other post-grant review proceedings) are focused yet robust: the only issue in the
proceeding (unlike in an Article III court) is the patentability of the claim or claims at issue, but the parties typically file multiple briefs and present oral argument.
They are guaranteed a reasoned written decision addressing their arguments, and, in many cases, the PTAB
also writes substantial institution decisions. Through its
clear rules and due to its experienced judges, the PTAB
generates a thorough and reasoned record for appeal
and, in many cases, parties have taken advantage of Federal Circuit review.
This narrow-but-detailed, time-limited process is an
immediate and focused feedback loop that has positive
benefits and generates efficiencies across the PTO. Patent examiners can access easily the statements a patentee makes in IPR, as well as the art and arguments
that parties cite. See Eldora Ellison & Jacob Rothenberg, A Survey of Patent Owner Estoppel at USPTO,
Law360 (Sept. 26, 2017). The increased accessibility of
this information improves the examiners’ decision-making when evaluating related patent applications, which
leads to greater agency consistency across multi-patent
portfolios, and the feedback is of particular value because it applies the same standards and claim construction. See pp. 11-16 supra. This benefit is buttressed by
the “patentee estoppel” rule that the PTO promulgated
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subsequent to enactment of the AIA, 37 C.F.R.
42.73(d)(3), which bars patentees from taking actions at
the PTO inconsistent with an adverse PTAB judgment.
Ellison & Rothenberg, supra. Accordingly, the advent
of IPR has resulted in indirect improvements to the entire patenting process which, in turn, benefit the patent
system as a whole.
CONCLUSION
For the foregoing reasons, the judgment of the court
of appeals should be affirmed.
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INTEREST OF AMICI1
Amici are professors and researchers of intellectual
property law at universities throughout the United States.
We have no personal interest in the outcome of this case,
but a professional interest in seeing patent law develop
in a way that encourages innovation and creativity as
efficiently as possible.
SUMMARY OF ARGUMENT
Petitioner argues that only a court – indeed, only a
jury – has the power to decide that the United States
Patent and Trademark Office erred in granting a patent.
That argument flies in the face of the history of patent
law and this Court’s precedents.
Patents are a creature of statute: as early as 1834, this
Court specifically recognized that there is no “natural” or
common law right to a patent. Rather, under its Article I
power to establish a patent system, Congress is charged
with determining the contours of the patent grant.
Congressional power to establish the terms and conditions
of the patent grant includes the power to establish a
system for administrative correction of erroneously
granted patents.
PTAB error correction is also narrow in scope,
targeted towards bad patents that district court litigation
1. No person other than the amici and their counsel
participated in the writing of this brief or made a financial
contribution to the brief. Letters signifying the parties’ consent
to the filing of this brief are on file with the Court.
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would not address, and only a modest extension of prior
administrative correction proceedings. Moreover, even
this narrow scope is subject to significant appellate court
control. PTAB review thus addresses the social cost of
erroneous patent grants without threatening Article III
values.
The Seventh Amendment does not compel a different
conclusion. While patent infringement cases were tried
to juries at common law, both the government and judges
retained the power to revoke patents in England and in
the early United States. When patent validity questions
were considered in American courts throughout history,
they were frequently considered by judges, not juries. And
court consideration of patent validity issues coexisted with
actions by the legislative and executive branches to revoke
patents, actions which of course did not require a jury.
While this Court need not reach the Seventh Amendment
issue in order to dispose of petitioner’s claims, should it
reach that issue it should make clear that the Seventh
Amendment does not create a right to jury trial on patent
validity.
ARGUMENT
I.

Under this Court’s Article III Precedent, Congress
Can Permit an Administrative Agency to Correct
Errors in Patent Rights that It Granted.

Despite “some debate” about the full scope of
permissible non-Article III adjudication, the Court has
confirmed that Congress may assign adjudication to expert
administrative agencies in “cases in which the claim at
issue derives from a federal regulatory scheme, or in which

3
resolution of the claim by an expert government agency is
deemed essential to a limited regulatory objective within
the agency’s authority.” Stern v. Marshall, 564 U.S. 462,
490 (2011). When “the right [at issue] is integrally related
to particular federal government action,” no constitutional
barrier exists to administrative adjudication. Id. at 490491.
Inter partes review is a quintessential example of
constitutionally-permissible administrative adjudication.
Patent rights are created by federal statute with no
common law analog. The precise question resolved is
whether the United States Patent and Trademark Office
erred in implementing Congress’s directives by granting a
patent that failed the statutory conditions of patentability.
The cancellation of invalid patents through inter partes
review thus is closely intertwined with, and essential to,
the Patent Office’s primary administrative function of
patent examination, allowing the Patent Office to correct
errors in its prior administrative process.
A.

Because Patent Rights Are Federal Statutory
Rights, Congress Has Power to Allow Error
Correction by the Agency that Granted Those
Rights.

American patent rights exist solely because of federal
statutes enacted by Congress pursuant to Article I.
“Under the common law the inventor had no right to
exclude others from making and using his invention.”
Deepsouth Packing Co. v. Laitram Corp., 406 U.S. 518,
525-526 (1972) (superseded by statute on other grounds);
see also Wheaton v. Peters, 33 U.S. 591, 661 (1834)
(concluding that inventors never had exclusive rights to
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inventions at common law “either in this country or in
England”).
The right to exclude others from using an invention
therefore “must be derived from [the] patent grant, and
thus from the patent statute.” Deepsouth, 406 U.S. at
526. As statutory rights created in Congress’s discretion,
Congress may “select[] the policy which in its judgment
best effectuates the constitutional aim” and “set out
conditions and tests for patentability.” Graham v. John
Deere Co., 383 U.S. 1, 6 (1966) (emphasis added); see also
Deepsouth, 406 U.S. at 530 (describing Constitution as
“permissive” for patent rights).
Post-issuance administrative error correction
and patent cancellation are among the conditions that
Congress can constitutionally impose on patent rights.
Congress has broad power to provide for administrative
adjudication when, as here, the right exists solely because
of a federal statute “and does not depend on or replace a
right . . . under state law.”2 Stern, 564 U.S. at 491 (quotation
omitted). Congress can permit Patent Office error
correction “before [a] particularized tribunal[] created to
perform the specialized adjudicative tasks related to that
right” as an “incidental extension[] of Congress’ power
to define rights that it has created.” Northern Pipeline
2. Patent rights are comparable to trademark registration,
which is strictly statutory, and distinctly different from “the
right to adopt and exclusively use a trademark,” which was a
pre-existing common law right. See B&B Hardware, Inc. v.
Hargis Indus., Inc., 135 S. Ct. 1293, 1317 (2015) (Thomas, J.,
dissenting) (concluding that “no one disputes that the TTAB may
constitutionally adjudicate a registration claim” because it is a
“quasi-private right”).
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Construction Co. v. Marathon Pipe Line Co., 458 U.S. 50,
83-84 (1982) (plurality); see also United States v. Duell,
172 U.S. 576, 583 (1899) (“Congress may provide such
instrumentalities in respect of securing to inventors the
exclusive right to their discoveries as in its judgment will
be best calculated to effect that object.”).
The Patent Act expressly defines the rights granted by
a patent as being “[s]ubject to the provisions of this title.”
35 U.S.C. § 261. For over thirty-five years, 3 “the provisions
of this title” have included Patent Office “authority to
reexamine — and perhaps cancel — a patent claim that
it had previously allowed.” Cuozzo Speed Techs., LLC v.
Lee, 136 S. Ct. 2131, 2137 (2016). Patents granted after
July 1, 1981 were issued subject to cancellation in ex parte
reexamination, and those granted between November 29,
1999 and September 16, 2012 were issued additionally
subject to inter partes reexamination. Id. Congress
“modifie[d]” reexamination by instituting inter partes
review on September 16, 2012, as the latest iteration of
its decades-long scheme for post-issuance Patent Office
error correction. Id.
As discussed in Part II, inter partes review is
significantly more streamlined than reexamination,
which helps to explain why inter partes review has been
more widely used to revoke invalid patents than prior
procedures. Despite these differences, inter partes
3. Even earlier, under the Patent Act of 1952, the Board of
Patent Appeals and Interferences’ decision in an interference
“constitute[d] cancellation of the claims involved from the patent,”
albeit only if the Patent Office erred by granting a patent to subject
matter that was first invented by another patent applicant. Patent
Act of 1952 § 135, P.L. 593, 66 Stat. 792, 802 (July 19, 1952).

6
review imposes the same condition on the rights granted
by a patent that Congress has imposed on every patent
issued in the past thirty-five years: the possibility of
post-issuance administrative error review and patent
cancellation. “Although Congress changed the name from
‘reexamination’ to ‘review,’ nothing convinces us that, in
doing so, Congress wanted to change its basic purposes,
namely, to reexamine an earlier agency decision.” Id. at
2144.
Thus, the rights provided by virtually every patent
still in effect are subject to post-issuance Patent Office
review and cancellation. For that reason, arguments that
inter partes review impermissibly extinguishes “property
rights” through an administrative forum miss the point.
It is “the federal patent scheme [that] creates a limited
opportunity to obtain a property right in an idea.” Bonito
Boats, Inc. v. Thunder Craft Boats, Inc., 489 U.S. 141,
149 (1989). “[T]he Patent Act itself indicates that patents
shall have the attributes of personal property ‘[s]ubject to
the provisions of this title.’” eBay Inc. v. MercExchange,
LLC, 547 U.S. 388, 392 (2006) (quoting 35 U.S.C. § 261).
The possibility of Patent Office error correction and
cancellation is therefore part and parcel with the right
created by the patent grant, at least for patents granted
in the past 35 years.
Even traditional property rights are eligible for
non-Article III adjudication. Aspects of bankruptcy that
are indisputably subject to non-Article III adjudication
involve property rights. See, e.g., Wellness Int’l Network,
Ltd. v. Sharif, 135 S. Ct. 1932, 1952-54 (2015) (Roberts,
C.J., dissenting). The Court likewise characterized its
opinion in Block v. Hirsh, 256 U.S. 135 (1921), which
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involved administrative adjudication of landlords’ right to
possession and rental amounts from holdover tenants, as
involving rights capable of non-Article III adjudication.
See Thomas v. Union Carbide Agricultural Prods. Co.,
473 U.S. 568, 588-589 (1985). And this is particularly
true of legal interests, like patent rights, that exist solely
because they were created by administrative agencies in
the course of implementing a statutory mandate. Thus,
even if this Court were to find that inter partes review is
qualitatively different from prior procedures in a way that
changed the nature of the rights granted, such a finding
would not implicate Article III.
B. PTAB Error Correction Is Integrally Related
to the Patent Office’s Primary Administrative
Role of Examining and Granting Valid Patents.
The Patent Office’s primary administrative role is to
protect the public interest served by the patent grant.
Motion Picture Patents Co. v. Universal Film Mfg. Co.,
243 U.S. 502, 511 (1917); see also Blonder-Tongue Labs.,
Inc. v. Univ. of Ill. Foundation, 402 U.S. 313, 343 (1971)
(“A patent by its very nature is affected with a public
interest.” (quotation omitted)). Specifically, “this court has
consistently held that the primary purpose of our patent
law is not the creation of private fortunes for the owners
of patents but is ‘to promote the progress of science and
the useful arts.’” Motion Picture Patents, 243 U.S. at 511
(quoting U.S. Const., Art. I, § 8).
The patent statutes enacted by Congress, and the
patent rights they create, reflect the need to strike a
“careful balance” between the benefits from incentivizing
innovation and the costs imposed by exclusive rights
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that can stifle both competition and further innovation.
Bonito Boats, 489 U.S. at 146; see also Kimble v. Marvel
Entertainment, LLC, 135 S. Ct. 2401, 2406-07 (2015). In
particular, the patentability requirements of novelty and
non-obviousness (the potential grounds for inter partes
review) reflect Congress’s judgment that exclusive rights
in information that is already publicly available or can
be easily determined from publicly available information
“would not only serve no socially useful purpose, but would
in fact injure the public by removing existing knowledge
from public use.” Bonito Boats, 489 U.S. at 148, 150.
It is “as important to the public that competition
should not be repressed by worthless patents, as that the
patentee of a really valuable invention should be protected
in his monopoly.” Pope Mfg. Co. v. Gormully, 144 U.S. 224,
234 (1892). The Court’s conclusion in Lear, Inc. v. Adkins
that state law could not bar a licensee from challenging
the validity of the licensed patent reflected an affirmative
policy judgment that invalidating weak patents served
“the important public interest in permitting full and free
competition in the use of ideas which are in reality a part
of the public domain.” 395 U.S. 653, 670-671 (1969); see
also Blonder-Tongue, 402 U.S. at 344 (noting that this
Court’s decisions have long “encourage[d] authoritative
testing of patent validity”).
The Patent Office has primary responsibility for
insuring only warranted patents issue. “Congress has
charged the United States Patent and Trademark Office
(PTO) with the task of examining patent applications,”
and granting patents only if the patent applications satisfy
“the prerequisites for issuance of a patent” set forth by
Congress to balance the needs of innovation with the needs
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of public accessibility and competition. See Microsoft Corp.
v. i4i Ltd. Partnership, 564 U.S. 91, 95-96 (2011). The
Patent Office “has special expertise in evaluating patent
applications” for compliance with these patentability
requirements. Kappos v. Hyatt, 566 U.S. 431, 445 (2012).
An invalidity challenge – whether in litigation or in
inter partes review – is an “attempt to prove that the
patent never should have issued in the first place” and
therefore is integrally related to the expert Patent Office’s
primary examination function. See Microsoft, 564 U.S. at
96. In fact, the litigation presumption of validity exists to
reflect deference to the expert Patent Office’s considered
judgment, not to protect the patentee or because patents
are property rights. See id. at 97, 110-112.
Just two terms ago, in Cuozzo, the unanimous Court
indicated that inter partes review is integrally related
to particular federal government action – to allow nonArticle III adjudication under Stern – because its very
purpose is “to reexamine an earlier agency decision.” 136
S. Ct. at 2144. The Court refused to characterize inter
partes review as a surrogate for district court litigation
because it has characteristics of a “specialized agency
proceeding” that “offer[s] a second look at an earlier
administrative grant of a patent.” Id. at 2143-44. By
doing so, inter partes review provides an essential tool
for the Patent Office’s primary administrative objective
of “protect[ing] the public’s paramount interest in seeing
that patent monopolies are kept within their legitimate
scope.” Id. at 2144 (quotations and alterations omitted).
In sum, inter partes review allows the Patent Office
to correct errors arising from its primary statutory duty
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of examining patent applications for compliance with
the patentability requirements to determine whether
exclusive rights should be granted – rights that exist solely
by Congressional statute with no roots in the common
law. Inter partes review is a prototypical example of
permissible administrative adjudication under this Court’s
Article III precedent.
C.

Congress’s Discretion to Assign Patent Error
Correction to the Patent Office Is Not Limited
by the Fora for Patent Cancellation in 1789.

Oil States, and several amici, ask this Court to create
a new Article III test that would limit Congress’s power to
provide for adjudication of federal statutory patent rights
to the historical fora for patent cancellation available in
1789. This argument misunderstands both this Court’s
Article III precedent and the historical practice regarding
patent cancellation.
1. A historical practice of non-judicial adjudication
at the time of the Constitution can support non-Article
III adjudication today. Wellness, 135 S. Ct. at 1951
(Roberts, C.J., dissenting). But this Court’s precedent
does not support a categorical requirement that all issues
resolved in courts in 1789 must be resolved in Article
III courts today. See Granfinanciera S.A. v Nordberg,
492 U.S. 33, 42 (1989) (instructing that whether nonArticle III adjudication is permissible should be decided
after determining whether the claim would have been
decided in law courts in 1789); see also Murray’s Lessee
v. Hoboken Land & Improvement Co., 59 U.S. 272, 282
(1855) (describing as “an unwarrantable assumption”
the conclusion that Article III adjudication was required
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because the issues were “settled in what was denominated
the court of exchequer” in England).
T h is Cou r t ha s ex pressed skept icism about
Congressional efforts to withdraw from Article III courts
“any matter which, from its nature, is the subject of a suit
at the common law, or in equity, or admiralty” or “is made
of the stuff of the traditional actions at common law tried
by the courts at Westminster in 1789.” Stern, 564 U.S. at
484 (quotations omitted); see also, e.g., Wellness, 135 S. Ct.
at 1938. But the Court’s concern has been the source of
the right, not the forum of adjudication, at the time of the
Constitution. In particular, the Court has been troubled
when Congress assigns a traditional common law right to a
non-Article III tribunal for adjudication, either directly or
by replacing the common law right with a statutory right.
See Stern, 564 U.S. at 493-494 (state common law claims);
Granfinanciera, 492 U.S. at 60 (statutory replacement
of “a preexisting, common-law cause of action”); see also
Wellness, 135 S. Ct. at 1951 (Roberts, C.J., dissenting)
(rejecting non-Article III adjudication of claims that
arose “from independent common law sources”). Because
common law rights were created by, not just adjudicated
in, courts, adjudication of common law rights is “the most
prototypical exercise of judicial power.” Stern, 564 U.S.
at 494.
By contrast, the Court has looked favorably on nonArticle III adjudication of federal statutory rights like
patent rights that neither existed in the common law
nor replaced a common law right. Stern, 564 U.S. at 491
(“This Court held that the scheme did not violate Article
III, explaining that ‘[a]ny right to compensation ... results
from [the statute] and does not depend on or replace a
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right to such compensation under state law.’” (quoting
Thomas, 473 U.S. at 584)).4 Unlike common law rights,
federal statutory rights exist as an exercise of legislative,
not judicial power, and therefore Congress has significant
power to define the mode for adjudication of those rights.
Northern Pipeline, 458 U.S. at 83 n.35 (plurality). This
was equally true for the limited statutory rights that
existed in the 18th century. See John F. Preis, How the
Federal Cause of Action Relates to Rights, Remedies,
and Jurisdiction, 67 Fla. L. Rev. 849, 866 (2015) (noting
that Parliament in the 18th century sometimes specified
means for statutory rights to be enforced). That patent
validity may sometimes have been litigated in courts in
1789 was the result of legislative (or royal), not judicial,
power. Thus, non-Article III cancellation of issued patents
– rights that derive solely from federal statute – may have
“incidental” effects on the exercise of judicial power but
does not threaten the core judicial power protected by
Article III. Northern Pipeline, 458 U.S. at 83 (plurality).
2. Even assuming arguendo a historical test that
ignored this Court’s emphasis on whether the right at
issue is a federal statutory right, patent cancellation
4. See also Murray’s Lessee, 59 U.S. at 284 (non-Article III
adjudication permissible when a right “depends upon the will of
congress whether a remedy in the courts shall be allowed at all”);
Northern Pipeline, 458 U.S. at 83 (plurality) (permitting Congress
to assign “specialized adjudicative tasks” to “particularized
tribunals” for rights it creates); id. at 90 (Rehnquist, J., concurring
in the judgment) (rejecting non-Article adjudication because there
was “no federal rule of decision provided for any of the issues in the
lawsuit”); Wellness, 135 S. Ct. at 1951 (Roberts, C.J., dissenting)
(identifying “Congress’s constitutional authority to enact
bankruptcy laws” as supporting non-Article III adjudication).
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was not so exclusively tied to the courts in 1789 as to
require Article III adjudication. Patents in England in
the eighteenth century were a royal grant of prerogative
from the sovereign. While patents were enforced in
common law courts, historically only the Crown (through
the Privy Council) could revoke or annul a patent. See
Sean Bottomley, Patent Cases in the Court of Chancery,
1714–58, 35 J. Leg. Hist. 27, 27-28, 34 & n.48 (2014).
Indeed, until 1753 the Privy Council was the only means
by which a patent could be revoked. See, e.g., Christine
M acLeod, Inventing the Industrial Revolution: The
English Patent S ystem , 1660–1800, at 19 (1988); E.
Wyndham Hulme, Privy Council Law and Practice of
Letters Patent for Invention from the Restoration to 1794,
33 L.Q. Rev. 63, 189-191, 193-194 (1917) (concluding that
the Privy Council had primary jurisdiction over patent law
until 1753 and continued to have concurrent jurisdiction
thereafter).
In 1753, the Council granted the courts concurrent
jurisdiction with the Council itself to revoke a patent. As
discussed further in Part III, in the late 1700s, litigants
increasingly employed the writ of scire facias rather
than turning to the Privy Council. Even so, the Privy
Council revoked a patent in 1774 and another one in 1779,
a mere ten years before the Constitution, with additional
revocation proceedings requested but not acted upon in
1782 and 1794. Hulme, supra, 33 L. Q. Rev. at 192-193.
The English patent grant remained expressly conditioned
on Privy Council revocation well into the 19th century.
Oren Bracha, Owning Ideas: A History of Anglo-American
Intellectual Property 60-61 & n.129 (June 2005), https://
law.utexas.edu/faculty/obracha/dissertation/. The Privy
Council considered a revocation claim in 1810, saying

14
that “[i]f the danger to the Public has been very pressing
and imminent, we should have advised a Revocation of
the Patent without the delay of a Scire facias . . .” Board
of Ordnance v. Parr, PCi/3919 (Privy Council July 19,
1810). And the revocation clause was carried through
into the British Patents Acts of 1852 and 1902. William
M arten, The English Patent System (1904) (“By this
Act the Privy Council is empowered to revoke a patent
in the event of an existing industry or the establishment
of a new industry being unfairly prejudiced.”).
While some briefs point out that patent challengers
made more use of scire facias than the Privy Council by
the end of the 18th century, that is not the question. The
constitutional claim in this case is that the government
can never revoke a patent without the participation of a
court. Evidence that courts were usually but not always
involved in revoking patents doesn’t demonstrate that
claim. Indeed, it demonstrates the opposite.
Early American practice confirms the role of nonArticle III tribunals in patent validity determinations.
Because the United States had no king, Congress (or state
legislatures) took it upon themselves to revoke patents.
See, e.g., H.R. Journal, 3rd Cong., 1st Sess., 206 (1794)
(reporting petition by Jonathan Jenkins requesting repeal
of patent granted to Benjamin Folger for using whale oil
to produce candles); Livingston v. Van Ingen, 9 Johns 507,
508–09 (N.Y. 1812) (litigating the consequences of New
York’s revocation of the 1787 patent to John Fitch for the
steamboat and a subsequent grant to Robert Livingston,
with both parties assuming the legislature could revoke
the patent it granted); Bracha, supra, at 110-11 (noting
that state legislatures universally assumed this power).
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Thus, even if this Court were to adopt a novel
historical test for Article III that focused on the forum
in which actions were brought in 1789, patent cancellation
was not exclusively a function of the courts at that time.
Since the middle of the 20th century, Congress again
has exercised significant control over patent cancellation
by permitting administrative cancellation, first in
interferences starting in 1952, then in reexamination
beginning in 1981, and now in inter partes review.
Congress acted within its legitimate legislative power in
doing so, even if its choices differed from those of early
Congresses. The Court long ago recognized in the context
of interferences, which could involve issued patents, that
statutory entitlement to patent rights was a “matter[]
involving public rights, which may be presented in such
form that the judicial power is capable of acting on them,
and which are susceptible of judicial determination,
but which Congress may or may not bring within the
cognizance of the courts of the United States, as it
may deem proper.” Duell, 172 U.S. at 582-583 (quoting
Murray’s Lessee, 59 U.S. at 284 (emphasis added)); see
also Christopher Beauchamp, Repealing Patents 32-33
(working paper, available at https://papers.ssrn.com/sol3/
papers.cfm?abstract_id=3044003) (suggesting that the
history of patent revocation under the 1790 and 1793 acts
suggests that Congress may have considered patents to
be public rights). The grounds for inter partes review
and its impact may be greater but the basic conclusion
remains: as federal statutory rights that do not replace
any common law rights, Congress has broad power to
provide for administrative adjudication of the validity of
issued patents.
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II. Congress Adopted an Administrative Error
Correction Scheme That Promotes Article I
Objectives Without Threatening Article III
Principles
A.

Congress Has Repeatedly Determined That
Administrative Correction of Erroneously
Granted Patents Is Necessary to Promote the
“Progress of the Useful Arts”

In assessing the Constitutionality of tribunals
outside Article III, this Court has looked to whether
the tribunal “ensure[s] the effectiveness” of a system
Congress established pursuant to its Article I powers.
CFTC v. Schor, 478 U.S. 833, 856 (1986). In this case,
Congress has, since 1980, done precisely what the Court
has required. It has set up administrative proceedings
specifically to ensure that patents are kept “within their
legitimate scope,” Cuozzo, 136 S. Ct. at 2144 (quotations
omitted), so that the patent system can properly serve its
Constitutional purpose of promoting the “Progress of the
Useful Arts.” These proceedings involve “a specific and
limited regulatory scheme” as to which the agency has
“obvious expertise.” Stern v. Marshall, 564 U.S. 462, 491
(2011) (internal citations omitted).
As Congress has appreciated, the U.S. Patent and
Trademark Office operates under tremendous workload
pressure. In 2016, for example, the office received over
650,000 patent applications and allowed over 360,000
patents. USPTO Report FY 2016, at 178. Such highthroughput processing will inevitably produce error.
Erroneous determinations of novelty and non-obviousness
– the precise areas covered by inter partes review – are
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particularly likely. The applicant has no duty to search the
scientific and technical literature; instead, the examiner
bears the time-intensive burden of finding literature to
show a given application claims invention that is not novel
or is obvious. Moreover, while applicants have obvious
incentives to appeal an examiner’s erroneous decision
to deny a patent, the initial examination process affords
little opportunity for third-party input and no mechanism
for thwarting an erroneous grant. Additionally, the sheer
volume of annual applications and grants, and substantial
uncertainty regarding which patents will ultimately be
asserted against competitors, limit the ability of third
party competitors to monitor the Patent Office’s initial
examination processes.
The monitoring problem is more tractable for that
subset of patents that are ultimately asserted against
competitors. However, many improperly granted patents
will not be invalidated through expensive and protracted
district court litigation. The 2017 economic survey of
the American Intellectual Property Law Association
indicates that even for the lowest-stakes category of patent
lawsuits (in which less than $1 million is at risk), median
litigation costs are $500,000. And for the highest-stakes
lawsuits (in which more than $25 million is at risk), median
litigation costs rise to over $3 million. Given these costs,
defendants charged with infringement of an erroneously
granted patent may simply settle the case, thereby failing
to engage in the “authoritative testing of patent validity”
that this Court has seen as essential. See Blonder-Tongue,
402 U.S. at 344. 5
5. Indeed, settlement may be particularly likely in cases
where an improperly granted patent can be asserted against
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As discussed in Part I, Congress has for many
decades provided for administrative cancellation of
patent claims post-issuance. In doing so, Congress both
intended to settle validity disputes “more quickly and less
expensively than the often protracted litigation involved
in such cases” and to “reinforce investor confidence in
the certainty of patent rights by affording the USPTO a
broader opportunity to review doubtful patents.” Patlex
Corp. v. Mossinghoff, 758 F.2d 594, 602 (Fed. Cir. 1985)
(quotations omitted).
Ex parte reexamination, which began for patents
granted in 1981 (and continues in force today), has the
drawback of excluding third-party participation beyond
the initial request. In 1999, Congress therefore created a
new procedure to expand third-party participation, inter
partes reexamination. As with ex parte examination,
Congress intended inter partes reexamination to target
“bad” patents. See Microsoft, 564 U.S. at 113 (“Congress
has amended the patent laws to account for concerns about
‘bad’ patents, including by expanding the reexamination
process to provide for inter partes proceedings.”).
Unfortunately, the initial structure of inter partes
reexamination was an unwieldy, two-step process with
no time limits. The initial reexamination itself took an
many defendants and thereby imposes very significant social costs.
In those cases, the firm that expends resources to successfully
invalidate the patent cannot capture that value, as it invalidates
the patent not only for itself but for all of its competitors. See, e.g.,
Joseph Farrell & Robert P. Merges, Incentives to Challenge and
Defend Patents: Why Litigation Won’t Reliably Fix Patent Office
Errors and Why Administrative Patent Review Might Help, 19
Berkeley Tech. L.J. 943 (2004).
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average of 39.5 months, and the result then had to be
appealed to the Board of Patent Appeals and Interferences
(“BPAI”). See Saurabh Vishnubhakat, Arti Rai, and Jay
Kesan, Strategic Decision Making in Dual PTAB and
District Court Proceedings, 31 Berkeley Tech. L.J. 45,
58 (2016). As a consequence, inter partes reexamination
was never widely used. Id.
Inter partes review keeps the substantive rules of
inter partes reexamination but eliminates the two-step
process of the earlier statute. It renames and expands
the BPAI into a body, the PTAB, that directly hears inter
partes petitions by third-party challengers and must make
a final written decision on granted petitions within one
year. Cuozzo, 136 S. Ct. at 2137; 35 U.S.C. § 316(a)(11). Like
BPAI judges before them, PTAB administrative judges
are statutorily required to possess not only “competent
legal knowledge” but also “scientific ability.” 35 U.S.C.
§ 6(a). Because administrative judges now operate at the
first step of review, inter partes review has some trialtype adjudicatory procedures that its predecessor lacked.
Cuozzo, 136 S. Ct. at 2143. As this Court unanimously
recognized in Cuozzo, however, inter partes review retains
many features of a “specialized agency proceeding.” Id.
at 2144. As noted, all PTAB judges are scientifically
trained. Additionally, third party petitioners need not have
constitutional standing; the Patent Office may continue
to conduct inter partes review even after the adverse
party has settled; and the Patent Office may intervene
in a later judicial proceeding to defend its decision even
after the private challenger has dropped out. Id. And as
with reexamination, the Congressional scheme for inter
partes review specifically provides for amendment of
patent claims. 35 U.S.C. § 316(d). Amending claims is a
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uniquely administrative task in which Article III courts
cannot engage.
Not surprisingly, then, inter partes review only
overlaps to some extent with Article III adjudication.
In the period between September 16, 2012 and June 30,
2015, for example, 30% of inter partes review petitions
challenging patents were brought by entities that had
not previously been sued on that patent in district court.
Vishnubhakat, Rai, and Kesan, supra, at 64.
B. Error Correction Remains Under the Control
of Article III Courts
In assessing the compatibility of administrative
schemes with Article III values, this Court has looked
to the degree of Article III control for which the scheme
provides. See, e.g., Schor, 478 U.S. at 853. In this case,
Article III judges at both the appellate and district court
level retain significant power.
As with prior review mechanisms, the Congressional
scheme for inter partes review provides that all final
decisions of the PTAB are subject to appellate review by
an Article III court. 35 U.S.C. § 319. Notably, the Federal
Circuit reviews de novo all legal determinations made by
judges in PTAB proceedings. See Merck & Cie v. Gnosis
SpA, 808 F. 3d 829, 833 (Fed. Cir. 2015).
Although petitioner and its amici suggest that PTAB
administrative judges are insufficiently insulated from
the agency’s political influence, it bears emphasis that
PTAB administrative judges, and the Patent Office more
generally, exercise substantially less power through
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inter partes review than judges, and agencies, in many
other parts of the administrative state. While many other
administrative judges and agencies make case-by-case
legal determinations that this Court has held are entitled
to Chevron deference, see United States v. Mead Corp.,
533 U.S. 218, 230 n.12 (2001) (giving examples in which
this Court gave Chevron deference to determinations
made by agencies in individual adjudications), the legal
determinations the Patent Office makes in inter partes
review proceedings have not received Chevron deference.
In fact, Article III review in appeals from inter partes
review proceedings is more intensive than Article III
review of other Patent Office actions. In the context
of patent grants, for example, Article III judges must
show enormous deference to the Patent Office – courts
can overturn a patent grant only if they find clear and
convincing evidence of invalidity. See generally Microsoft
v. i4i, 564 U.S. 91 (2011).
PTAB review also intrudes only minimally on the
powers of district courts. Although district courts may
choose to stay proceedings in cases where an inter partes
petition is filed on a patent asserted in the proceeding,
district court discretion on whether or not to stay is
broad under inter partes review. As with predecessor
reexamination procedures, the inter partes review statute
contains no language constraining district court discretion
on whether to grant stays. The test for deciding whether
to stay varies by jurisdiction, including such factors
as the state of discovery; the timing of trial; potential
simplification of issues; and prejudice to the patentee. See,
e.g, Drink Tanks Corp. v. Growlerworks, Inc., No. 3:16-cv410-SI, 2016 WL 3844209, at *2 (D. Or. July 15, 2016).
This variation, and empirical data showing significant
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variations in rates of stay, see Paul R. Gugliuzza, (In)
Valid Patents, 92 Notre Dame L. Rev. 271, 286-287 (2016),
confirm the power retained by Article III courts.
Additionally, once a patent owner has filed a district
court patent infringement action, the defendant in the
action typically has only one year in which to bring a
petition for inter partes review. 35 U.S.C. § 315(b). And
unlike district court judges, PTAB judges can entertain
only a small subset of validity challenges – those based
on written prior art. 35 U.S.C. § 311(b). Thus, contrary
to the petitioner’s contention, Article III courts retain
power over much more than a “right to appeal.” Brief for
Petitioner at 42.
As this Court has noted, retention of control by
Article III courts protects not only separation of powers
but also individual liberty interests. See Stern, 564 U.S.
at 483. More generally, no provision of the inter partes
review scheme prevents patent owners from filing patent
infringement suits in Article III courts. The only entities
that are denied access to Article III courts are challengers
that first file an inter partes review petition and then
decide to seek a declaratory judgment of invalidity in
an Article III court. In that case, the civil action is
automatically stayed. 35 U.S.C. § 315(a)(2).
C.

Pe t i t i o n e r ’s F a c i a l C h a l l e n g e t o
Constitutionality Would Moot Efforts to
Improve Administrative Error Correction

The fact that certain Patent Off ice practices
implementing administrative review may raise concerns,
see, e.g., Brief of Petitioner at 45-46, is not the issue in this
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case. Indeed, petitioner’s sweeping facial challenge would
entirely moot ongoing and future efforts by the Patent
Office, the Federal Circuit, and Congress to improve
post-grant administrative review.
Petitioner and its supporting amici variously challenge
expansion of PTAB panels to achieve decisional uniformity;
the alleged reluctance of the PTAB to allow amendments
to patent claims; and certain Federal Circuit decisions that
have held that administrative cancellation of a patent can
occur after an Article III court has determined that the
patent is not invalid. These issues are all orthogonal to
the question of whether the scheme of inter partes review
enacted by Congress violates Article III. Instead, they are
rightly the focus of ongoing efforts at improvement within
the Patent Office, in Congress, see, e.g., STRONGER
Patents Act, and at the Federal Circuit. Petitioner’s goal of
denying Congress any ability to implement administrative
error correction would eviscerate ongoing and future
efforts to improve correction procedures.
III. The Absence of a Seventh Amendment Right
to Have a Jury Resolve Validity Confirms the
Constitutionality of PTAB Adjudication of Some
Patent Validity Determinations.
The Seventh Amendment does not compel a different
conclusion.
A.

The Seventh Amendment Does Not Preclude
Agency Proceedings

The right to a jury trial varies depending on the forum
Congress chooses for adjudication. If Congress provides
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for adjudication of a statutory right in the federal district
courts, the nature of the right will determine whether a
jury is required. “[A] jury trial must be available if the
action involves rights and remedies of the sort typically
enforced in an action at law.” Curtis v. Loether, 415
U.S. 189, 195 (1974). But if Congress can provide for
administrative adjudication of a statutory right like patent
rights consistent with the Constitution (the Article III
question addressed above), it can do so “free from the
strictures of the Seventh Amendment.” Id. at 194-95; see
also Granfinanciera, 492 U.S. at 42 n.4; Atlas Roofing Co.
v. OSHRC, 430 U.S. 442, 455 (1977). For that reason, even if
the Seventh Amendment requires a jury trial when patent
validity is raised in district court infringement litigation,
that does not mean that the Seventh Amendment requires
a jury trial when patent validity is raised in administrative
proceedings like Patent Office post-issuance review.
Indeed, the Administrative Procedure Act, 5 U.S.C.
§§ 551–559 (2006), presupposes that a judge, not a jury,
is reviewing the agency decision. Outside of the criminal
context, juries are not usually required to pass on agency
decisions. It is judges, not juries, who traditionally review
the decisions of administrative agencies.
Shortly after the passage of the APA, the Supreme
Court held that even in a criminal proceeding there is no
right to a jury trial to review an administrative agency
decision. Cox v. United States, 332 U.S. 442, 453 (1947). In
Cox, the defendants were convicted of leaving a wartime
civilian labor camp, to which they had been sent after
objecting to military service during World War II. The
Selective Service Board had classed them as conscientious
objectors; the defendants argued that they should have
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been classed instead as ministers of religion exempt
from civilian service. The statute in question made the
Board’s decision final on the classification issue. But the
defendants argued that they had the right to present the
misclassification argument to the jury. The Court rejected
that argument in sweeping terms:
The concept of a jury passing independently
on an issue previously determined by an
administrative body or reviewing the action
of an administrative body is contrary to
settled federal administrative practice; the
constitutional right to jury trial does not include
the right to have a jury pass on the validity of
an administrative order.
Id. at 453.
In sum, there is no need for this Court to reach the
Seventh Amendment historical issue at all if it concludes,
as it should, that Congress can vest the very government
that creates a patent with the power to review that patent.
B. Historical Practice Confirms That a Jury Is
Not Required to Adjudicate Validity
Even were this Court to apply a historical test for the
Seventh Amendment rather than focus on the nature of the
underlying right, English and American history confirm
that there is no right to have a jury determine patent
validity that precludes the government from revoking a
patent on its own authority.
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1. In Markman v. Westview Instruments, Inc., 517
U.S. 370 (1996), the issue was whether the construction of
patent claims, which determines the scope of the patent,
was an issue for the judge or the jury. The Court began
by observing that “there is no dispute that infringement
cases today must be tried to a jury, as their predecessors
were more than two centuries ago.” Id. at 377 (emphasis
added). But that did not resolve the question before the
Court. Rather, it led to a second question:
[W]hether a particular issue occurring within
a jury trial (here the construction of a patent
claim) is itself necessarily a jury issue, the
guarantee being essential to preserve the right
to a jury’s resolution of the ultimate dispute. . . .
. . . [T]he answer to the second question “must
depend on whether the jury must shoulder this
responsibility as necessary to preserve the
‘substance of the common-law right of trial
by jury. “‘“Only those incidents which are
regarded as fundamental, as inherent in and of
the essence of the system of trial by jury, are
placed beyond the reach of the legislature.””
Id. at 377–78 (quoting Tull v. United States, 481 U.S. 412,
426 (1987)).
So even if infringement and damages are tried to a jury,
it doesn’t follow under Markman that all issues must be
tried to the jury. Rather, the question is whether those
particular issues were tried to a jury at old English
common law, and, even if so, whether the jury’s resolution
of those issues is so central to the common law right that
it must be preserved.
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2. As discussed in Part I, while juries considered
patent infringement suits, historically only the Privy
Council could revoke a patent. In 1753, the Council granted
the courts concurrent jurisdiction with the government
itself to revoke a patent. Under this post-1753 procedure, a
party that wanted to revoke a patent proceeded by a writ
of “scire facias.” The Chancery court could issue a writ of
scire facias, requiring the owner of the patent to appear
in court and defend the patent, lest the court issue an
order to the Crown revoking the patent for inconveniency.
Scire facias was the only judicial means of revoking a
patent. Hindmarch, A Treatise on the Law Relative to
Patent Privileges for the Sole Use of Inventions: And the
Practice of Obtaining Letters Patent for Inventions 3
(Harrisburg, Pa., I.G. M’Kinley & J.M.G. Lescure 1847)
(“The only means which the law provides for the repealing
of letters patent, is by action of scire facias at the suit of
the Queen.”); Attorney Gen. ex rel. Hecker v. Rumford
Chem. Works, 32 F. 608, 619 (C.C.R.I. 1876) (“No instance
can be found, it is believed, of any other proceeding in
England than a scire facias to repeal letters patent for
an invention.”).
Because the Crown granted the patent in the first
instance, it was thought to have an interest in the
proceeding, and so the Attorney General was a party and
had to approve the proceeding. William Hands, The Law
and Practice of Patents for Inventions 16 (London, W.
Clarke & Sons 1808) (“[A] writ of scire facias . . . issues
out of the Court of Chancery, at the instance of any private
person, but in the name of the King, leave to issue it
must therefore be previously obtained from the Attorney
General.”).
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It was the Chancellor, not the jury, who held the
final power to revoke a patent using scire facias. While
chancery courts could and did refer validity questions
to juries at common law, they did so only when there
was a disputed issue of fact that was necessary to the
resolution of the validity issue. They decided legal issues
for themselves.6 And the question of invalidity was not
itself a question of fact. See Hill v. Thompson, (1817) 36
Eng. Rep. 239 (Ch.) 242; 3 Mer. 622, 630; Mark A. Lemley,
Why Do Juries Decide If Patents Are Valid?, 99 Va. L.
Rev. 1673, 1690 (2013) (discussing cases).
A brief filed in this Court by two legal historians
argues that previously undiscovered unpublished
decisions during this period show that scire facias actions
were more common during the late eighteenth century
than previously thought and also show a common practice
of referring fact questions in those cases to juries. They
argue at various points based on this evidence that this
Court, the Federal Circuit, current scholars, and even
contemporary luminaries such as Lord Coke have all
misunderstood the role of scire facias. But even accepting
these unpublished cases and everything these two scholars
claim for them can offer no comfort to Petitioners here.
At most they establish that when a writ of scire facias
was brought in Chancery court and the resolution of the
6. 2 William Tidd, The Practice of the Court of King’s Bench
799 (2d ed. London 1799) (“it has become the practice for the jury,
when they have any doubt as to the matter of law, to find a special
verdict, stating the facts, and referring the law arising thereon to
the decision of the court; by concluding conditionally, that if upon
the whole matter alledged [sic], the court shall be of opinion, that
the plaintiff had cause of action, then they find for the plaintiff; if
otherwise, then for the defendant.”) (emphasis in original).
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writ turned on a disputed issue of fact it was common
(though not universal) practice to refer that fact issue to a
jury.7 But it is undisputed that the government itself had
and exercised the power to cancel a patent in the Privy
Council, and that the scire facias action was one that had
to be brought in the name of the government and with the
permission of the Attorney General.
The Seventh Amendment question is not whether
juries were used in patent cases at the founding but
whether there was a right to a jury trial on validity at
English common law that was so central that it could not be
decided without a jury. The power of the Privy Council to
cancel patents on its own, the fact that any court challenge
required the permission of the Attorney General, and the
limitation of the jury to deciding specific fact questions in
the case before them rather than holding a patent invalid
all demonstrate that the jury was at the very least not the
only way to invalidate a patent in England. To conclude
not only that the government did not have to be involved in
canceling a patent but that the government had no power
to do so would turn English history on its head.

7. The jury was not asked to annul the patent itself. Indeed,
the general practice in England at the time was to ask a jury to rule
only on specific factual questions. Thus, In Arkwright v. Nightingale,
Lord Loughborough’s charge to the jury was “simply whether you
believe five witnesses who have sworn to a positive fact.” Helen
Gubby, Developing a Legal Paradigm for Patents 197 (2012). The
jury would often answer those questions during the trial itself rather
than waiting to render a verdict after all the evidence was in. Id. at
29-30. One scholar suggests this sort of specific question was common
English practice at the time. James Oldham, English Common Law
in the Age of Mansfield 68 (2004).
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3. The Patent Acts of 1790 and 1793 also provided for
a petition to cancel a patent within the first years after the
patent was issued. ; Lemley, supra, at 1693, 1696. Those
actions were brought by private complainants. Ex Parte
Wood & Brundage, 22 U.S. (9 Wheat.) 603, 614 (1824).
But those private actions coexisted with the ability of the
government to revoke a patent. Morris v. Huntington,
17 F. Cas. 818, 821 (C.C.D.N.Y. 1824) (No. 9,831) (“I see
no insuperable objection to entering a vacatur of the
patent of record in the department of state, if taken out
inadvertently and by mistake”). One scholar rejects the
conclusion that those cancelation petitions enacted a scire
facias action, instead viewing them as new procedures
created by Congress. Beauchamp, supra.
As in England, juries could and did consider factual
questions in validity disputes when they were presented
as defenses to an infringement suit filed at law. But those
proceedings did not revoke or “invalidate” patents as we
understand the concept today. The successful assertion of
such a defense benefitted only the defendant, and did not
revoke the patent. Indeed, a number of early U.S. cases
involved juries reaching contradictory decisions on patent
validity. See, e.g., Blake v. Smith, 3 F. Cas. 604, 605–07
(C.C.S.D.N.Y. 1845) (No. 1,502) (noting that a jury in New
York had overturned a patent that a jury in Connecticut
had upheld, Blake v. Sperry, 3 F. Cas. 607 (C.C.D. Conn.
1843) (No. 1,503), and ordering a new trial in New York
in hopes of reaching consistent conclusions). And juries
also sometimes considered fact questions (though not
legal issues) in the rare revocation proceedings under the
1793 Act, Lemley, supra, at 1696-97, though the actual
practice generally involved a judge, not a jury, deciding
whether to revoke a patent. McGaw v. Bryan, 16 F. Cas.
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96, 97 (S.D.N.Y. 1821); Beauchamp, supra, at 20-22, 28-30
(discussing the 1792 case of Jenkins v. Folger).
The 1836 Patent Act narrowed the grounds for
a private party to bring an action to cancel a patent,
essentially limiting it to disputes between two parties
over which was the first inventor. Patent Act of 1836, ch.
357 § 16, 5 Stat. 117, 123–24. With that limitation, the
common assumption in the early 19 th century was that
only the government could bring a proceeding to cancel
or annul a patent. Lemley, supra, at 1699. And indeed the
government did so in a number of cases in the nineteenth
century. See, e.g., Mowry v. Whitney, 81 U.S. (14 Wall.)
434, 440 (1871); United States v. Am. Bell Tel. Co., 128
U.S. 315, 369 (1888). See also id. at 365-68 (canvassing
six prior cases in which the United States brought suit to
cancel a patent). 8
As one scholar summarizes the history:
Before 1870, in short, juries did resolve validity
questions when they were raised as a personal
defense in an infringement suit at law, just
as they did in England at common law. But
when courts considered whether to invalidate
a patent altogether during that period, they
did so at equity. After 1870, the use of juries
in patent cases essentially disappeared, and
judges took over not only the role of invalidating
8. This Court did say in McCormick Harvesting Mach. Co. v.
C. Aultman & Co., 169 US. 606, 609 (1898), that only courts were
vested with power to invalidate a patent. But that statement was
an interpretation of the then-applicable statute, Rev. Stat. §4916,
and did not purport to state a constitutional command.
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patents in revocation proceedings but also the
job of deciding personal defenses in patent
infringement suits. By 1940, the jury was a
forgotten memory in patent litigation; no one
living could recall a time when it was otherwise.
Lemley, supra, at 1704.
4. Throughout U.S. and English history, a jury in
an infringement action had no power to finally revoke a
patent. While accused infringers could assert a defense of
invalidity, and juries could decide the facts that underlay
that defense, that defense was personal to them; the
patent was not invalid unless it was nullified in a repeal
proceeding or revoked by the government. Patentees could
and did enforce “invalid” patents against others.
That ended in 1971. In Blonder-Tongue, 402 U.S. at
350, this Court held that the doctrine of collateral estoppel
extended to bar a patentee from asserting a patent held
invalid in one proceeding against any other defendant in a
subsequent case. This doctrine of “defensive non-mutual”
collateral estoppel represented a fundamental shift in
patent litigation. After Blonder-Tongue, a patentee puts
its legal right at risk every time it files a patent suit. Lose
on infringement and the patentee remains free to sue
someone else whose device works in a different way. But
lose on validity in one case and its rights of enforcement
end as to everyone else.
The result of Blonder-Tongue is that an invalidity
defense in litigation now looks more like the traditional
English revocation of a patent by the government (either
through the Privy Council or by consenting to a scire
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facias writ) than like a personal defense to infringement.
Indeed, this Court has recognized that infringement and
invalidity are now different proceedings with different
scopes because, after Blonder-Tongue, a ruling of
invalidity has a greater effect than simply defeating the
infringement case before the court. Cardinal Chem. Co.
v. Morton Int’l, Inc., 508 U.S. 83, 98 (1993).
If the ultimate question of validity had always been
tried to juries in the United States, this Court might
be reluctant to upset that practice even if the evidence
suggested that it wasn’t required in England before
1791. But in fact there is no such long tradition of juries
deciding validity in the United States. In the early days of
the Republic, juries sometimes decided specific fact issues
bearing on validity, though equity courts did so as well.
But juries did not invalidate patents in the modern sense
of Blonder-Tongue; nullity proceedings were brought
only in equity. Further, for most of the last 150 years,
including the time in which the modern requirements of
validity were developed and applied, judges, not juries,
decided those validity questions. Indeed, not until the
last generation have juries begun deciding validity in
a majority of cases or in circumstances that ended up
nullifying the patent. Lemley, supra at 1705-06. If the
Seventh Amendment is concerned with preserving the
fundamental essence of a right to jury trial as it existed
in history, it makes little sense to find such a right to exist
in a practice that was uncommon before 1978 and not truly
prevalent until the late 1980s.
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CONCLUSION
Inter par tes rev iew and other post -issuance
proceedings before the PTAB serve an important function
in insuring that the only exclusive rights in inventions that
exist are those that comply with the statutory conditions
Congress set forth to balance the needs of innovation and
free competition. To the extent that specific procedures
used in inter partes review require further refinement,
that task is for Congress, the Patent Office pursuant to
its delegated power, and perhaps the courts in resolving
appropriate statutory or due process challenges. Neither
Article III nor the Seventh Amendment warrants
abolishing the statutory scheme established by Congress
pursuant to its broad powers to determine the best means
for promoting the progress of the useful arts.
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1
INTEREST OF AMICI CURIAE1
SAP America, Inc. was the first party to file a
petition under the America Invents Act and has filed
dozens more since. SAP is a leading technology
company developing computer software and
computer-based business solutions.
SAP is an
innovative business that seeks patents on its
inventions, licenses its patents to others, and obtains
licenses under others’ patents. SAP is a frequent
target of costly infringement lawsuits based on
patents of no merit.
Gilead Sciences, Inc. is a biopharmaceutical
company that discovers, develops and commercializes
innovative therapeutics in areas of unmet medical
need. The company’s mission is to advance the care of
patients suffering from life-threatening diseases.
Gilead obtains patents on its innovations and has
responded to petitions for inter partes review of
several of its patents. It also has filed four petitions
for inter partes review in connection with litigation
filed by a patent owner, which are now pending.
Nautilus, Inc. is a U.S. based company that
develops and markets fitness equipment under some
of the most recognized brand names in the fitness
industry: Nautilus®, Bowflex®, Schwinn®, Universal®,

All parties have consented to the filing of this brief. No counsel
for any party authored this brief in whole or in part, and no
entity, other than amici, or their counsel, made a monetary
contribution to the preparation or submission of this brief.
1
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and Octane Fitness®. Nautilus is committed to
providing innovative, quality solutions to help people
achieve their fitness goals through a fit and healthy
lifestyle. Nautilus obtains patents on its innovations
and has responded to requests for inter partes review
of its patents. It has also filed requests for inter partes
review, currently pending, and has been subjected to
costly patent infringement lawsuits on patents that
lack merit.
Electronic Transactions Association (“ETA”) is an
international trade association representing more
than 550 companies that offer electronic transaction
processing products and services. ETA’s membership
spans the breadth of the payments industry, from
independent sales organizations to financial
institutions, from transaction processors to mobile
payment technologies and equipment suppliers.
Several of its members have used inter partes review
to challenge wrongly issued patents in response to
costly litigation.
The Financial Services Roundtable represents the
largest integrated financial services companies
providing banking, insurance, payment and
investment products and services to the American
consumer. FSR member companies provide fuel for
America's economic engine, accounting for $92.7
trillion in managed assets, $1.2 trillion in revenue,
and 2.3 million jobs. Several of its members have used
inter partes review to challenge wrongly issued
patents.

3
Xilinx, Inc. is a fabless semiconductor company
that is the leading provider of All Programmable
solutions. The company’s products enable a wide
variety of applications and power industry
advancements in cloud computing, embedded vision,
industrial IoT, 5G wireless, and more. Xilinx’s success
depends on continuous innovation and the protection
of its intellectual property afforded by a strong patent
system. Xilinx has participated in several inter partes
review proceedings, both as a patent owner and as a
petitioner, and believes the process is invaluable to
ensuring only valid patents are enforced.
SUMMARY OF ARGUMENT
Since 1980, the Patent Office has issued more than
10,000
reexamination
certificates
canceling,
amending, adding, or confirming claims of issued
patents. Inter partes review is substantively identical
to reexamination, enforcing the same patentability
conditions and issuing the same certificates canceling,
amending, adding or confirming claims. Like
reexamination, inter partes review is a rational
condition the Legislature has imposed to maintain a
patent, pursuant to its Constitutional authority to
grant patents “for limited Times” to promote the
useful Arts. Since 1980, every patent applicant has
consented to the substance of this reexamination as a
maintenance condition for each granted patent.
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ARGUMENT
I.

The Patent Office Has Completed More
Than 10,000 Reexaminations Of Issued
Patents Since 1980.

Petitioner does not challenge the constitutionality
of the patent reexamination statute enacted in 1980.
Act of Dec. 12, 1980, Pub. L. No. 96-517, § 1, 94 Stat.
3015 (codified as amended at 35 U.S.C. Ch. 30). Under
this statute, the Patent Office has issued more than
10,000 certificates canceling, amending, adding, or
confirming claims of an issued patent. See U.S. Patent
& Trademark Office, Ex Parte Reexamination
Historical Statistics at 2 (Sept. 30, 2016),
https://www.uspto.gov/sites/default/files/documents/e
x_parte_historical_stats_roll_up.pdf.
II.

Inter Partes Review Is Substantively
Identical To Reexamination.

An inter parties review is substantively identical
to a reexamination.
The end result is identical. The result of an inter
partes review is a certificate canceling, amending,
adding, or confirming patent claims: “the Director
shall issue and publish a certificate canceling any
claim of the patent finally determined to be
unpatentable, confirming any claim of the patent
determined to be patentable, and incorporating in the
patent by operation of the certificate any new or
amended claim determined to be patentable.” 35
U.S.C. § 318(b). That is the identical result of a
reexamination: “the Director will issue and publish a
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certificate canceling any claim of the patent finally
determined to be unpatentable, confirming any claim
of the patent determined to be patentable, and
incorporating in the patent any proposed amended or
new claim determined to be patentable.” Id. § 307(a).
The substantive patentability review is identical
also, both in the Patent Office and the Federal Circuit.
In each, the issued claims are evaluated under only
the same two “conditions for patentability,” 35 U.S.C.
§§ 102 (anticipation) and 103 (obviousness), and in
light of only “prior art consisting of patents or printed
publications.”
35
U.S.C.
§§
301(a),
302
(reexamination), § 311(b) (inter partes review). In
each, the Patent Office and Federal Circuit apply the
identical body of substantive patent law.
The claim construction rules are identical as well.
Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 2145
(2016) (both apply a “broadest reasonable
interpretation” of the claims).
III.

Like Reexamination, Inter Partes Review
Is A Condition To Maintain A Patent.

The Constitution grants Congress power to
legislate to “promote the Progress of Science and
useful Arts, by securing for limited Times to Authors
and Inventors the exclusive Right to their respective
Writings and Discoveries.” U.S. Const. Art. I, § 8, cl.
8. This grant authorizes Congress to set the conditions
for issuing a patent and maintaining it “for limited
Times.” This “limited Times” provision grants
Congress broad powers to control the term of an
individual patent. Congress, for example, has the
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authority to extend the term of an already issued
patent, retrospectively. See Eldred v. Ashcroft, 537
U.S. 186, 201-02 (2003).
In 1980, Congress exercised its power to set
conditions for maintaining a patent, in two provisions.
These maintenance conditions are statutory strings
attached to every utility patent extant today.
First, Congress imposed on all utility patent
owners steadily increasing periodic fees to maintain a
patent, on pain of termination of the patent should the
fee not be paid. Act of Dec. 12, 1980, Pub. L. No. 96517, § 2, 94 Stat. 3015, 3017-18 (codified as amended
at 35 U.S.C. § 41(b)). This maintenance fee
requirement took effect upon enactment. Id., § 8(a), 94
Stat. at 3027. Fees are due 3 ½, 7 ½, and 11 ½ years
from patent grant. 35 U.S.C. § 41(b)(1). Failure to pay
the required maintenance fee will terminate a patent
even if it is being asserted in court, thereby
terminating the court’s power to issue an injunction
against infringement of the patent.
Under the Copyright and Patent Clause of the
Constitution, Art. I, § 8, cl. 8, Congress in 1980 could
have imposed additional periodic conditions on patent
owners for maintaining a utility patent. For example,
Congress could have mirrored the trademark
registration maintenance and renewal conditions
imposed by the Lanham Act. 15 U.S.C. § 1058. The
trademark owner must show continued use of the
trademark in commerce (or special circumstances
excusing such use) within one year of the sixth
anniversary of the registration, or else the
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registration will be canceled. Id. The same showing
must be made again upon each request for a 10-year
renewal of the original 10-year term of the
registration. Id. Similarly, for patents, Congress could
have required patent owners to again show
patentability 3 ½, 7 ½, and 11 ½ years from the patent
grant when paying maintenance fees. Although Amici
do not recommend such a stricter periodic patent
maintenance requirement, it would be a rational
exercise of Congress’s power to set conditions for
maintaining the patent grant “for limited Times.” It
would not encroach upon the authority of the Judicial
Branch.
Instead of any such additional periodic
maintenance requirement, Congress imposed on
individual patent owners an on-demand patentability
defense as a condition to maintain their patents.
Specifically, in 1980, in the same Act establishing
maintenance fees, Congress established patent
reexamination, requiring patent owners to defend
patentability when challenged. Act of Dec. 12, 1980,
Pub. L. No. 96-517, § 1, 94 Stat. 3015 (codified as
amended at 35 U.S.C. Ch. 30). The reexamination
statute took effect on July 1, 1981, and by its terms
applied to unexpired patents issued before or after
that date. Id., § 8(b), 94 Stat. at 3027. Reexamination
reapplies the same 35 U.S.C. §§ 102, 103 “conditions
for patentability” applied when issuing the patent.
Requiring a patent owner to again show
entitlement to the patent does not encroach on the
authority of the Judicial Branch any more than
requiring trademark registrants to again show use of

8
the trademark. Rather, it is a rational exercise of the
constitutional authority vested in the Legislative
Branch to legislate to grant patents “for limited
Times” to promote the progress of the useful Arts.
An inter partes review is another, substantively
identical, on-demand condition for maintaining a
patent. Like reexamination, it too reapplies the same
35 U.S.C. §§ 102, 103 “conditions for patentability”
applied when issuing the patent. This patentmaintenance condition fits squarely within the
authority granted Congress in Art. I, § 8, cl. 8 of the
Constitution. This Article I basis for inter partes
review supports Respondents’ position that inter
partes review is an exercise of Legislative and
Executive authority, not Judicial authority.
IV.

Since 1980 Patent Applicants Have
Consented To Substantive
Reconsideration Of Patentability By The
Patent Office.

The Leahy-Smith America Invents Act, Pub. L. No.
112-29, 125 Stat. 284, was enacted September 16,
2011. Every patent applicant since then has sought
patent
protection
knowing
that
defending
patentability in an inter partes review, when needed,
would be one condition for maintaining any patent
obtained.
Petitioner obtained its patent before 2011. But,
like every other patent applicant since December 12,
1980, Petitioner consented to reexamination as a
condition for maintaining its patent. Petitioner knew
that the patent it sought would be subject to a
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reexamination request by anyone in the world at any
time, including the Commissioner (now Director) of
Patents, potentially leading to early cancellation of
the patent. And, as noted, the substance of that
reexamination to which it consented, is identical to
inter partes review.
CONCLUSION
Like reexamination, inter partes review is a
rational exercise of the Legislative power to impose
maintenance conditions on the term of a patent, not
an exercise of Judicial authority.
Respectfully submitted,
Andrew M. Mason
John D. Vandenberg
Counsel of Record
KLARQUIST SPARKMAN, LLP
121 SW Salmon St., Ste. 1600
Portland, OR 97204
503-595-5300
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1
INTEREST OF AMICUS CURIAE1
The Patent Trial and Appeal Board (PTAB) Bar
Association is a voluntary bar association of approximately 900 members engaged in private and corporate
practice and in government service. Members represent a wide and diverse spectrum of individuals, companies, and institutions involved directly and indirectly
in the practice of patent law as well as other fields of
law affecting intellectual property. They represent
owners, users, and challengers of intellectual property
rights.
The PTAB Bar Association has no interest in any
party to this litigation or stake in the outcome of this
case, other than its interest in seeking a correct and
consistent interpretation of the law affecting intellectual property.2 PTAB Bar Association members may not
be in full agreement on whether inter partes review
(IPR), covered business method (CBM), and post-grant
review (PGR) proceedings—all of which Congress cre1
In accordance with Supreme Court Rule 37.6, amicus curiae
states that this brief was not authored, in whole or in part, by
counsel to a party, and that no monetary contribution to the
preparation or submission of this brief was made by any person or
entity other than the amicus curiae and its counsel. Specifically,
after reasonable investigation, the PTAB Bar Association believes
that (i) no member of its Board or Amicus Committee who voted to
file this brief, or any attorney in the law firm or corporation of
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ated through the Leahy-Smith America Invents Act
(AIA)—currently strike a proper balance between petitioners and patent owners involved in those proceedings. Nonetheless, the PTAB Bar Association believes
that these procedures are constitutional and that any
perceived deficiencies in the procedure at present can
be addressed with revisions to the IPR process, either
by Congress or through regulatory changes. Indeed,
Congress has frequently revised the patent statutes
and is well-positioned to do so here. The PTAB Bar
Association is providing a forum for proposing regulatory changes as well.
The PTAB Bar Association submits this brief to apprise the Court of the important role that IPRs play in
the patent system, and to highlight their advantages
relative to district court adjudication of validity issues.
SUMMARY OF ARGUMENT
1. Like reexaminations and other procedures that
have existed for many decades, the IPR process allows
the U.S. Patent and Trademark Office (USPTO) to
“reexamin[e] an earlier agency decision.” Cuozzo
Speed Techs., LLC v. Lee, 136 S. Ct. 2131, 2144 (2016).
More specifically, IPRs strike a balance between the
interests of patent owners and those of the public by
creating efficient, but limited, procedures to revisit the
initial decision to grant patents. The IPR procedure is
an incremental modification of reexamination
procedures used by the USPTO for decades to consider
the same questions of patentability. But IPRs are far
more efficient: by statute, they must reach final
decisions within fixed times. Accordingly, district
courts are more likely to stay cases pending IPRs than
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they were pending reexaminations, to take advantage
of IPRs’ streamlined patentability determinations.
2. IPRs address constraints inherent in the initial
examination of patent applications. In order to process
more than 600,000 applications a year, the USPTO
gives each application in a given technology area
approximately the same level of examination. Only
later, post-issuance, does it become evident which
patents are sufficiently important to warrant more
extensive review. IPRs provide a way for incentivized
members of the public to initiate a continued
examination of the patent, and to assist the USPTO in
finding prior art and analyzing the validity of the
patent claims.
3. IPRs provide advantages over district court
consideration of the questions of anticipation and
obviousness. For instance, USPTO factfinders are
well-versed in patent law and technology, and are
repeat players in resolving these questions. Moreover,
in an IPR, the issues of anticipation and obviousness
are the only ones considered, whereas in district court
litigation, the presentation of these issues is often
sacrificed to other considerations. Holding the IPR
procedure unconstitutional would deprive the public
and patentees of these and other benefits to the patent
system.
ARGUMENT
I. The role of IPRs in the patent system.
Historically, post-grant challenges to patents have
taken various forms. Currently, the most common form
of post-grant challenge is an inter partes review (IPR)
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proceeding; the case now before the Court arose from
an IPR that resulted in the cancellation of Oil States’
patent claims. This brief accordingly focuses on IPR
proceedings, even though most of the discussion applies
to CBM and PGR proceedings as well.
While IPRs are relatively new, the practice of revisiting granted patents is not. The United States Patent
and Trademark Office (USPTO), of which the PTAB is
a part, has been adjudicating patentability3 in connection with already-granted patents for many decades
through reexamination, reissue, and interference proceedings. IPRs provide another improved mechanism
for efficiently enabling the USPTO to adjudicate patentability in connection with granted patents. The
USPTO’s role in reviewing granted patents through
3

Both the PTAB and a district court are charged with
determining whether the claims at issue are the same as or
obvious in view of the prior art. In a district court litigation, this
evaluation of the claims in view of the prior art is referred to as a
validity question. In the USPTO, by contrast, it is an issue of
patentability. The differences between validity and patentability
relate to what standard of proof is used and which party has the
burden of proof on certain issues.
Specifically, in a district court, the patent claims are fixed and
an issued patent receives a presumption of validity; an accused
infringer must meet the clear-and-convincing evidentiary burden
to invalidate a patent. 35 U.S.C. § 282; Microsoft Corp. v. i4i Ltd.
Partnership, 564 U.S. 91 (2011). As this Court recognized in
Microsoft v. i4i, Congress could change that burden if it wished—
i.e., it is not constitutionally required. Instead, Congress created
IPR proceedings, in which the petitioner bears the ultimate
burden of persuasion at trial. That burden is not a clear-andconvincing burden, for the USPTO does not need to defer to its
own prior determinations.
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IPRs serves an important function and should be upheld.
A. The IPR system benefits all parties.
The AIA’s creation of post-grant procedures to review the patentability of previously issued claims recognizes concerns akin to those discussed in Nautilus,
Mayo, and other recent decisions of this Court invalidating issued patents. See, e.g., Nautilus, Inc. v. Biosig
Instruments, Inc., 134 S. Ct. 2120, 2130 (2014); Mayo
Collaborative Serv. v. Prometheus Labs., Inc., 566 U.S.
66, 86-87 (2012). At the same time, it is faithful to federal patent policy, which properly provides patent
holders with time-limited rights to royalties or an injunction against other parties using the claimed invention. Brulotte v. Thys Co., 379 U.S. 29, 31-32 (1964).
Protection of the legally-granted patent monopoly is
important, and so are the rights of the public (including
accused infringers) to challenge the validity of a patent.
See Lear, Inc. v. Adkins, 395 U.S. 653 (1969).
The AIA strikes a balance by creating avenues to
request review of previously issued patents in the
USPTO, while offering benefits to patent owners that
prevail in those proceedings. IPRs can be used to challenge patentability only on grounds of lack of novelty
(i.e., anticipation) or obviousness, and only based on
prior patents or printed publications.
35 U.S.C.
§ 311(b). While any person other than the patent owner
can petition for an IPR, a party that has been sued for
patent infringement must file an IPR within one year.
Id. §§ 311(a), 315(b).
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Parties sued for infringement—like Greene’s Energy in the present case—are estopped from later raising
a challenge based on the same anticipation and obviousness challenges should the patent’s claims be upheld
in an IPR.4 35 U.S.C. § 315(e). Therefore, an accused
infringer unsuccessfully challenging the validity of an
issued patent before the PTAB will forfeit its right (and
the right of those in privity with it) to raise invalidity
defenses before a district court or the International
Trade Commission. Id. In many cases, therefore, a petitioner who loses an IPR will thus be deprived of substantial defenses before the district court.
An IPR begins when the petitioning party submits
a petition and supporting documentation arguing that
the patent is invalid. 35 U.S.C. § 312(a); 37 C.F.R.
§§ 42.101, 42.104. The patent owner then has approximately three months to file its own response and evidence arguing that the patent is valid and the IPR proceeding should not be instituted. 35 U.S.C. § 313; 37
C.F.R. § 42.107. Within three months of receiving that
response, typically three PTAB judges assigned to the
case determine whether to institute the IPR proceeding. 35 U.S.C. § 314(b). These judges have special
technical and legal expertise, and at least one of them
typically has a technical background and work experience related to the subject matter of the patent in
question. The percentage of IPR petitions accepted in
this fashion has been declining, to less than 70% in fiscal
year 2016, and 63% in the latest data. U.S. Patent &
4

The courts are evaluating the precise scope of this estoppel,
but at the very least it applies to the same grounds addressed in an
IPR that reaches a final written decision.
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Trademark Office, Trial Statistics IPR, PGR, CBM:
Patent Trial and Appeal Board Statistics 7 (July 2017);
https://www.uspto.gov/sites/default/files/documents/tri
al_statistics_july2017.pdf.
When an IPR is instituted, the so-called “trial
phase” begins before the PTAB. See 35 U.S.C. § 316; 37
C.F.R. § 42.100. This proceeding differs significantly
from a trial in court, as the parties work on a strict
schedule with only limited means to marshal evidence
and create a record. See 37 C.F.R. §§ 42.1 - .74. For the
petitioner, the record is largely set at the time the petition is filed, with only limited opportunities to supplement its evidence or make other arguments. Id. §
42.123. For the patent owner, the record is largely set
when it files its response to the petition, again with few
opportunities to supplement its evidence or make other
arguments. Id. § 42.120. IPRs feature only limited opportunities for discovery, other than depositions of the
other side’s experts.5 35 U.S.C. § 316(a)(5); 37 C.F.R. §§
42.51 - .53; see, e.g., Garmin Int’l, Inc. v. Cuozzo Speed
Techs. LLC, Case IPR2012-00001, (P.T.A.B. Mar. 5,
2013) (Paper 26); John’s Lone Star Distribution, Inc. v.
Thermolife Int’l, LLC, Case IPR2014-01201 (P.T.A.B.
May 13, 2015) (Paper 29). At the hearing, which typically lasts no more than a few hours, live testimony is
5

The IPR process does not provide either the petitioner or the
patentee with the right to a jury trial. Even in district court,
however, the parties do not necessarily have that right.
Specifically, they lack that right in cases where the only remedies
sought are equitable ones, including most cases brought pursuant
to the Hatch-Waxman Act or the Biologics Price Competition and
Innovation Act.
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rarely presented and instead testimony is presented by
deposition transcript. 37 C.F.R. § 42.53. By statute,
the trial phase must result in a final decision as to patentability within twelve months of institution. 35
U.S.C. § 316(a)(11). That decision is reviewable by the
Federal Circuit.
Practitioners appreciate and depend on the opportunity to have issued patents reviewed in the USPTO.
Cf. Kimble v. Marvel Entm’t, Inc., 135 S. Ct. 2401
(2015) (stressing that practitioners understood and had
adapted to the settled Brulotte rule). In addition to being a lower-cost method of reviewing a patent’s validity, such review allows the USPTO—which is already
familiar with the patent process and has appropriate
technical expertise—to weigh in on new issues relating
to prior art and claim scope, and thus to bolster confidence in the patent system.
B. The USPTO has long been able to review its
prior decisions.
Congress created the USPTO to have “special expertise in evaluating patent applications” and directed
it to issue patents that meet the requirements for patentability. Kappos v. Hyatt, 566 U.S. 431, 445 (2012);
35 U.S.C. § 131. For decades, the USPTO has properly
viewed its mission as allowing it to review its prior decisions issuing patents.
Interference proceedings are an important example.
Prior to the AIA, the USPTO awarded patents to the
first person to invent particular subject matter, regardless of whether that person was the first to file a patent
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application on that subject matter.6 To facilitate this
determination, the USPTO would sometimes declare
“interferences” between issued patents and pending
applications directed to the same invention. 35 U.S.C.
§ 135 (2011); U.S. Patent & Trademark Office, Manual
of Patent Examining Procedure §§ 2300-2309 (9th ed.
Rev. 07.2015, Nov. 2015), http://www.uspto.gov/web/
offices/pac/mpep/index.htm (“MPEP”). The first phase
of an interference was a preliminary motions phase, in
which (as in an IPR today) the parties could bring prior-art invalidity motions decided on the basis of argumentative briefs and expert testimony. Id. In an interference proceeding, the USPTO had the authority—
which it often exercised—to cancel claims of an issued
patent. 35 U.S.C. § 135(a) (2011). Such a determination
could be challenged in a district court, with a subsequent appeal to the Federal Circuit. See generally
Kappos, 566 U.S. 431.
Later-created proceedings to reexamine issued patents, however, could not be challenged in district
courts. The first of these later-created proceedings
were ex parte reexamination proceedings, in which anyone could petition the USPTO to reexamine an issued
patent based on prior art that raised a substantial new
question of patentability. 35 U.S.C. §§ 301-307; MPEP
§ 2209. At the end of the reexamination process, if the
USPTO decided the claims were unpatentable, a certificate of unpatentability could be issued, cancelling the

6
The AIA, in contrast, awards a patent to the first inventor to
file an application directed to the inventive subject matter.
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unpatentable claims. 35 U.S.C. § 307.7 In 1999, Congress expanded the availability of reexamination to allow for inter partes reexamination. Id. § 311. It did so,
as this Court noted in Microsoft Corp. v. i4i Ltd. Partnership, “to account for concerns about ‘bad’ patents.”
564 U.S. 91, 113 (2001). These proceedings, like ex
parte reexamination, could result in cancellation of
claims. Both kinds of reexamination allowed a patent
owner to seek review in the Federal Circuit.
IPR proceedings are consistent with this long tradition of post-grant review of patents by the USPTO—
but they offer patentholders protections that these older proceedings did not. For example, a patent owner in
an IPR proceeding knows that there will be a decision
within twelve months of institution—in contrast with
reexamination, reissue, and interference proceedings,
which had no set time limit and often took many years.
E.g., Tempo Lighting v. Tivoli, 742 F.3d 973, 981 (Fed.
Cir. 2014) (“As this reexamination has lasted nearly a
decade, this court urges the PTO to provide a speedy
resolution to this dispute as envisioned under [preAIA] 35 U.S.C. § 314(c).”) In addition, IPR petitions
must be filed within twelve months of the service of an
infringement suit, see 35 U.S.C. § 315(b), while the older proceedings had no such time bar. A patent owner
can also receive limited discovery in an IPR proceeding—something unavailable in reissue or reexamination
proceedings. And a patent owner can depose the peti7

In its recent decision in Cuozzo, this Court held that the IPR
process is similar to reexamination and preserved the procedure’s
basic purpose of “reexamin[ing] an earlier agency decision.” 136 S.
Ct. at 2143-44.
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tioner’s expert, an option unavailable in a reexamination. Many of the efficiencies created by these protections benefit petitioners as well.
Other protections relate to estoppel, which (as noted above) binds a losing petitioner in an IPR. 35 U.S.C.
§ 315(e); 37 C.F.R. § 42.73(d). Consequently, IPR proceedings can be used in conjunction with district court
litigation to provide a thorough and fair consideration
of patentability by experts whose only job responsibility is deciding patentability. District courts typically
stay patent infringement litigation once an IPR is instituted on a patent-in-suit. Perkins Coie, Inter Partes
Review Proceedings: A Fourth Anniversary Report 3940 (2016) (74% of stay requests were granted in prior
year; 75% of contested motions were granted after institution of an IPR). After the IPR concludes, the patent claims that survive can be asserted against a defendant that has lost its ability to pursue anticipation
and obviousness defenses—putting the patent owner in
a more favorable position than before. Meanwhile, the
estoppel provisions promote efficiency because an infringement defendant effectively receives only one opportunity to raise prior art defenses.
Regardless of the differences between IPRs and
other post-grant proceedings, however, a decision by
this Court holding IPRs unconstitutional would cast
grave doubt on the legitimacy of more than just IPRs.
It would throw into question the constitutionality of
post-grant review (PGR) and covered business method
(CBM) review, two additional post-grant proceedings
created by the AIA. 35 U.S.C. §§ 321-329, 37 C.F.R. §§
42.200, 42.400. Moreover, holding IPRs unconstitution-
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al would likewise cast doubt on the constitutionality of
ex parte and inter partes reexamination procedures.
II. Administrative review of issued patents provides
an important corrective measure to erroneous
government issuance of patent rights.
IPRs give the USPTO the chance to take a second
look at patents that interested members of the public
have specifically chosen for further review. An accused
infringer usually petitions for an IPR after it has conducted its own thorough search of the prior art, including prior art that may be unavailable to the USPTO.
Thus, only those patents important or controversial
enough to warrant further review become the subject
of IPRs. The run-of-the-mill patent that is not commercially significant and never asserted against an accused infringer will never be the subject of an IPR, because no member of the public will spend the hundreds
of thousands of dollars needed to prepare an IPR petition and see the proceeding through to its conclusion.
To illustrate the difference in magnitude between initial examinations and IPRs, between 2012 and 2016, the
USPTO completed the examination of more than
3,100,000 patent applications and issued more than 1.5
million patents (approximately 270,000 to 330,000 patents each year); as of September 30, 2016, there were
only 1,491 IPR cases pending. U.S. Patent & Trademark Office, Performance and Accountability Report
Fiscal Year 2016 178, 191 (Nov. 14, 2016) (“USPTO
Perf. Account. Report FY 2016”). But for the small
fraction of issued patents that do become the subject of
IPRs, the process provides an important avenue to cor-
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rect the erroneous grants of patent rights by the
USPTO.
A. Initial review can never be as thorough as an
IPR.
Perhaps by necessity, the patent examination process is structurally biased towards allowing patents.
When a patent application is denied by an examiner,
the applicant can contest the denial to the PTAB and
seek judicial review in the Federal Circuit. This process brings to bear the views of one or two patent examiners, three administrative judges, and three Article
III judges in reviewing the denial of an application.
When the USPTO grants a patent, by contrast, the
decision is unappealable, either within the USPTO or in
court; after all, there is no party adverse to the applicant in the administrative patent examination process.
And the decision to grant a patent is usually vested in
only one or two patent examiners, with no input from
administrative or Article III judges. If the examiner
issuing a patent has made a mistake in granting a patent—even a mistake of which the public is aware—
there is no vehicle to appeal that decision. And while
patent examiners generally are highly skilled in both
technology and patent law, they do nevertheless occasionally make mistakes and issue claims that should not
have been issued.
As a practical matter, initial review by the USPTO
often does not (and cannot) encompass the full scope of
prior art relevant to a patent application. The USPTO
is best suited for finding prior art that takes the form of
patents published in English, such as U.S. or European

14
patents. But eligible prior art often takes the form of
patents in foreign languages, too. Non-patent literature, moreover, is constantly changing in form and location, and the USPTO does not have access to all of it.
Non-patent literature includes thesis papers located in
obscure libraries around the world, obscure foreign
publications that have not been translated into English,
and online journals that require subscriptions or payments of some kind. Confronting this sweeping landscape of potential prior art, the USPTO’s own prior art
search is constrained by time and money. Members of
the public affected by a granted patent, by contrast, often are incentivized to locate prior art references that
did not emerge during the initial review. If a patent is
a commercial threat or if it is blocking new products
from reaching consumers, the time and money an incentivized member of the public will devote to a prior art
search will greatly exceed what the USPTO can devote
to each of the approximately 650,000 applications filed a
year.
Indeed, at the time of initial examination, it is unknown to the USPTO and often to the applicants which
of the many patent applications under examination relate to inventions that will turn out to be important or
controversial. That becomes clear only later, when patents are asserted in the marketplace. Consistent with
this inability to predict the future, the USPTO generally allocates the same amount of time for examination of
each patent application within a given technological
field, in effect treating each application with the same
relative importance.
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The above problems are inherent in any examination system of patents. No matter how much funding
the USPTO receives, it still will be examining patent
applications before their full value or ability to affect
the marketplace is known. And the public will not be
incentivized to commit private resources to consider a
patent’s patentability or validity until marketplace
conditions—including litigation or licensing campaigns
initiated by a patentholder—sharpen the focus on a
particular granted patent.
B. The USPTO faces enormous pressures that
are eased by the availability of IPRs.
In addition to these inherent problems, the initial
examination system has other limitations that flow
from the sheer volume of patent applications that the
USPTO must process. These limitations have emerged
over the last century, as the USPTO has grappled with
how to handle the crush of patent applications filed
every year.
In 2016, applicants filed over 650,000 new patent
applications requiring examination. USPTO Perf. Account. Report FY 2016, at 178. In addition to these
new applications, the USPTO confronted a backlog
from prior years, resulting in a total of about 1,200,000
patent applications pending in 2016. Id. at 181. The
USPTO disposed of about 680,000 applications in 2016,
of which more than half were allowed. Id. at 178. Of the
allowed applications, more than 330,000 issued as new
patents. Id. The USPTO has approximately 8,300 patent examiners charged with processing these millionplus applications. Id. at 205. In 2016, that equated to
about 144 pending applications per examiner. Unsur-
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prisingly, there are enormous pressures on the USPTO
to reduce the amount of time it takes to review patent
applications. Id. at 22-24.
Each of the hundreds of technology areas has an
“examination time goal,” which is the number of hours
in which patent examiners “are expected to complete
their examination of an application.” Request for
Comments on Examination Time Goals, 81 Fed. Reg.
73,383 (Oct. 25, 2016); U.S. Gov’t Accountability Office,
GAO-16-479, Intellectual Property: Patent Office
Should Strengthen Search Capabilities and Better
Monitor Examiners’ Work 8 (2016) (“GAO 16-479”).
These goals vary by technology area. For example, an
examiner in the wire fabrics unit may be allotted 14
hours for examination, whereas in the database and file
management unit an examiner could be allotted 32
hours. GAO 16-479, at 8. In his or her allotted amount
of time, the examiner must review the application, perform a search for prior art, and complete all office actions. Id. This includes reviewing all prior art submitted by the applicant—which can number scores or hundreds of patents or articles—drafting and submitting
multiple opinions rejecting or allowing claims (“office
actions”), conducting interviews, and dealing with all
other aspects of the examination process.
Making changes to the system is cumbersome. The
time goals were originally assigned forty years ago but
have not been comprehensively reevaluated until the
past year. Id.; U.S. Patent & Trademark Office, Patent
Quality Chat: Examination Time Analysis 9 (Apr. 11,
2017),
https://www.uspto.gov/sites/default/files/documents/patent-quality-chat-april-presentation.pdf.

17
While the USPTO should (and no doubt will) continue
to reevaluate the time goals, the size of the examining
corps makes it unrealistic to tailor them so that they
fully address the limitations of initial examination that
IPRs address. Indeed, efficiency is an important goal
of the USPTO, and one that is likely promoted by the
practice of giving similar treatment to all patent applications within a given area of technology. Efficiency is
not consistent with a system that tries to identify important or controversial patents for extra attention in
the first instance. Besides, the USPTO has never had
this responsibility or ever attempted to allocate examination resources on this basis.
Further, examiners have quotas for the number of
office actions they must issue in a given period of time.
Id. at 10. Their annual performance ratings are based
on a weighted average of four factors, with the combined weight of two factors—the “number of office actions completed” and meeting timeliness goals—
exceeding the weight assigned to the “quality” of their
work. Id. at 10-11. The performance goals are difficult
to meet. A recent GAO study found that about 72 percent of examiners “worked voluntary/uncompensated
overtime” in order to meet their minimum production
goals. GAO 16-479, at 22.
Patent examiners, moreover, are not rewarded for
long, drawn-out fights against determined applicants.
Examiners receive “disposal” credits for key actions
they undertake—but the disposal credit system is
skewed towards granting patents. For instance, an applicant whose application is finally rejected must appeal
the rejection within the USPTO, file a continuation ap-
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plication and start the process over again, or let the application go abandoned. 35 U.S.C. § 134; 37 C.F.R. §
1.53; Id. § 1.135. If the applicant chooses to appeal and
files an appeal brief, the examiner must either file an
answering brief or allow the claims. Id. § 41.39; MPEP
§ 1207. The examiner receives the same disposal credit
for either action, even though granting an application
takes a fraction of the time and effort that drafting a
brief takes. MPEP § 1705. Conscientious examiners
will spend the effort—but examiners are only human,
and on the margins, the incentives to allow the claims
are significant.
What is more, there is a widespread feeling among
practitioners that examiners, being human, are eventually fatigued into granting patents in the mistaken belief that courts can easily correct mistaken issuances.
This is not a new problem, nor is it the USPTO’s fault:
Learned Hand commented almost a hundred years ago
that “the antlike persistency of solicitors has overcome,
and I suppose will continue to overcome, the patience of
examiners, and there is apparently always but one outcome.” Lyon v. Boh, 1 F.2d 48, 50 (S.D.N.Y. 1924),
rev’d, 10 F.2d 30 (2d Cir. 1926). Rather, this is a problem inherent in any large examination system and cannot be fully corrected by putting more pressure on already overworked examiners, or by merely spending
more money on the examination process.
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C. Extensive third-party participation in the initial examination process would lead to years’
delay in the issuance of patents.
Initial patent examination is ex parte, with only the
government and the applicant having full rights of participation. Third parties have limited rights to file single documents that “protest” the patent claims or alert
the USPTO to prior art of which it might not be aware.
35 U.S.C. § 122(e); 37 C.F.R. § 1.291. To exercise even
these limited rights, however, a third party must be
aware of the pending claims, and must be concerned
about their potential allowance. That is unrealistic,
since the pending claims are not yet in the marketplace,
where they might spark public interest.
Congress no doubt has the power to modify the initial examination process to permit and promote additional third-party participation. For instance, Congress
could delay the issuance of a patent for years until its
marketplace value is known and the public is incentivized to engage in IPR-like procedures. But changes
like these would slow down the examination process
even more and might disincentivize innovation or entry
into the patent system. Making these procedures
available after a patent issues, by contrast, does not
have these ill effects.
D. IPRs address these problems.
IPRs remedy the problems associated with initial
patent examination. They enable a second examination
of the initial decision by the same body that conducted
the initial review. And they do so in a setting that
makes use of resources provided by petitioners who are
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most affected by the patent’s issuance. Such petitioners can supply the USPTO with prior art that was not
available (or not located) during the initial review.
They also can present arguments for canceling the patent or claims that may not have occurred to the examiner. And they can point out flaws in arguments presented by the patentee. Importantly, the entire IPR
process is typically completed within 18 months. Thus,
it provides an alternative to expensive and timeconsuming district court litigation. Ultimately, when
the PTAB ends an IPR by cancelling patent claims,
that result embodies a determination that those claims
would not have issued had a more thorough review
been conducted. The IPR thus allows the USPTO to
ensure that litigated patents are actually valid and not
the result of a mistake or insufficient USPTO resources.
III. IPRs provide significant advantages over district
court review of a patent’s validity.
Of course, district courts provide an alternative forum for invalidation of issued patents. But compared to
district court proceedings, IPRs have significant advantages.
Perhaps most notable is the quality of the factfinders. The USPTO is composed of experts who understand the relevant technology and law: It hires examiners and administrative judges who are already familiar with technology, patent law, or both. Over the
course of their tenure, examiners and judges acquire
further expertise that even the most patent-heavy district courts will never have. Its experience leads to
more predictability and efficiency for evaluations that
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are inherently complex.8 In district court, by contrast,
the factfinders—judges or juries—are typically generalists. Many courts infrequently hear patent cases, and
for most jurors a patent trial is a once-in-a-lifetime experience.
Additionally, by focusing only on the limited issues
of obviousness and anticipation, IPRs enable more accurate and effective resolution of those issues. In district court litigation, tactical considerations or time limits often require defendants to sacrifice a robust
presentation on obviousness or anticipation. In a patent trial, the plaintiff typically asks a jury to decide
infringement, willful infringement, and damages; the
defendant, in turn, must both rebut those arguments
and raise invalidity defenses. The parties typically are
constrained by court-imposed time limits. The consequences of failing to allot sufficient time to infringement and damages can be so severe that it is difficult
for a rational defendant to devote significant portions of
its case to obviousness or anticipation issues. As a result, these issues often take a back seat to infringement
and damages.
In addition, in jury trials, there is the potential
problem of a jury’s bias. To be sure, whether such bias
exists is often debated. Nonetheless, it is a fact that
patent practitioners often advise clients to choose ju8

The ultimate question of obviousness is one of law reviewed
de novo by courts of appeals. In practice, however, resolution of
that question usually is driven by the determination of underlying
and highly technical questions of fact. Because of the need to defer
to these factual determinations, juries’ conclusions regarding
obviousness rarely are overturned on appeal.
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ries if they are asserting a patent and avoid juries if
they are defending against one. See, e.g., Barry L.
Grossman & Gary M. Hoffman eds., Patent Litigation
Strategies Handbook 769 n.3 (4th ed. 2015); Wesley A.
Demory, Note, Patent Claim Obviousness in Jury Trials: Where’s the Analysis?, 6 J. Bus. & Tech. L. 449
(2011). As between judges and juries, juries deciding
issues of patent validity are viewed as more likely to
defer to the USPTO’s decision to grant a patent. Id. at
467-468. “The pro-patentee reasoning is that juries
give significant deference to the PTO’s allowance of the
patented subject matter and the fact that they cannot
wrap their heads around the issues enough to invalidate a patent.” Id. And, indeed, patent owners who
demand juries are more likely to succeed on patent validity than if they opt for bench trials. Id. Whatever its
prevalence in district court proceedings, the problem of
jury bias clearly does not taint the results of IPRs.
Moreover, in an IPR, the issues of obviousness and
anticipation take center stage without the potential for
distortion by the circumstances of district court litigation. For the petitioner, the consequences of losing are
not catastrophic: the petitioner can still challenge infringement and damages in the district court, and may
have other invalidity defenses that the USPTO could
not or did not agree to consider or that could not be
raised in an IPR. Thus, both the petitioner and the
factfinder in an IPR9 can give full attention to the
9

IPRs also allow patent owners to request amendments to
claims in response to such obviousness and anticipation arguments.
While the procedures for amendments during the IPR are the
subject of ongoing court review, see In re Aqua Prods., Inc., No.

23
raised questions of obviousness and anticipation, making it more likely that they will reach the correct result.
CONCLUSION
IPRs play a vital role in the patent system—one
that is consistent with the long tradition of post-grant
review proceedings. Although IPRs are by no means
perfect, they serve as an important corrective measure
to the erroneous grant of patents without impairing the
USPTO’s ability to process a massive volume of patent
applications. IPRs, moreover, can offer significant advantages relative to litigation of validity issues in a district court. Holding IPRs unconstitutional would deprive the public and the patent system of these important benefits.
Respectfully submitted,
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QUESTION PRESENTED
Whether inter partes review—an adversarial process used by the Patent and Trademark Office (PTO)
to analyze the validity of existing patents—violates the
Constitution by extinguishing private property rights
through a non-Article III forum without a jury.

ii
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AND RULE 29.6 STATEMENT
The parties to the proceedings include those listed
on the cover.
Oil States Energy Services, LLC, formerly known
as Stinger Wellhead Protection, Inc., is a wholly owned
subsidiary of Oil States Energy Services Holding, Inc.,
which is a wholly owned subsidiary of Oil States International, Inc., a publicly traded company.
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OPINIONS AND ORDERS BELOW
The order denying panel rehearing and rehearing
en banc (Pet. App. 37-38) is unreported. The panel order disposing of the case without opinion (Pet. App. 12) is unreported and available at 639 F. App’x 639 (Fed.
Cir. 2016). The opinion and order of the Patent Trial
and Appeal Board (Pet. App. 3-36) is unreported and
available at 2015 WL 2089371 (PTAB May 1, 2015).
------------------------------------------------------------------

STATEMENT OF JURISDICTION
The court of appeals entered its order denying en
banc rehearing on July 26, 2016. The jurisdiction of
this Court is invoked under 28 U.S.C. § 1254(1).
------------------------------------------------------------------

CONSTITUTIONAL AND
STATUTORY PROVISIONS INVOLVED
Article III of the United States Constitution provides:
The judicial Power of the United States,
shall be vested in one supreme Court, and in
such inferior Courts as the Congress may
from time to time ordain and establish. The
Judges, both of the supreme and inferior
Courts, shall hold their Offices during good
Behavior, and shall, at stated Times, receive
for their Services a Compensation which shall
not be diminished during their Continuance
in Office.

2
The Seventh Amendment to the United States
Constitution provides:
In Suits at common law, where the value
in controversy shall exceed twenty dollars, the
right of trial by jury shall be preserved, and
no fact tried by a jury, shall be otherwise reexamined in any Court of the United States,
than according to the rules of the common law.
------------------------------------------------------------------

STATEMENT
From centuries before the Founding until centuries after, courts adjudicated patent-infringement and
patent-validity disputes. These cases resolved competing claims to private property rights, with juries deciding disputed questions of fact, such as whether a
patent’s claims described a novel invention. Article III
promises a court to these litigants, and the Seventh
Amendment promises a jury.
Six years ago, with the Leahy-Smith America Invents Act, Pub. L. No. 112-29, 125 Stat. 284 (2011)
(AIA), Congress established inter partes review, which
allows private third parties to remove these cases
from Article III courts and transfer them to an administrative agency within the Executive Branch. That
agency—the PTO’s Patent Trial and Appeal Board
(Board)—conducts “trial proceedings,” as the Board
correctly calls them, presided over by Board “judges,”
who serve for no particular term, depend on superior
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Executive officers for raises and promotions, and ultimately answer to a political appointee of the President,
the Director of the PTO, who can and has intervened
in Board proceedings specifically (and admittedly) to
alter the outcomes of cases.
Neither Article III nor the Seventh Amendment
tolerates this arrangement. By reserving “the judicial
Power of the United States” to the Judicial Branch, Article III permits only courts to adjudicate these cases
involving common-law, private-property rights. Especially “as the administrative state expands and nonArticle III tribunals adjudicate more disputes * * *
there must be vigilance in protecting Article III jurisdiction.” Cascades Projection LLC v. Epson Am., Inc.,
Nos. 2017-1517, 2017-1518, 2017 WL 1946963, at *14
(Fed. Cir. May 11, 2017) (Reyna, J., dissenting from denial of initial hearing en banc). And the Seventh
Amendment, which “preserve[s]” the right to a jury for
“Suits at common law,” entitles litigants to the common-law decider of facts in these suits: a jury. By permitting an administrative agency to extinguish private
property rights, inter partes review violates both Article III’s separation of powers and the Seventh Amendment’s right to a jury.
1. Patent rights in the United States existed
long before the framing of the Constitution, which provides in Article I, § 8, cl. 8 that “Congress shall have
the power * * * [t]o promote the Progress of Science
and useful Arts, by securing for limited Times to
Authors and Inventors the exclusive Right to their respective Writings and Discoveries.” B. Zorina Khan,
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Looking Backward: Founding Choices in Innovation
and Intellectual Property Protection, in FOUNDING
CHOICES: AMERICAN ECONOMIC POLICY IN THE 1790S
322-23 (Douglas A. Irwin & Richard Sylla eds., 2010).
These patent rights trace their lineage to similar
rights that existed for centuries in England, where disputes about these rights were resolved in courts—either at law or before the Court of Chancery. Sean
Bottomley, Patent Cases in the Court of Chancery, 171458, 35 J. LEGAL HIST. 27, 36-37, 41-43 (2014); see also
H. Tomás Gómez-Arostegui, Equitable Infringement
Remedies Before 1800, RESEARCH HANDBOOK ON THE
HISTORY OF COPYRIGHT LAW 195, 210-12 (2016). Disputed fact questions in these matters were resolved by
juries—even in Chancery. Liardet v. Johnson, 62 Eng.
Rep. 1000, 1002 (Ch. 1780).
For the first several hundred years, the U.S. patent
system was based on a “first to invent” doctrine—
which meant that the inventor who first conceived of
the invention and then reduced it to practice was entitled to patent protection. Seymour v. Osborne, 11 Wall.
516, 552 (1870). Under the first-to-invent rule, when a
subsequent application claimed the right to patent an
already applied-for or already patented innovation, the
PTO could declare that the later application “interfered” with the earlier. Patent Act of 1836, Pub. L.
No. 24-357, § 8, 5 Stat. 117, 120-21 (1836); 35 U.S.C.
§ 135(a) (2006). These “interference” proceedings applied only to applications relatively close in time, e.g.,
35 U.S.C. § 135(b)(1) (one year following issuance of
patent on same material), and determined only the
true inventor of the patented subject matter. 35 U.S.C.
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§ 135(a). Interference proceedings could be appealed
as of right to either a federal district court (for a full
trial, including plenary trying of facts) or a federal appellate court, at the appellant’s option, with all questions of law reviewed de novo. Kappos v. Hyatt, 132
S. Ct. 1690, 1697-98 (2012) (describing 1836 Patent Act
and judicial review available); Streck, Inc. v. Research
& Diagnostic Sys., Inc., 659 F.3d 1186, 1191-92 (Fed.
Cir. 2011). Aside from these limited proceedings to determine the true inventor, federal courts alone adjudicated the validity of issued patents. Patlex Corp. v.
Mossinghoff, 758 F.2d 594, 601 (Fed. Cir. 1985) (citing
Iowa State Univ. Research Found., Inc. v. Sperry Rand
Corp., 444 F.2d 406, 409 (4th Cir. 1971)).
2. In 1981, Congress instituted an administrative proceeding called ex parte reexamination, whereby
Congress provided a means for the PTO to address
substantial questions about issued patents in collaboration with patent owners. See Patlex, 758 F.2d at 60102. An ex parte reexamination begins when either a
patent owner or a third party requests it. The request
must be based on prior art—patents or printed publications indicating that the invention claimed in the patent was already known. 35 U.S.C. §§ 301, 302. If the
PTO determines that the requester has raised a substantial new question of patentability, then the PTO
orders the patent to be reviewed via an ex parte reexamination proceeding. 35 U.S.C. § 303. This proceeding involves only the patent owner and the PTO;
third-party requesters are precluded from further involvement unless the patent owner files a statement
seeking to rebut the requester’s assertions of a
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substantial new question of patentability, in which
case the requester may respond. 35 U.S.C. § 304.
Ex parte reexamination is fundamentally an interactive process—similar to a patent’s initial prosecution—in which a patent owner submits claims, the
patent examiner provides written responses explaining the examiner’s conclusions regarding whether
the claims are patentable in the light of the identified
prior art, and the patent owner can respond either
by challenging the examiner’s assertions, amending
the claims, or cancelling the claims. See 37 C.F.R.
§§ 1.530-1.570. In an ex parte reexamination, there is
no opportunity for discovery, and third parties do not
participate in any other way. 35 U.S.C. § 305.
This “focus on previous examinations rather than
prior litigation” or trappings of litigation “follows
from the fact that ‘reexamination[s are] conducted according to the procedures established for [an] initial
examination,’ 35 U.S.C. § 305, and PTO examination
procedures have distinctly different standards, parties,
purposes, and outcomes compared to civil litigation.”
In re Swanson, 540 F.3d 1368, 1377 (Fed. Cir. 2008).
Once an ex parte reexamination begins, it can neither
be withdrawn nor settled, and it ends only when the
PTO confirms or cancels the patentable claims following any amendments the patent owner makes in an attempt to preserve the patent. 35 U.S.C. § 307.
3. Congress expanded the reexamination regime
in 1999 when it created inter partes reexamination,
which was designed to “make reexamination a viable,
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less-costly alternative to patent litigation by giving
third-party requesters the option of inter-partes reexamination procedures,” in which third-party requesters were “afforded an expanded, although still
limited, role in the reexamination process.” 145 CONG.
REC. S13,259 (daily ed. Oct. 27, 1999) (statement of
Sen. Hatch); see also Cooper Techs. Co. v. Dudas, 536
F.3d 1330, 1332 (Fed. Cir. 2008).
Both ex parte and inter partes reexaminations
were overseen by administrative patent judges who,
along with the Director, the Deputy Director, the
Commissioner for Patents, and the Commissioner for
Trademarks, formed the Board of Patent Appeals and
Interferences (BPAI). 35 U.S.C. § 6 (1999). The BPAI
also reviewed adverse decisions of examiners upon applications for patents. 35 U.S.C. § 134(a).
Inter partes reexamination afforded third-party
requesters “an expanded, although still limited role” by
permitting them to (1) file comments on substantive
submissions by patent owners; (2) introduce evidence
to rebut the patent owner’s evidence or the examiner’s
findings; (3) submit additional prior art; (4) file petitions to extend page limits or obtain other exceptions
to the procedural rules; or (5) appeal the examiner’s
determination regarding patentability. But as the
PTO warned, “[p]atent owners and third party requesters are cautioned that the reexamination statute,
regulations, and published examining procedures do
not countenance so-called ‘litigation tactics’ in reexamination proceedings.” MANUAL OF PATENT EXAMINING PROCEDURE § 2609 (9th ed., 2015). Inter partes
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reexaminations were thus designed to resemble traditional claim amendment-and-response patent prosecution and were not adversarial. Ibid.
4. In 2011, Congress passed the AIA to “update
our patent laws.” H.R. REP. NO. 112-98, at 39 (2011).
The AIA made several significant changes to the U.S.
patent system, including replacing the “first to invent”
regime with a “first to file” regime, and abolishing inter
partes reexamination and replacing it with inter partes
review. 125 Stat. at 299, 305. The AIA also renamed
the BPAI, which is now the Patent Trial and Appeal
Board. Id. at 290.
Like its predecessor, the Board reviews examiners’
adverse decisions on applications for patents and appeals of ex parte (and residual inter partes) reexaminations. 35 U.S.C. § 6. The Board likewise oversees
residual interference proceedings. Ibid. But now the
Board also reviews existing patents through inter
partes review, which allows the Board for the first time
to extinguish patent rights after adjudicating a litigation-like adversarial proceeding between the patent
owner and a third party. See 35 U.S.C. §§ 311(a) & 318(a);
Google Inc. v. Jongerius Panoramic Techs., LLC, IPR
2013-00191, Paper 50, at 4 (PTAB Feb. 13, 2014).
Like litigation, inter partes review begins with the
filing of a petition—almost always by an alleged patent
infringer—that asks the Board to invalidate a patent
on the ground that it was anticipated by or rendered
obvious in view of identified prior art. 35 U.S.C.
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§ 311(b). The petitioner and patent owner then participate in an adversarial proceeding before the Board,
which refers to that proceeding as a “trial.” Office Patent Trial Practice Guide, 77 Fed. Reg. 48,756, 48,758
(Aug. 14, 2012) (codified at 37 C.F.R. § 42). The parties
take discovery, engage in motion practice regarding evidence, and cross-examine fact and expert witnesses
via depositions. See id. at 48,757-48,768.
Many of the procedural rules that govern the proceedings are often based expressly on the Federal
Rules of Civil Procedure. E.g., id. at 48,760 (inter partes
review procedures on sealing confidential information
designed “in a manner consistent with Federal Rule of
Civil Procedure 26(c)(1)(G)”); 48,761 (“The types of discovery available under the Federal Rules of Civil Procedure can be sought by the parties.”); 48,762 (modeling
option for required disclosures “after Rule 26(a)(1)(A)
of the Federal Rules”); 48,772 (prohibiting “speaking”
objections “[c]onsistent with the policy expressed in
Rule 1 of the Federal Rules of Civil Procedure”). The
Board holds a hearing, 37 C.F.R. § 42.70, and—in view
of all the record evidence—issues a “final written decision” on whether the patent should be invalidated. 35
U.S.C. § 318(a). The Board’s regulations refer to this
decision as a “judgment.” Office Patent Trial Practice
Guide, 77 Fed. Reg. at 48,766-48,767. The judgment
may be appealed as of right only to the Federal Circuit.
35 U.S.C. §§ 141(c), 319.1
1

By contrast, a party dissatisfied with an interference proceeding had recourse to the federal district courts for plenary review of all questions of law raised in the interference. See 35
U.S.C. §§ 141, 146 (1999).
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The Director of the PTO, who is a political appointee, selects how many and which of the Board’s officers—called “judges”—will preside over any given
case, subject only to the statutory requirement that
each case “shall be heard by at least 3 members of the
Patent Trial and Appeal Board, who shall be designated by the Director.” 35 U.S.C. § 6(c). The Director
can designate himself as a member to decide an inter
partes review. See 35 U.S.C. § 6(a) (“The Director, the
Deputy Director, * * * and the administrative patent
judges shall constitute the Patent Trial and Appeal
Board.”).
In what one Federal Circuit judge described as
“case-specific readjudication,” a Solicitor for the PTO
has acknowledged that the Director has added additional judges to a Board panel to reverse the panel’s
judgment. Oral Argument at 48:00-06, Yissum Research Dev. Co. of the Hebrew Univ. of Jerusalem v.
Sony Corp., 626 F. App’x 1006 (Fed. Cir. 2015) (Nos.
2015-1342, 2015-1343).2 As a Solicitor for the PTO
explained, the Director has to “be able to make sure
that her policy judgments are enforced by the Board”
in any given case. Id. at 43:17-42.
Over the last several years, the Board has more
than tripled in size “in large part due to the establishment of the AIA trials under the America Invents

2

Available at http://oralarguments.cafc.uscourts.gov/default.
aspx?fl=2015-1342.mp3.
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Act.”3 The first written opinion in one of these trials
issued in late 2013; the Board has received thousands
of petitions since. See Garmin v. Cuozzo Speed Tech.,
IPR 2012-00001, Paper 59 (PTAB Nov. 13, 2013); AIA
Progress Statistics, USPTO, PATENT TRIAL & APPEAL
BOARD (Sept. 25, 2014), https://www.uspto.gov/sites/default/
files/ip/boards/bpai/stats/aia_statistics_09_25_2014.pdf.
Currently, over 200 judges serve on the Board.
Erin Coe, 4 Favorites for PTAB’s Top Post, LAW360
(Jan. 7, 2016), https://www.law360.com/articles/742735/
4-favorites-for-ptab-s-top-post. The vast majority—
over 80 percent—are former patent attorneys with extensive experience in patent litigation. Jennifer R.
Bush, Administrative Patent Judges: Not Your Typical
Federal Judge, FENWICK & WEST LLP (July 10, 2014),
https://www.fenwick.com/publications/pages/administrativepatent-judges-not-your-typical-federal-judge.aspx.
5. Petitioner Oil States Energy Services, LLC is
an industry leader in providing support and service
equipment to the global oil and gas industry. Oil
States owns a patent that covers apparatuses and
methods of protecting wellhead equipment from the
pressures and abrasion involved in the hydraulic fracturing of oil wells—U.S. Pat. No. 6,179,053 (the ’053
Patent)—invented by Murray Dallas, an employee of a

3

Organizational Structure and Administration of Patent
Trial and Appeal Board, USPTO (May 12, 2015), https://www.
uspto.gov/sites/default/files/documents/Organizational%20Structure
%20of%20the%20Board%20May%2012%202015.pdf.
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predecessor company of Oil States. Pet. App. 4, 5, 2021.
In 2012, Oil States filed an infringement suit
against Greene’s Energy Group, LLC; Greene’s filed an
answer, asserting the affirmative defense and counterclaim of invalidity. Answer at 11, 14, Oil States Energy
Servs., LLC v. Trojan Wellhead Prot., Inc., No. 6:12-cv611, 2014 WL 12360946 (E.D. Tex. 2014), ECF No. 12.
Almost a year into the litigation, as the case
neared the close of discovery, Greene’s petitioned the
Board to institute inter partes review. Greene’s Energy
Grp., LLC v. Oil States Energy Servs., LLC, IPR 201400216, Paper 1 (PTAB Dec. 3, 2013). Greene’s argued
that the ’053 Patent was anticipated by prior art—i.e.,
a previous patent application, also filed by Dallas, concerning an earlier invention, features of which the ’053
Patent explicitly criticized. Ibid.; see also Trojan Wellhead Prot., Inc., 2014 WL 12360946, at *8-9. Over Oil
States’ opposition, the Board instituted inter partes review of the ’053 Patent. Greene’s Energy Grp., LLC v.
Oil States Energy Servs., LLC, IPR 2014-00216, Paper
12 (PTAB June 10, 2014).
The district court then issued its claim construction order in the underlying civil litigation, construing
the terms of the ’053 Patent in a way that, as Greene’s
conceded, conclusively resolved against Greene’s the
claim that Dallas’s application anticipated the ’053 Patent. Greene’s Energy Grp., LLC v. Oil States Energy
Servs., LLC, IPR 2014-00216, Paper 52 at 14-15 (PTAB
Feb. 11, 2015). This same claim formed the basis of

13
Greene’s inter partes review petition. Trojan Wellhead
Prot., Inc., 2014 WL 12360946, at *8-9.
The inter partes review proceeding continued in
parallel. Oil States argued that the Board should
adopt the same claim constructions as the district
court—but the Board disagreed in its final written decision. Pet. App. 14-18. Acknowledging that the district court came to a different conclusion, the Board
nevertheless held that Oil States’ patent had been anticipated by the previous patent application. Id. at 14,
29. As a result, the Board concluded that the claims
were “unpatentable.” Id. at 5. The Board denied Oil
States’ application to amend its claims, instead invalidating them. Id. at 36.
Oil States appealed the Board’s final judgment
to the Federal Circuit, challenging both the merits
of the Board’s decision and the constitutionality of inter partes review under Article III and the Seventh
Amendment. Notice of Docketing, Oil States Energy
Servs., LLC v. Greene’s Energy Grp., LLC (No. 20151855), 639 F. App’x 639 (Fed. Cir. 2016) (mem.), ECF
No. 1; Brief of Patent Owner-Appellant Oil States
Energy Services, LLC, Oil States Energy Servs., 639
F. App’x 639 (No. 2015-1855), ECF No. 16. The government intervened on appeal to defend inter partes
review and its application in this case. Notice of Intervention by the United States Patent and Trademark
Office, Oil States Energy Servs., 639 F. App’x 639 (No.
2015-1855), ECF No. 19. Before briefing closed, however, the Federal Circuit issued its decision in MCM
Portfolio LLC v. Hewlett-Packard Co., 812 F.3d 1284
(Fed. Cir. 2015), which rejected the same challenges to
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the constitutionality of inter partes review, and thereby
foreclosed Oil States’ Article III and Seventh Amendment arguments.
After oral argument, the panel summarily affirmed the Board without issuing an opinion. Pet. App.
1-2. The court of appeals denied panel rehearing and
rehearing en banc. Id. at 37, 38. This Court granted
Oil States’ petition for a writ of certiorari.
------------------------------------------------------------------

SUMMARY OF ARGUMENT
Congress may not remove cases from the federal
courts because it does not like their judgments. As
this Court has long held, “Congress may not ‘withdraw
from judicial cognizance any matter which, from its nature, is the subject of a suit at the common law, or in
equity, or admiralty.’ ” Stern v. Marshall, 564 U.S. 462,
484 (2011) (quoting Murray’s Lessee v. Hoboken Land
& Improvement Co., 18 How. 272, 284 (1855)). That is
just what Congress has done with inter partes review,
which wrests patent-validity cases from federal courts
and entrusts them to administrative-agency employees, who decide questions of law that Article III reserves to judges and questions of fact that the Seventh
Amendment reserves to juries. Neither Article III
nor the Seventh Amendment tolerates this circumvention.
I. Article III, Section 1—which vests “[t]he judicial Power of the United States” in “one supreme Court,
and in such inferior Courts as the Congress may from
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time to time ordain and establish”—protects both
the separation of powers and the rights of litigants.
Wellness Int’l Network v. Sharif, 135 S. Ct. 1932, 1938
(2015) (quoting U.S. CONST. art. III, § 1). Article III
serves these dual aims “by specifying the defining
characteristics of Article III judges.” Stern, 564 U.S.
at 483. These characteristics—life tenure and salary
protection—“ensure that each judicial decision [is] rendered, not with an eye toward currying favor with * * *
the Executive,” but instead with the “[c]lear heads * * *
and honest hearts” that are “essential to good judges.”
Id. at 484 (quoting 1 WORKS OF JAMES WILSON 363 (J.
Andrews ed. 1896)).
But “Article III could neither serve its purpose in
the system of checks and balances nor preserve the integrity of judicial decisionmaking if the other branches
of the Federal Government could confer the Government’s ‘judicial Power’ on entities outside Article III.”
Ibid. That is why “[w]hen a suit is made of ‘the stuff of
the traditional actions at common law tried by the
courts at Westminster in 1789,’ * * * the responsibility
for deciding that suit rests with Article III judges in
Article III courts.” Ibid. (quoting N. Pipeline Constr.
Co. v. Marathon Pipe Line Co., 458 U.S. 50, 90 (1982)
(Rehnquist, J., concurring in the judgment)).
Inter partes review impermissibly transfers the responsibility for deciding common-law suits from Article III judges to administrative agency employees who
are beholden to Executive Branch officials—precisely
the evil the Framers sought to avoid. See id. at 483
(“In establishing the system of divided power in the
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Constitution, the Framers considered it essential that
‘the judiciary remain[ ] truly distinct from both the legislature and the executive.’ ” (quoting THE FEDERALIST
NO. 78, p. 466 (Alexander Hamilton) (C. Rossiter ed.,
1961))).
First, patent-validity cases were traditionally
tried in English courts, as all parties agree. Fed. BIO
at 15; Greene’s BIO at 6. Patent-validity questions
usually arose in response to an infringement action,
which was brought in the courts of law or the Court of
Chancery. Either way, the matter was “the subject of a
suit at the common law, or in equity, or admiralty,” and
thus its adjudication cannot be transferred from Article III courts to the Board. Stern, 564 U.S. at 484 (quoting Murray’s Lessee, 18 How. at 284).
Second, the Board unquestionably exercises “the
judicial power of the United States” in conducting inter
partes review. The proceeding, which the Board calls a
“case,” e.g., Office Patent Trial Practice Guide, 77 Fed.
Reg. at 48,756, 48,759, 48,762, begins when a patent
challenger seeks a judgment of invalidity from the
Board. The parties resolve preliminary issues through
motions practice, take discovery, examine witnesses,
and proceed to a “trial,” resolved by “judges,” culminating in a final, self-executing “judgment.” This is the
exercise of the “judicial Power of the United States.”
The Board exercises the judicial power to adjudicate disputes between private parties over privateproperty rights. A patent is emphatically a private
property right, “taken from the people, from the public,
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and made the private property of the patentee,” United
States v. Am. Bell Tel. Co., 128 U.S. 315, 370 (1888), and
no “public right” exception excuses this failure to comply with Article III. Patent-validity claims subject to
inter partes review are not asserted by or against the
government; inter partes reviews occur between private parties. They have not been exclusively resolved
by another branch; courts have adjudicated these cases
for centuries. Nor are they new statutory obligations
integrally related to a particular governmental enforcement action: patent rights predate the Constitution by centuries, and the federal government enforces
no other governmental action through inter partes review. If a patent-validity case—a dispute over a private property right—may be swept out of the federal
courts under the cloak of “public rights,” then anything
can be, and Article III’s guarantee is mere “wishful
thinking.” Stern, 564 U.S. at 495.
Nor can the Board be justified as a mere “adjunct”
of Article III courts, see id. at 487-88, as it operates
without meaningful Article III supervision and without the litigants’ consent. The Board is not supervised
by Article III courts in any way. Its decisions are final
“judgments” appealable as of right directly to the
Federal Circuit. Likewise Oil States, like most patent
owners, emphatically did not consent to its property
rights being adjudicated in a proceeding that bears all
of the hallmarks of litigation but enjoys none of the
protections of Article III. Article III does not permit
Congress to bestow upon the Board the judicial power
to adjudicate cases historically heard by courts at
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common law. That power remains for the federal
courts and their life-tenured, salary-protected judges
alone.
II. Inter partes review impermissibly supplants
juries as well as judges. The Seventh Amendment
guarantees a jury trial “[i]n suits at common law,” including those to vindicate “statutory rights that are
analogous to common-law causes of action ordinarily
decided in English law courts in the late 18th century.”
Granfinanciera, S.A. v. Nordberg, 492 U.S. 33, 40-41, 42
(1989) (citation omitted). English history is clear that
patent-validity questions were. In 1791, “[a]n action
for patent infringement [was] one that would have
been heard in the law courts of old England.” Markman v. Westview Instruments, Inc., 52 F.3d 967, 992
(Fed. Cir. 1995). It had been that way for 200 years
before that. See, e.g., Darcy v. Allen, 77 Eng. Rep. 1260
(K.B. 1603).
Even when a patent owner initiated an infringement action in the Court of Chancery, if the alleged infringer at issue, the Court of Chancery was required
to send the matter to a court of law for a jury trial.
Bottomley, supra, at 36-37, 41-43; see also GómezArostegui, supra, at 210-12. Juries inevitably decided
disputed questions of fact regarding patent validity.
Ibid. So too today. See Markman v. Westview Instruments, Inc., 517 U.S. 370, 377 (1996) (patent “infringement cases today must be tried to a jury” (emphasis
added)).
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Inter partes review, however, conditions patent
owners’ jury-trial rights on their opponents’ choice of
forum. The Seventh Amendment does not tolerate
such a veto. As they have for centuries, patent owners
have the right to try patent-infringement and patentvalidity questions to juries—not to the Board.
------------------------------------------------------------------

ARGUMENT
I.

Inter Partes Review Violates Article III.

Only an “Article III judge[ ] in [an] Article III
court[ ]” may exercise the judicial power to decide a
case that is the “subject of a suit at the common law, or
in equity, or admiralty,” Stern, 564 U.S. at 484 (quoting
Murray’s Lessee, 18 How. at 284), unless (1) the case
resolves a claim on public rights, id. at 485, or (2) the
litigants consent to a non-Article III forum under
meaningful supervision by an Article III court. Wellness Int’l, 135 S. Ct. at 1944. In conducting inter partes
review, the Board unabashedly wields the judicial
power without any semblance of Article III’s protections—and without any justification this Court has
recognized for doing so.
The Board’s adjudications resolve disputes over
private rights heard for centuries in courts at common
law. Administrative agents beholden to politically appointed Executive officers issue final judgments without the patent owner’s consent, much less meaningful
Article III supervision. Article III does not permit the
Board to exercise this judicial power.
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A. Inter Partes Review Impermissibly Adjudicates Matters That Were The Subject Of Suits At Common Law.
Through inter partes review, the Board (i) adjudicates patent-validity challenges, which (ii) were the
subject of suits at common law. Inter partes review
therefore violates Article III.
1. Inter Partes Review Is An Exercise
Of The Judicial Power.
The judicial power is the power to “hear and determine a cause,” United States v. O’Grady, 22 Wall. 641,
647 (1874), “subject to review only by superior courts
in the Article III hierarchy.” Plaut v. Spendthrift Farm,
Inc., 514 U.S. 211, 219 (1995). Private litigants and coordinate branches of government alike understand
that the hallmark of the judicial power is the authority
to “conclusively resolve[ a] case,” because the “judicial
Power is one to render dispositive judgments.” Ibid.
(internal quotation marks omitted) (quoting Frank H.
Easterbrook, Presidential Review, 40 CASE W. RES. L.
REV. 905, 926 (1989)). The Board unquestionably resolves cases, exercising through inter partes review an
Article III tribunal’s powers in both form and substance.
Inter partes review bears every salient characteristic associated with the exercise of the judicial power.
Inter partes review begins when a patent challenger
files a petition with the Board seeking a declaration
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that a given patent’s claims are invalid. 35 U.S.C.
§ 311(a). The challenger and patent owner:
•

Conduct motion practice before the Board, Office Patent Trial Practice Guide, 77 Fed. Reg.
at 48,758;

•

Take discovery for a subsequent trial, id. at
48,761-48,762;

•

Depose and cross-examine witnesses, introduce evidence, and object to evidence based on
the Federal Rules of Evidence, ibid.;

•

Participate in an adversarial trial (called a
“trial”) during which they brief issues and argue before the Board’s judges (called
“judges”), id. at 48,758;

•

May settle their case any time before judgment, 35 U.S.C. § 317(a), as amended, and 35
U.S.C. § 327;

•

Receive a final, binding judgment (referred to
as a “judgment” in the Board’s regulations,
e.g., Office Patent Trial Practice Guide, 77
Fed. Reg. 48,756, 48,761, 48,766-48,767), as
to the patent’s validity, 35 U.S.C. § 318(a);
and

•

Can appeal that judgment as of right only directly to the U.S. Court of Appeals for the Federal Circuit. 35 U.S.C. §§ 141, 319.

Even the PTO describes inter partes review proceedings as adjudications, advertising that the Board
“adjudicates * * * case[s].” Erin Coe, USPTO Director Wants To Oversee A PTAB Case, LAW360 (May 3,
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2016), https://www.law360.com/articles/791561/exclusiveuspto-director-wants-to-oversee-a-ptab-case. Judges in
these proceedings “develop[ ] patent case law through
their decisions,” and thereby “shape and grow the patent case law.” USPTO, Benefits of being an Administrative Patent Judge at the Patent Trial and Appeal
Board (PTAB), YOUTUBE (Feb. 13, 2015), https://
www.youtube.com/watch?v=y_vTvPuUUBY&feature=
youtu.be. This accurate description of the Board’s role
maps onto the Founders’ understanding of the judicial
power: “The judicial authority consists in applying, according to the principles of right and justice, the constitution and laws to facts and transactions in cases,
in which the manner or principles of this application
are disputed by the parties interested in them.” James
Wilson, Government, Lectures on Law, 1:296-297
(1791), reprinted in THE FOUNDERS CONSTITUTION, Article 3, Section 1, U. CHI. (2000), http://press-pubs.uchicago.
edu/founders/documents/a3_1s15.html.
Inter partes review, then, involves the exercise of
the “judicial Power of the United States” by an administrative tribunal that is unquestionably not an Article
III court. And, as demonstrated next, the tribunal
exercises the judicial power to adjudicate matters that
were the subject of suits at common law, and thus must
remain in Article III courts.
2. Patent Validity Was The Subject Of
Suits At Common Law.
Again, “Congress may not ‘withdraw from judicial
cognizance any matter which, from its nature, is the
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subject of a suit at the common law, or in equity, or admiralty.’ ” Stern, 564 U.S. at 484 (emphasis added)
(quoting Murray’s Lessee, 18 How. at 284). Thus inter
partes review cannot survive constitutional scrutiny if
patent-validity claims were the subject of suits at common law or in equity. The parties in this case all agree
that patent-validity claims were the subject of suits at
common law or in equity—the only meaningful dispute
is whether they were the subject of suits at common
law or in equity for Seventh Amendment purposes.
Where Article III is concerned, however, the dispute is
entirely academic because, as both Greene’s and the
government acknowledge, courts (whether at law or in
equity) have adjudicated patent-validity challenges for
centuries. Greene’s BIO at 6 (“Claims for annulment
or cancellation of a patent * * * were traditionally
brought before courts of equity[.]”); Fed. BIO at 15
(same).
English courts heard patent-infringement cases
throughout the 18th century. See Markman, 52 F.3d
at 992 (“An action for patent infringement is one that
would have been heard in the law courts of old England.”); see also, e.g., Boulton v. Bull, 126 Eng. Rep. 651,
656, 660 (C.P. 1795); Morris v. Bramsom, 1 Carp. P.C.
30, 31 (K.B. 1776); Turner v. Winter, 99 Eng. Rep. 1274,
1275 (K.B. 1787); 2 JOSEPH STORY, COMMENTARIES ON
EQUITY JURISPRUDENCE 236-39, §§ 930-34 (Melville M.
Bigelow ed., Little, Brown, & Co., 13th ed. 1886).
A patent-invalidity case began in one of several
ways. First, it could have been filed as an infringement
action in the Courts of King’s Bench, Common Pleas,
or the Exchequer of Pleas, where a defendant might
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assert the relevant patent’s invalidity as a defense.
Bottomley, supra, at 36-37, 41-43; see also Gómez-Arostegui, supra, at 210-12; Br. for H. T. Gómez-Arostegui
and S. Bottomley as Amici Curiae (“Legal Historians”)
at 5-6. Second, it could have begun as an infringement
suit in the Court of Chancery—although if the defendant placed the patent’s validity at issue, the matter
was sent to a court of law for a jury trial. Morris, 1
Carp. P.C. at 31; Turner, 99 Eng. Rep. at 1275; Horton
v. Harvey (K.B. 1781), reprinted in 1 James Oldham,
The Mansfield Manuscripts 762 (1992); Br. of Legal
Historians at 6.
Judicial adjudication of patent validity as a defense to infringement has a long pedigree. Darcy, 77
Eng. Rep. at 1262; see also Jacob Corré, The Argument,
Decision, and Reports of Darcy v. Allen, 45 EMORY L.J.
1261, 1297 (1996). These validity defenses included
assertions that a patent’s claims were not novel, Newsham v. Grey, C33/376, f. 336r–v (Ch. 1740), 2 Atk. 286, 286
(Ch. 1742); Morris, 1 Carp. P.C. at 32; Martin v. Calfson
(K.B. 1781), reprinted in 1 James Oldham, The Mansfield Manuscripts 760-61—the same matter that the
Board now adjudicates in inter partes review. 35 U.S.C.
§ 311(b).
Infringement suits aside, the Court of Chancery
also reviewed the validity of a patent in actions commenced by a writ of scire facias—essentially a showcause order to explain why the patent should not be
revoked. Am. Bell Tel. Co., 128 U.S. at 360; see also 3
WILLIAM BLACKSTONE, COMMENTARIES ON THE LAWS OF
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ENGLAND 260-61 (1768) (“Where the crown hath unadvi[s]edly granted any thing by letters patent, which
ought not to be granted, * * * the remedy to repeal the
patent is by writ of scire facias in chancery.”).
To be sure, the King occasionally also acted to cancel patents. On rare occasions, the Privy Council would
withdraw patents on behalf of the King—a practice
that appears to have arisen out of the initial concept of
patents as a royal prerogative, to be granted or withdrawn at the sovereign’s discretion, and which has no
analogue in American patent law. See Oren Bracha,
Owning Ideas: A History of Anglo-American Intellectual Property 9 (June 2005) (unpublished Ph.D. thesis,
Harvard Law School), https://law.utexas.edu/faculty/
obracha/dissertation/pdf/chapter1.pdf (“The essence of
sixteenth and seventeenth century English patents
was being an instrument for the exercise of royal prerogative power.”). But these patent withdrawals were
rare indeed, having ceased entirely by 1779. Br. of Legal Historians at 34-37. Even a treatise writer in 1846,
who urged others to revive use of the Privy Council for
patent revocation, admitted that the “ordinary” remedy for the Crown or the public for dealing with a bad
patent was “only available by pleading and proving the
cause of invalidity in a Court of justice,” by which he
meant scire facias. W.M. HINDMARCH, A TREATISE ON
THE LAW RELATING TO PATENT PRIVILEGES 431 (1846).
These proceedings bear little on the scope of judicial
authority in England at common law.
In any event, as this Court has noted before, tracing the roots of a historical practice does not depend on
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how a matter was occasionally resolved, but on how it
was typically resolved. See, e.g., Granfinanciera, 492
U.S. at 43 (“Respondent does not * * * contend that actions to recover fraudulent conveyances or preferential
transfers were more than occasionally tried in courts
of equity * * * * While respondent’s assertion that
courts of equity sometimes provided relief * * * is true,
however, it hardly suffices to undermine petitioners’
submission that the present action * * * would not
have sounded in equity 200 years ago in England.”).
Modern practice overwhelmingly reflects historical practice. The federal district courts routinely decide patent validity, which accused infringers assert as
a defense or counterclaim. The “defenses in any action
involving * * * infringement of a patent” include
“[i]nvalidity of the patent.” 35 U.S.C. § 282; see also,
e.g., Sandoz Inc. v. Amgen Inc., 137 S. Ct. 1664, 1673
(2017) (“Sandoz counterclaimed for declaratory judgments that the asserted patent was invalid[.]”); J.E.M.
Ag Supply, Inc. v. Pioneer Hi-Bred Int’l Inc., 534 U.S.
124, 129 (2001) (“Farm Advantage answered with a
general denial of patent infringement and entered a
counterclaim of patent invalidity[.]”).
In sum, for centuries before the Founding—and,
until very recently, for centuries after—courts determined whether a patent was valid. Because a patent’s
validity “is the subject of a suit at the common law, or
in equity, or admiralty,” Congress may not “withdraw
from judicial cognizance” cases adjudicating that matter. Stern, 564 U.S. at 484 (quoting Murray’s Lessee, 18
How. at 284). Inter partes review does just that—and,

27
as demonstrated next, it does so without any justification that this Court has recognized.
B. Inter Partes Review Cannot Be Justified By The Public-Rights Doctrine.
This Court has, to be sure, permitted tribunals
other than Article III courts to exercise the judicial
power over public rights—but that doctrine cannot
justify inter partes review. Public rights encompass
only claims (i) by or against the government, (ii) which
have been historically resolved outside the Judicial
Branch, or (iii) the resolution of which is “essential to
a limited regulatory objective * * * integrally related to
particular federal government action.” Stern, 564 U.S.
at 490-91. Patent-validity claims are none of these.
Patents “have * * * the attributes of personal property,”
35 U.S.C. § 261, and thus patent-validity claims involve disputes over quintessential private property
rights that must be adjudicated by courts. Adam
Mossoff, Patents As Constitutional Private Property:
The Historical Protections Of Patents Under The Takings Clause, 87 B.U. L. REV. 689, 701 (2007) (discussing
the American judicial tradition of patents’ protection
under Takings Clause as property rights).
If a question about a patent’s validity may instead
be shunted from the federal courts to an administrative agency “simply by deeming it part of some amorphous ‘public right,’ ” then Article III’s protections have
devolved into mere “wishful thinking.” Stern, 564 U.S.
at 495. After all, public-rights cases are the exception.
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Most disputes involve only private rights—including
“private tort, contract, and property cases, as well as a
vast range of other cases.” Atlas Roofing Co. v. Occupational Safety & Health Review Comm’n, 430 U.S.
442, 458 (1977). “Private rights * * * traditionally include[ ] * * * property rights,” Spokeo, Inc. v. Robins,
136 S. Ct. 1540, 1551 (2016) (Thomas, J., concurring)
(quoting 3 WILLIAM BLACKSTONE, COMMENTARIES 13039), and these cases adjudicate “the liability of one individual to another under the law as defined.” Stern,
564 U.S. at 489 (quoting Crowell v. Benson, 285 U.S. 22,
51 (1932)). These private rights—the broad swath of
matters fit for judicial resolution—may only be adjudicated by Article III courts.
1. Patent-Validity Cases Are PrivateRight Disputes Historically Resolved
By Courts.
This Court has always regarded patents as property rights that may only be adjudicated as private
rights—i.e., by Article III courts. Patents and the
rights they confer have been referred to as “property”
as early as the 1793 Patent Act. 1 Stat. 318, 320 (1793)
(entitling inventors to “present a petition to the Secretary of State, signifying a desire of obtaining an exclusive property” in that invention); see also 35 U.S.C.
§ 261. Hence this Court’s observation over a century
ago that a patent takes its subject “from the people,
from the public, and ma[kes it] the private property of
the patentee.” Am. Bell Tel. Co., 128 U.S. at 370. The
resulting patent rights are unquestionably the patent
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owner’s “private property.” Brown v. Duchesne, 60 U.S.
183, 197 (1856). Only one “authority [is] competent to
set” a private property right such as “a patent aside, or
to annul it, or to correct it for any reason whatever.”
McCormick Harvesting Mach. Co. v. C. Aultman & Co.,
169 U.S. 606, 609 (1898). It is the same authority that
can do so for all private rights: “the courts of the
United States.” Ibid.
Patents remain private property, and thus private
rights, to the present day. Like a parcel of land, a patent entitles its owner to exclude others. See General
Information Concerning Patents, USPTO (Oct. 2015),
https://www.uspto.gov/patents-getting-started/generalinformation-concerning patents (“A patent for an invention is the grant of a property right to the inventor
* * * the right to exclude others[.]”). The owner not
only may, but must, enforce the boundaries of his property; the government asserts no ownership rights in
the patent and does not assist the owner in protecting
his rights. Ibid. (“Once a patent is issued, the patentee
must enforce the patent without aid of the USPTO.”).
He must therefore seek judicial recourse against trespassers—infringers, in the patent context—to vindicate
the boundaries of his property. Akamai Techs., Inc. v.
Limelight Networks, Inc., 786 F.3d 899, 924-25 (Fed.
Cir. 2015). In this, a patent owner is like any other
private party pressing a “private tort, contract,” or—
especially—“property case[ ].” Atlas Roofing, 430 U.S.
at 458. This “vast range of * * * cases” is “not at all
implicated” by the public-rights doctrine. Ibid. Neither is this case.
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2. Patent-Validity Cases Are Not Brought
By Or Against The Government.
The first, most straightforward line demarcating
public-rights cases is whether the case is brought
against the government. If so, the government could
condition its consent to hear the claim at all on its being heard in its choice of forum. Stern, 564 U.S. at 489.
This Court first recognized the notion of public rights
in exactly that context in Murray’s Lessee. There, the
Treasury Department determined that a customs collector failed to transfer payments to the federal government and, as a consequence, sold a parcel of land
belonging to the collector. 18 How. at 274-75. Multiple
claimants asserted title to the land, with one challenging the Treasury Department’s original determination
and sale as an adjudication outside Article III courts.
Ibid. After cautioning that Congress could not withdraw Article III matters from the federal courts, this
Court coined the term “public right” to describe actions
such as the sale. Id. at 284.
As this Court has since explained, because a case
regarding the sale could commence only through a
waiver of sovereign immunity, “[t]he point of Murray’s
Lessee [is] simply that Congress may set the terms of
adjudicating a suit when the suit could not otherwise
proceed at all” because of sovereign immunity. Stern,
564 U.S. at 489. Little explanation is required to understand that this category of public-rights cases cannot save inter partes review, which is initiated by

31
private parties and implicates no waivers of sovereign
immunity.4
3. Patent Cases Have Not Historically
Been Resolved Wholly Outside The
Judicial Branch.
Murray’s Lessee discussed another category of
public rights cases—those involving rights that traditionally have been resolved wholly within another
branch. 18 How. at 284. Congress could leave the adjudication of a justiciable case about those rights to
that branch, this Court observed, or otherwise reassign its adjudication as it pleased. Ibid. Sometimes
describing these matters as those “that historically
could have been determined exclusively by” the Executive or Legislative Branches, N. Pipeline, 458 U.S. at
68 (plurality op.), Murray’s Lessee provided as an example equitable claims of land ownership to territory
that had been formally ceded to the United States.
Murray’s Lessee, 18 How. at 284. The Executive could
unilaterally resolve competing rights disputes over
these lands, just as the Recorder of Land Titles had in
Burgess v. Gray, 16 How. 48, 61 (1853). Murray’s Lessee, 18 How. at 284 (citing Gray). These cases, therefore, could also be adjudicated outside of Article III
courts.

4

Of course, patent claims against the federal government
may be heard in the Article I Court of Federal Claims. 28 U.S.C.
§ 1498(a).
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Aside from adjudicating land claims in territory
ceded to the United States, Gray, 16 How. at 61, and in
the District of Columbia, where Congress has plenary
power, Am. Ins. Co. v. Canter, 1 Pet. 511, 518 (1828); see
also U.S. CONST. art. I, § 8, cl. 17, these public-rights
cases included adjudications regarding membership in
Indian tribes; the appraisal, classification, and collection of customs duties, Ex Parte Bakelite Corp., 279 U.S.
438, 458-59 (1929); and other similar “functions, although mostly quasi judicial, [which] were all susceptible of performance by executive officers, and had been
performed by such officers in earlier times.” Id. at 45859.
Disputes about a patent’s validity, however, were
not only not adjudicated by Executive “officers in earlier times,” but this Court had also declared “the courts
of the United States * * * [t]he only authority competent to set a patent aside, or to annul it, or to correct it
for any reason whatever,” McCormick, 169 U.S. at 609,
and not “the department which issued the patent,”
the Executive. Ibid. Both historical practice and McCormick, then, foreclose calling a patent a “public
right” on this basis.
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4. Patent Cases Do Not Involve “New
Statutory Obligations,” Nor Is Their
Adjudication “Essential To A Limited Regulatory Objective.”
That leaves only the most recent strain of publicrights cases—those involving claims that “derive[ ]
from a federal regulatory scheme, or in which resolution of the claim by an expert government agency is
deemed essential to a limited regulatory objective
within the agency’s authority.” Stern, 564 U.S. at 490.
But these cases cannot justify the Board’s adjudication
of private patent rights either. This category includes
only claims that meet two criteria. First, the claim
must arise from a “new statutory obligation[ ]” created
by Congress without a historical analogue to actions
adjudicated by courts. Atlas Roofing, 430 U.S. at 450
(citation omitted). Second, the claim must be “integrally related to” a regulatory scheme governing parties’ private conduct beyond merely the adjudication
of those kinds of claims. Stern, 564 U.S. at 490-91.
Patent-validity claims satisfy neither criterion.
First, this Court has reaffirmed time and again
that this category of public rights arises only from new
statutory obligations without historical analogues.
Thus in Atlas Roofing, this Court emphasized that
OSHA had expanded well beyond common-law negligence and wrongful-death liability by “creat[ing] new
statutory obligations” that were previously unheard of.
430 U.S. at 450.
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Similarly, there was no common-law analogue to
the statutory compensation scheme in Thomas v. Union Carbide Agricultural Products Co., 473 U.S. 568
(1985), which entitled federal pesticide registrants to
compensation for the costs of trade-secret information
disclosed to the federal government. As this Court
noted, trade-secret property interests were conventionally extinguished by their disclosure to a party not
obligated to keep them secret—so a statute entitling
the disclosure of a secret to compensation provided a
claim without a common-law counterpart. Id. at 58485.
Likewise, the obligations vindicated by the brokerreparation scheme in Commodity Futures Trading
Commission v. Schor, 478 U.S. 833 (1986), significantly
expanded the common law. This Court later described
the Commodity Exchange Act as prohibiting both
“fraudulent” and “manipulative conduct” related to
commodity futures transactions, id. at 836—a novel
statutory expansion on traditional fraud (just as the
OSHA obligations in Atlas Roofing expanded negligence and wrongful-death actions).5
Compared to these novel administrative regimes,
patents are hardly “new statutory obligations.” Far
5

In Schor, this Court permitted the Commission to adjudicate a state-law, private-right counterclaim along with the publicrights claims because it was “necessary to make the reparations
procedure workable” and amounted to an “intrusion * * * [that]
can only be termed de minimis.” 478 U.S. at 856. Moreover, the
parties in Schor consented to the adjudication, see Wellness Int’l,
135 S. Ct. at 1944, and that is not the case here.
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from being a stranger to the common law, patents have
been adjudicated by American and English courts for
centuries. The most one could say is that they arise by
statute. But this is not enough: the applicability of the
constitutional right to jury trial—and thus the right to
an Article III court, Granfinanciera, 492 U.S. at 5354—in actions enforcing “statutory rights” is “a matter
too obvious to be doubted.” Curtis v. Loether, 415 U.S.
189, 193 (1974).
If the mere creation of a right by federal statute
sufficed to enable Congress to vest the judicial power
to adjudicate disputes regarding that right in a nonArticle III tribunal, then Congress could just as easily
create an Article I court to adjudicate Sherman Act
cases, as American antitrust law significantly expanded on common-law jurisprudence regarding restraints of trade. United States v. Socony-Vacuum Oil
Co., 310 U.S. 150, 224 n.59 (1940). Of course, it cannot.
Fleitmann v. Welsbach Street Lighting Co. of Am., 240
U.S. 27, 29 (1916). Indeed, the notion that Congress
could divest federal courts of the judicial power over
rights merely because they arise under the laws of the
United States would surely have confused the conventions ratifying Article III, who affirmed that the “judicial power” of the federal courts “shall extend to all
cases, in law and equity, arising under * * * the laws of
the United States,” U.S. CONST. art. III, § 2, even when
those laws granted rights.
Second, even if patent rights were somehow “new
statutory obligations,” they still would not qualify as
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public rights because they fail the second requirement—they are not “integrally related” to a particular
federal government action with a limited regulatory
objective. Stern, 564 U.S. at 490-91. In other words,
these integrally related adjudications are closely related in subject matter to an attempt to enforce a
governmental obligation on regulated parties. The adjudication itself cannot be the “limited regulatory objective”—otherwise it would be no limit at all.
Atlas Roofing is the paradigm of this sort of case.
There, the federal government cited two companies for
violating OSHA after several employees died in workplace incidents. 430 U.S. at 447. The adjudication
of these citations in a non-Article III tribunal was
permissible, this Court held, because they were integrally related to the government’s enforcement action
against the cited business. Id. at 460-61. Likewise, in
Thomas, this Court approved a non-Article III tribunal
where the dispute was “integral[ly] related” to a “complex regulatory scheme” involving particular governmental regulatory actions over particular pesticides.
473 U.S. at 589. And the claims adjudicated in Schor
arose from a private attempt to enforce government
regulatory obligations under the Commodities Exchange Act, along with a state-law counterclaim that
arose out of the same transaction, adjudicated because
it was “necessary to make the reparations procedure
workable.” 478 U.S. at 856-57. These, too, were integrally related to the Act’s reparations procedure and to
the Act’s enforceable public obligations.
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In each of these cases, the rights in question derived from a federal regulatory scheme where adjudicating those rights was critical to a specific regulatory
obligation enforceable through an action aside from
the adjudication itself. But inter partes review does not
follow from a governmental enforcement effort, does
not regulate private conduct, does not follow from any
public obligations borne by patent owners, and therefore is not integrally related to any particular federal
governmental action.
It is not, for example, conducted to resolve a citation or sanction by the federal government for noncompliance with a federal regulatory regime, as in Atlas
Roofing. Nor, as in Thomas, is inter partes review
pursuant to some common governmental obligation
on regulated entities. Nor, as in Schor, is it the adjudication of competing claims of right under a federal
regulatory regime. Indeed, the PTO disclaims the responsibility to regulate private parties and the infringement of their rights that administrative agencies
enforcing public rights take up: the Board does not
seek to enforce obligations against private parties on
behalf of the government. Instead, it adjudicates
“[w]holly private * * * property cases,” the very opposite of “public rights.” See Atlas Roofing, 430 U.S. at
458.
Thus to justify its conclusion that inter partes review involves a public right, the Federal Circuit was
forced to expand this Court’s narrow public-rights doctrine far beyond what this Court has ever recognized.
See MCM Portfolio, 812 F.3d at 1290-91. Rather than
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“limit[ing] the exception to cases * * * in which resolution of the claim by an expert government agency is
deemed essential to a limited regulatory objective,”
Stern, 564 U.S. at 490 (emphasis added), the Federal
Circuit vastly expanded it by regarding agency “expertise” as sufficient. And contrary to the Federal Circuit,
see MCM Portfolio, 812 F.3d at 1290-91, agency expertise alone is no limit at all. Any agency (one hopes)
may gain expertise in a given regulatory scheme and
accompanying area of law by having the Executive
Branch’s authority to enforce that law delegated to it.
Indeed, to justify conferring the judicial power under
Article III merely on the PTO’s expertise amounts to a
buy-one-get-one-free sale for the Constitution’s Vesting Clauses: exercise the executive power, get the judicial power thrown in, too.
And to justify the PTO’s exercise of the judicial
power based on its potential errors in applying the
patent law (by wrongly issuing certain patents in the
first place), see ibid., is risible. There is already a
branch with the specific competence and the constitutional mandate to examine whether Executive Branch
actors have complied with the laws of the United
States: the Judicial Branch. This argument for exercising the judicial power amounts to the belief that
combining the various powers in our government into
one body improves the chances that each will be exercised well. It suffices to say that this belief is reflected
neither in the Founders’ conception of the separation
of powers nor in this Court’s.
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If these threadbare reasons suffice to combine separated powers, then the Constitution’s powers are separated in name only. Congress may bypass Article III
by setting up a specialist Executive body to perform
any lawful function and then bootstrap the illegitimate
power to adjudicate cases arising from those actions
under the guise of expertise and error correction. A
public-rights doctrine so capacious cannot be reconciled with Article III or this Court’s cases enforcing its
limits. Patent-infringement and patent-validity cases
are private property disputes, and no conception of
public rights that this Court has recognized or should
recognize converts such a private dispute into a public
one.
C. No Other Basis Recognized By This
Court Can Excuse Inter Partes Review.
This Court has also considered whether, as a practical matter, decision-making by a non-Article III tribunal would “usurp the constitutional prerogatives of
Article III courts.” Wellness Int’l, 135 S. Ct. at 1944-45.
This analysis further confirms that inter partes review
violates Article III because it intrudes upon the separation of powers and usurps the constitutional prerogatives of the Judicial Branch.
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1. Inter Partes Review Subjects Litigants To A Non-Article III Tribunal
Without Their Consent.
First and foremost, this Court has considered
whether the parties have consented to adjudication by
a non-Article III tribunal. See Wellness Int’l, 135 S. Ct.
at 1943. Although “notions of consent and waiver cannot be dispositive because the limitations [of Article
III] serve institutional interests that the parties cannot be expected to protect,” Schor, 478 U.S. at 851,
where “the decision to invoke th[e] forum is left entirely to the parties,” id. at 855, consent diminishes
separation-of-powers concerns “for it seems selfevident that * * * Congress may make available a
quasi-judicial mechanism through which willing parties may, at their option, elect to resolve their differences.” Ibid.; see also Peretz v. United States, 501 U.S.
923, 936 (1991) (holding that Article III permits a litigant to consent to a magistrate judge supervising jury
selection); Wellness Int’l, 135 S. Ct. at 1944 (explaining
that the “entitlement to an Article III adjudicator is a
personal right and thus ordinarily subject to waiver”
(internal quotation marks omitted)).
Inter partes review, however, can and does—as it
did in this case—adjudicate patent validity over the
objections of the patent owner. Like the litigants in
Stern and Northern Pipeline, Oil States “ ‘did not * * *
consent to’ resolution of the claim against it in a nonArticle III forum.” 135 S. Ct. at 1946 (quoting Stern,
564 U.S. at 493). To the contrary, Oil States vigorously
opposed inter partes review. “[T]he cases in which this
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Court has found a violation of a litigant’s right to an
Article III decisionmaker have involved an objecting
defendant forced to litigate involuntarily before a nonArticle III court.” Wellness Int’l, 135 S. Ct. at 1947.
This is precisely such a case.
2. Inter Partes Review Is Conducted
Without Meaningful Article III Supervision.
This Court has, at times, approved the exercise of
the judicial power by non-Article III tribunals when
they are subject to substantial supervision by Article
III courts. See Schor, 478 U.S. at 853 (agency orders
were “enforceable only by order of the district court”);
Northern Pipeline, 458 U.S. at 85-86 (explaining that
“the agency in Crowell was required by law to seek enforcement of its compensation orders in the district
court”). Inter partes review, however, is conducted
without any Article III supervision whatsoever: proceedings begin and run their course to judgment without an Article III court’s involvement at any point.
The Board’s orders—or “judgments”—are wholly
self-executing and appealable as of right only directly
to the Federal Circuit. Nor can the district court—as
in Wellness International—withdraw a reference to the
Board. See 135 S. Ct. at 1945. Once inter partes proceedings are instituted, litigants have no option other
than to try their case before a non-Article III tribunal
without having that tribunal subject to any Article III
supervision or control.
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An Article III court becomes involved with an inter
partes review proceeding only if a party appeals to the
Federal Circuit. But appellate review is not what this
Court has deemed “supervision” or “control.” For example, an Article III court controlled the non-Article
III tribunal in Crowell in part because the tribunal
could not issue a self-executing judgment—only a district court could. 285 U.S. at 44-45, 48. Likewise, only
a district court could enforce the Commission’s orders
in Schor, 478 U.S. at 853. And references to bankruptcy
judges can be withdrawn by district courts. Northern
Pipeline, 458 U.S. at 80 n.31.
This Court has also underscored Article III courts’
control over magistrates, including their selection as
an initial matter. Wellness Int’l, 135 S. Ct. at 1945. But
inter partes review shares none of these characteristics. Board judgments are self-executing; no Article III
court may withdraw inter partes proceedings; and the
Executive controls the composition of the Board. All
that is left to an inter partes litigant is a right to appeal, which this Court has never held or even suggested could be sufficient as “control” or “supervision.”
Moreover, even when an inter partes litigant appeals to the Federal Circuit, the Board receives extraordinary deference. The Federal Circuit reviews
inter partes review proceedings to determine whether
the Board’s findings are supported by “substantial evidence,” Homeland Housewares, LLC v. Whirlpool
Corp., No. 2016-1511, ___ F.3d ___, 2017 WL 3318764,
at *2 (Fed. Cir. Aug. 4, 2017), a standard of review that
this Court has equated to the standard for overturning
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a jury’s verdict. N.L.R.B. v. Columbian Enameling &
Stamping Co., 306 U.S. 292, 300 (1939). Indeed, this
standard is far more deferential than the “clearly erroneous” review held insufficient in Northern Pipeline,
458 U.S. at 85, and vastly more deferential than the
schemes upheld in Crowell and Schor. See Schor, 478
U.S. at 853 (“CFTC orders are also reviewed under the
same ‘weight of the evidence’ standard sustained in
Crowell, rather than the more deferential [clearly erroneous] standard found lacking in Northern Pipeline.”); Dickenson v. Zurko, 527 U.S. 150, 152-53 (1999).
Thus when conducting inter partes review, the
Board does not function merely as a fact-finding “adjunct” of the district court, reserving judicial power for
the Judicial Branch. To the contrary, the Board adjudicates cases entirely bereft of the Article III court supervision that this Court has deemed essential. For
example, in permitting parties to waive their right to
an Article III forum and permit adjudications of particular matters in bankruptcy courts, the Court noted
that “[b]ankruptcy judges, like magistrate judges,
‘are appointed and subject to removal by Article III
judges.’ ” Wellness Int’l, 135 S. Ct. at 1945 (quoting
Peretz, 501 U.S. at 937). The entire process of adjudication by bankruptcy judges and magistrates thus
“takes place under the district court’s total control and
jurisdiction.” Ibid.
Not so with inter partes review. Board judges are
appointed through a process seated entirely in the Executive Branch. The Director of the PTO recommends
potential judges to the Commerce Secretary, who in
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turn makes the final selection. Patent Trial and Appeal Board: Are you interested in becoming an administrative patent judge?, USPTO (Apr. 10, 2014).6 The
Secretary is not required to seek the President’s approval, nor is Congress involved in the selection process. Ibid.; see also Letter from Richard A. Epstein,
Professor, New York University School of Law, and F.
Scott Kieff, Professor, George Washington University
School of Law, to the House Judiciary Committee 1213 (Mar. 30, 2011) (noting the sweeping powers of the
PTO Director regarding the Board and concluding that
the agency has “the power that is denied to the President and the Congress in setting up both Article I and
Article III courts”).
Once selected, the judges have no tenure-in-office
protections beyond those that ordinary civil servants
enjoy. Unlike, for example, judges on the Article I
Court of Claims, they do not serve for a fixed term of
years. 28 U.S.C. § 172. And they may be discharged
like any other federal employee covered by the civil
service laws. See Civil Service Reform Act of 1978,
Pub. L. No. 95-454, 92 Stat. 1111 (1978).
Board judges depend wholly on their superiors for
performance evaluations, promotions, and raises. See,
e.g., Organizational Structure and Administration of
Patent Trial and Appeal Board, supra (describing promotion system). The salary and promotion potential of

6

Available at https://www.uspto.gov/ip/boards/bpai/ptab_brochure_
v2_4_10_14.pdf.
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every judge thus depends on the approval of a politically appointed Executive Branch officer (or the officer’s subordinates).
Not only are the judges of the Board wholly dependent on politically appointed Executive Branch
officers for salary, promotion, and tenure, but the Executive Branch can also directly influence the Board’s
decision-making. The Director of the PTO, a political
appointee, selects how many judges (above the three
required by the statute) and which ones will adjudicate
cases. See 35 U.S.C. § 6(c). The Director can even designate himself to adjudicate an inter partes review. See
35 U.S.C. § 6(a).
The risk that these powers will be used to influence specific decisions is not hypothetical. It has already happened. Two Federal Circuit judges recently
expressed “concern[ ] about the PTO’s practice of expanding panels to decide requests for rehearing.”
Nidec Motor Corp. v. Zhongshan Broad Ocean Motor
Co., No. 16-2321, ___ F.3d ___, 2017 WL 3597455, at *6
(Fed. Cir. Aug. 22, 2017) (Dyk, J., concurring). “Here,
after a three-member panel of administrative judges
denied” a petitioner’s request to join its second, timebarred, petition with its earlier, timely filed and instituted inter partes review, the petitioner requested
rehearing. Id. at *1-2. “The Acting Chief Judge, acting
on behalf of the Director” then “expanded the panel
from three to five members” in order, in the Director’s
words, to achieve “uniformity” of the Board’s decisions.
Id. at *6. That expanded panel reversed the prior
panel’s decision, leading several Federal Circuit judges
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to “question whether the practice of expanding panels
where the PTO is dissatisfied with a panel’s earlier decision is” an “appropriate mechanism” for “achieving
the” Director’s “desired uniformity.” Ibid.
This is not the first time the Director of the PTO
has appointed judges to panels to alter decisions in
pending cases. After a three-member panel of the
Board’s predecessor BPAI reversed a patent examiner’s rejection of claims in a patent application, the
head of the BPAI appointed an expanded panel for rehearing. In re Alappat, 33 F.3d 1526, 1531 (Fed. Cir.
1994) (en banc), abrogated on other grounds by In re
Bilski, 545 F.3d 943 (Fed. Cir. 2008). The five new
members all voted against the decision of the original
three-member panel. Ibid. A plurality of the Federal
Circuit concluded that the “statutory scheme” permitted the head of the Board “to determine the composition of Board panels, and thus he may convene a Board
panel which he knows or hopes will render the decision
he desires, even upon rehearing, as he appears to have
done in this case.” Id. at 1535 (plurality op.).
The PTO’s Solicitor recently acknowledged that
the practice of appointing additional judges to reverse
a panel’s judgment continues under the current Board.
See Yissum Research Dev. Co., supra, Oral Argument
at 48:00-06. As the Solicitor put it, the Director has to
“be able to make sure that her policy judgments [were]
enforced by the Board” in any given case. Id. at 43:1742. Such a system of adjudication—in which a political
appointee can hand-pick a panel to render the decision
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she desires—could not be further removed from the
guarantees of judicial independence secured by Article
III.
These are the dangers against which Article III supervision is designed to guard: the possibility that Congress could “transfer jurisdiction [to non-Article III
tribunals],” thus “aggrandiz[ing] * * * one branch at
the expense of the other.” Wellness Int’l, 135 S. Ct. at
1944 (quoting Schor, 378 U.S. at 850). Congress has
done just that, wresting the judicial power from a politically independent judicial tribunal and vesting it in
a politically beholden Executive one—aggrandizing to
the Executive that which belongs to the Judiciary. Article III’s “structural purpose[s],” ibid., forbid Congress
from doing so.
D. The Concerns That Led Congress To
Establish Inter Partes Review Confirm
The Article III Violation.
The “concerns that drove Congress to depart from
the requirements of Article III” in establishing inter
partes review only confirm that it violates Article III.
See Schor, 478 U.S. at 851.
Congress created inter partes review primarily
out of a concern that the federal district courts provided insufficient protection against the assertion of
meritless patents. See H.R. REP. NO. 112-98, at 39
(noting “a growing sense that questionable patents are
too easily obtained and are too difficult to challenge”);
id. at 48 (explaining that the statute seeks to “improve
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patent quality and restore confidence in the presumption of validity that comes with issued patents”). To
the extent the AIA was motivated by concerns about
abusive or inefficient consolidation of patent litigation
in the Eastern District of Texas, in particular, preliminary studies suggest that this Court’s recent decision
in TC Heartland LLC v. Kraft Food Brands, LLC, 134
S. Ct. 1514 (2017), is expected to reduce filings there
by 70 percent. See, e.g., How TC Heartland May Affect
District Court Filings: A Quantitative Assessment, Unified Patents (June 1, 2017), https://www.unifiedpatents.
com/news/2017/5/31/a-quantitative-assessment-of-howtc-heartland-may-affect-district-court-filings.
Not surprisingly, inter partes review has done just
what it was designed to do—invalidating nearly 80
percent of the patents in the cases it adjudicates as of
March 2016. PTAB Statistics, USPTO (Mar. 31, 2016),
https://www.uspto.gov/sites/default/files/documents/20163-31%20PTAB.pdf. As the then-chief administrative
judge of the Board put it in 2014, “[i]f we weren’t, in
part, doing some ‘death squadding,’ we would not be
doing what the statute calls on us to do.” Ryan Davis,
PTAB’s ‘Death Squad’ Label Not Totally Off-Base,
LAW360 (Aug. 14, 2014), http://bit.ly/2p2JPDo.
Congress quite intentionally withdrew a significant number of patent disputes—those involving invalidity defenses and counterclaims—from federal
district courts because Congress was dissatisfied with
the speed and results of district court decision-making.
Congress is free to change the rules of decisions
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applied by federal courts (within the constraints imposed by other constitutional provisions, of course).
But Congress cannot withdraw matters traditionally
adjudicated in courts of law from Article III courts so
that an administrative agency can adjudicate those
matters in “trials” that lack Article III’s most fundamental guarantees. Such a purpose is flatly inconsistent
with the separation-of-powers principles inherent in
Article III.
Indeed, because inter partes review stands virtually alone among non-Article III tribunals in combining both a full-dress exercise of judicial power with a
private-right subject matter, invalidating inter partes
review would have no spill-over effect into other administrative proceedings.
Unlike the Court of Federal Claims—which adjudicates only claims against the government, and thus
necessarily public rights—the Board resolves cases between private parties. See 28 U.S.C. § 1491. Unlike the
International Trade Commission, whose “decisions
* * * involving patent issues have no preclusive effect
in other forums,” see Texas Instruments v. Cypress
Semiconductor Corp., 90 F.3d 1558, 1569 (Fed. Cir.
1996), the Board issues final “judgments” that can be
overturned only by the Federal Circuit. As observed by
one Federal Circuit judge, “a decision of the PTO, an
administrative agency under a coordinate branch of
government, can displace a judgment of an Article III
court.” ePlus, Inc. v. Lawson Software, Inc., 789 F.3d
1349, 1370 (Fed. Cir. 2015) (O’Malley, J., dissenting).
Unlike interference proceedings, inter partes review
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provides no recourse to a federal district court for a
full Article III trial. And unlike traditional ex parte
reexamination—which is an interactive proceeding between the agency and the patent owner—inter partes
review is an adversarial proceeding with all the trappings of litigation.
Each of these other tribunals or proceedings stops
short of exercising Article III judicial power over private rights. Inter partes review does not. This Court
would therefore call no other tribunal or proceeding
into question by prohibiting this clear intrusion into
Article III.
II.

Inter Partes Review Violates The Seventh
Amendment.

No less than wrongfully usurping the role guaranteed to federal courts by Article III, inter partes review
also usurps the role guaranteed to juries under the
Seventh Amendment. Historically, challenges to a
patent’s validity were decided in actions at law, with
disputed questions of fact resolved by juries. The Seventh Amendment preserves the same jury right for
patent owners today.
The Seventh Amendment guarantees federal litigants a jury “[i]n suits at common law,” U.S. CONST.
amend. VII, “preserv[ing] the right to jury trial as it
existed in 1791.” Curtis, 415 U.S. at 193. Thus federal
litigants may try to juries questions of fact in actions
customarily tried to juries in the late 18th century as
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well as their modern-day statutory analogues. Granfinanciera, 492 U.S. at 42. Patent-validity actions were
tried to juries in England, but the Board adjudicates
those same actions (or their modern-day analogues) today. The Seventh Amendment does not permit that arrangement.
As discussed above, supra Part I.A.2., patentvalidity cases began in several ways in England in
1791: during a patent infringement action at law or
suit in equity, or otherwise through an action commenced by a writ of scire facias. A dispute concerning
a patent’s validity was treated as an action at law in
any event. The Statute of Monopolies, which regulated
the granting of patents in England, “declared * * *
[t]hat all * * * lettres patentes * * * and the force and
validitie of them and every of them ought to be, and
shall be for ever hereafter examyned heard tryed and
determined by and accordinge to the Cōmon Lawes of
this Realme & not otherwise.” 21 Jac. 1, c. 3, § 2.
Infringement actions were the typical way that
patent-validity questions arose. For the most part in
1791, “[a]n action for patent infringement is one that
would have been heard in the law courts of old England.” Markman, 52 F.3d at 992. This was the usual
occurrence, and this Court bases its historical analysis
on what typically occurred, occasional outliers notwithstanding. See, e.g., Granfinanciera, 492 U.S. at
43.
An infringement action brought in the law courts
would begin with the patent owner filing an action for
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trespass on the case, Gómez-Arostegui, supra, at 21213; Br. of Legal Historians at 9—the archetypical
common-law tort action for damages. See City of Monterey v. Del Monte Dunes at Monterey, Ltd., 526 U.S.
687, 715-16 (1999). “Actions on the case, like other actions at law, were tried before juries,” Feltner v. Columbia Pictures Television, Inc., 523 U.S. 340, 349 (1998)
(Thomas, J.), and a patent-infringement action was no
different.7 In response, when the alleged infringer generally denied infringement through a “not guilty” plea,
the case was tried to a jury if the alleged infringer requested it. Gómez-Arostegui, supra, at 212-13; Br. of
Legal Historians at 9.
Juries resolved numerous disputed-fact questions
in these actions, including those that would preclude a
conclusion of infringement if found in the negative.
These questions included whether a patent’s invention
was novel and whether the patent owner had actually
invented the patented invention. E.g., Liardet v. Johnson (K.B. 1778), reprinted in 1 James Oldham, The
Mansfield Manuscripts 753, 756. Jury instructions in
these cases would charge jurors with determining, for
7

In this, a patent-infringement action operated like its close
cousin, the copyright-infringement action, which, as this Court
has held, is plainly an action at law to which the Seventh Amendment right attaches. Feltner, 523 U.S. at 351, 354-55; see also H.
Tomás Gómez-Arostegui, The Untold Story of the First Copyright
Suit under the Statute of Anne in 1710, 25 BERK. TECH. L.J. 1247,
1326-38 (2010) (explaining that “courts of record,” such as those
called on under Statute of Anne, cited in Feltner, were necessarily
courts at law, and thus actions instituted in such courts were at
law, not in equity). Just so here.
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example, whether a claimed invention was “known and
in use before” an alleged infringement as “a matter of
fact, the proof of which lies on Defendant.” Ibid. Likewise, another instruction informed the jury that they
must decide if the “Patentee * * * [was] really the inventor [and] the Invention * * * is new.” Br. of Legal
Historians at 17-18; Strutt v. James (C.P. 1783). In
other words, not only was the question of patent infringement tried to a jury, but the necessary preconditions for the patent’s validity were tried to a jury as
well.
A patent owner could initiate an infringement action in the Court of Chancery as well; after all, the
owner had his choice of venue between the courts of
law or the courts of equity. Bottomley, supra, at 36-37.
But the Statute of Monopolies prevented the courts of
equity from determining a patent’s validity. Indeed,
Edward Coke explained that the Statute of Monopolies’ restriction on patent-validity questions to courts
of law—that all challenges to patents or their validity
must “be examined, heard, tried, and determined in
the courts of the common law according to the common
law”—was designed deliberately to exclude courts of
equity and other bodies from resolving patent-validity
questions. EDWARD COKE, THIRD PART OF THE INSTITUTES OF THE LAWS OF ENGLAND 182-83 (London, W.
Clarke, & Sons, 1809) (1644).
Validity questions could be determined only in
courts of law—and thus before juries—and “not at
the councell table, star-chamber, chancery, exchequer
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chamber, or any other court of like nature, but only according to the common laws of this realm.” Ibid. Coke
explained why the Statute of Monopolies required
these actions to be heard in the courts of law, and thus
before juries: “such boldness the monopolists took” in
these other, jury-less venues in “not obeying the commandments and clauses of the said grants of monopolies” that “the preventing of which mischief ” through
exclusive trial at law was necessary. Ibid. Thus only
juries could be entrusted to decide whether a patent
was valid.
As a result, when a patent owner began an infringement action in the courts of equity, if the alleged
infringer challenged the patent’s validity as a defense,
the court of equity was required to send the case to a
court of law for jury trial. As one jurist sitting in equity
summarized, “[i]f [a] Question arises whether there is
Infringement or Novelty of Invention, they”—the
courts of equity—“refer those Questions to Law.”
Liardet v. Johnson, GT Eldon MS, Notes of Cases 1779,
at 34, 46 (Ch. 1780); Br. of Legal Historians at 12. As
Blackstone explained, once a court of equity “direct[ed]
the matter to be tried by jury,” 3 WILLIAM BLACKSTONE,
COMMENTARIES 452, “the verdict of the jurors determine[d] the fact” issues so tried “in the court in equity.” Ibid. Far from “advisory,” jury verdicts in these
cases were binding. Even when filed in courts of equity, infringement actions and validity questions were
tested as actions at law, tried to juries.
A patent’s validity could also be challenged
through an action commenced by a writ of scire facias,
which would be initiated in the Court of Chancery.
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But the Court of Chancery still treated these proceedings as actions at law, and sat as a court of law, as
Blackstone noted that Chancery always did for actions
instituted by writs of scire facias. 3 WILLIAM BLACKSTONE, COMMENTARIES 47. In this dual court—“the one
ordinary, being a court of common law; the other extraordinary being a court of equity,” ibid., scire facias
writs were heard by the former. Ibid. “The ordinary
legal court [of Chancery] is much more ancient than
the court of equity. It’s [sic] jurisdiction is to hold
plea[s] upon a scire facias to repeal and cancel the
king’s letters patent, when made against law, or upon
untrue suggestions.” Ibid.
Here, too, disputed fact questions on the scire
facias writ were tried to juries, although the Court of
Chancery had to send the case again to the Court of
King’s Bench, as the Court of Chancery could not summon a jury. As Blackstone again summarizes: “if any
fact be disputed between the parties” on the writ’s issuance, “the chancellor cannot try it, having no power
to summon a jury.” Id. at 48. Instead, he “must deliver
the record * * * into the court of king’s bench, where it
shall be tried by the country”—tried by jury—“and
judgment shall be there given thereon.” Ibid. American courts, including this Court, took this practice with
them with the writ. See Ex Parte Wood & Brundage,
22 U.S. 603, 614-15 (1824) (“[I]t is ORDERED * * * that
the said Judge do award a process, in the nature of a
scire facias, to the patentees, to show cause why the
said patent should not be repealed * * * and that if the
issue be an issue of fact, the trial thereof be by a jury.”).
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No matter whether presented in an infringement
action in the courts of law, as one in the courts of equity,
or in an action commenced by a writ of scire facias
in the Court of Chancery, the result was the same:
questions as to a patent’s validity were tried to juries.
Bottomley, supra, at 36-37, 41-43; see also GómezArostegui, supra, at 210-12; Br. of Legal Historians at
14-19. The resolution of disputed facts in these cases
is therefore part of the jury-trial right preserved by the
Seventh Amendment—and must remain in courts, before juries.
Transferring the adjudication of these fact questions from juries to the Board is not merely incidental
to inter partes review—it is the point. A petition for
inter partes review may seek only the cancellation of
“[one] or more claims of a patent,” and only on specific
grounds: that a patent’s subject-matter is not novel,
that it was anticipated by the prior art, or that the
patent’s invention was obvious. 35 U.S.C. §§ 102(a),
103, 311(b). As demonstrated above, these are the
same types of issues that juries traditionally decided
in suits at common law.
Juries likewise resolved numerous disputed questions of fact about patents, such as whether the
patentee actually invented the subject matter, whether
the invention was useful, whether the patent had
explained its method of production enough to enable
others to replicate the invention, and so on. E.g., Hill
v. Thompson, 3 Meriv. 622, 630 (Ch. 1817); Boulton, 126
Eng. Rep. at 659; Liardet v. Johnson (K.B. 1778), reprinted in 1 James Oldham, The Mansfield Manuscripts 753, 756; Br. of Legal Historians at 16-18. For
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that matter, juries decided these questions as ultimate
issues. Ibid. Whether modern questions regarding
novelty or obviousness are precisely the same questions that English jurors resolved, they are unquestionably close statutory analogues, so the result is the
same: they fall within the Seventh Amendment’s scope.
See generally Granfinanciera, 492 U.S. at 42.
Patent owners therefore have a right to try disputed-fact questions in these matters to juries. As
English historical practice reveals, patent-validity and
patent-infringement actions are two sides of the same
coin: validity challenges arose in response to infringement actions, and were adjudicated in the same case—
the same “Suit[ ] at common law.” Before inter partes
review, these questions arose in the same Article III
cases as well. Indeed, the first Patent Act, passed a
year before the Seventh Amendment was ratified, expressly entitled patent owners to jury trials over infringement actions, guaranteeing “damages as shall be
assessed by a jury” for this “action on the case”—meaning an action at law. 1 Stat. 109, 111. Sensibly, “there
is no dispute that infringement cases today must be
tried to a jury, as their predecessors were more than
two centuries ago.” Markman, 517 U.S. at 377 (citing
Bramah v. Hardcastle, 1 Carp. P.C. 168 (K.B. 1789)).
This guarantee is meaningless if an alleged infringer
may nullify it by filing a preemptive or parallel petition
for inter partes review.
The distinction is no mere matter of procedure.
The jury-trial right was one of the most venerated by
both the English and the Founders: as “the glory of the
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English law,” 3 WILLIAM BLACKSTONE, COMMENTARIES
79, “the Constitution would have been justly obnoxious
* * * if it had not recognized” the right “in the most solemn terms.” 2 JOSEPH STORY, COMMENTARIES ON THE
CONSTITUTION § 1773 (Boston, Hilliard, Gray, & Co.
1833). For disputed-fact questions concerning the validity of a patent, juries are the ones entitled to decide—and patent owners are entitled to have them do
so.
*

*

*

Patent-validity challenges were “traditional actions at common law” and therefore “the responsibility
for deciding that [type of ] suit rests,” at a minimum,
“with Article III judges in Article III courts.” Stern,
564 U.S. at 484; see also Am. Bell Tel. Co., 128 U.S. at
365 (“Patents are sometimes issued unadvisedly or by
mistake * * * * In such cases courts of law will pronounce them void * * * * That is a judicial act, and requires the judgment of a court.”). Thus the “exercise of
judicial power” in these cases “may [not] be taken from
the Article III Judiciary.” Stern, 564 U.S. at 494, 495.
Nor may disputed fact issues in these cases—which
were traditionally suits at common law—be taken
away from juries. But that is just what Congress has
done with inter partes review. For all these reasons,
inter partes review violates the Constitution.
------------------------------------------------------------------
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CONCLUSION
The judgment of the court of appeals should be reversed.
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In the Supreme Court of the United States
No. 16-712
OIL STATES ENERGY SERVICES, LLC, PETITIONER
v.
GREENE’S ENERGY GROUP, LLC, ET AL.
ON WRIT OF CERTIORARI
TO THE UNITED STATES COURT OF APPEALS
FOR THE FEDERAL CIRCUIT

BRIEF FOR THE FEDERAL RESPONDENT

OPINIONS BELOW

The order of the court of appeals (Pet. App. 1-2) is
not published in the Federal Reporter but is available
at 639 Fed. Appx. 639. The decision of the Patent Trial
and Appeal Board (Pet. App. 3a-36a) is not published in
the United States Patents Quarterly but is available at
2015 WL 2089371.
JURISDICTION

The judgment of the court of appeals was entered on
May 4, 2016. A petition for rehearing was denied on
July 26, 2016 (Pet. App. 37-38). On October 14, 2016,
the Chief Justice extended the time within which to file
a petition for a writ of certiorari to and including November 23, 2016, and the petition was filed on that date.
The petition for a writ of certiorari was granted on June
12, 2017. The jurisdiction of this Court rests on 28
U.S.C. 1254(1).
(1)

2
CONSTITUTIONAL AND STATUTORY
PROVISIONS INVOLVED

Pertinent constitutional and statutory provisions are
set forth in the appendix to this brief. App., infra, 1a12a.
STATEMENT

1. a. The Intellectual Property Clause of the Constitution authorizes Congress to “promote the Progress
of Science and useful Arts by securing for limited Times
to Authors and Inventors the exclusive Right to their
respective Writings and Discoveries.” U.S. Const. Art.
I, § 8, Cl. 8. At the Founding, patents were understood
as an “except[ion]” to the “[w]rong[]” of restraint of
trade. 4 William Blackstone, Commentaries on the
Laws of England 159 (1769). The Intellectual Property
Clause is the only one of Congress’s enumerated powers
that is conditioned on promotion of a specific public purpose.
The first patent statute conditioned the issuance of
patents on approval by an Executive Branch committee
that was charged with determining whether the invention in question was sufficiently useful and novel. See
Patent Act of 1790, ch. 7, § 1, 1 Stat. 109-110. In 1793,
Congress authorized the issuance of patents under a
registration system with no examination into patentability. See Act of Feb. 21, 1793, ch. 11, § 1, 1 Stat. 318321. Since 1836, Congress has entrusted the decision
whether to grant a patent to an agency now known as
the U.S. Patent and Trademark Office (USPTO). See
35 U.S.C. 2(a)(1), 131. When an inventor files an application with the USPTO, “[a] patent examiner with expertise in the relevant field reviews an applicant’s patent claims, considers the prior art, and determines
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whether each claim meets the applicable patent law requirements.” Cuozzo Speed Technologies, LLC v. Lee,
136 S. Ct. 2131, 2136-2137 (2016). The invention must
satisfy conditions that include eligibility and utility,
35 U.S.C. 101; novelty, 35 U.S.C. 102; and non-obviousness over the prior art, 35 U.S.C. 103.
The examination is an ex parte proceeding in which
no person other than the applicant has an opportunity
to participate. While an applicant must disclose material prior art of which he is aware, 37 C.F.R. 1.56, he has
“no general duty to conduct a prior art search” and “no
duty to disclose art of which [the] applicant is unaware.”
Bruno Indep. Living Aids, Inc. v. Acorn Mobility
Servs., Ltd., 394 F.3d 1348, 1351 n.4 (Fed. Cir. 2005). As
a result, the patent examiner evaluating an application
may be unaware of information that bears on whether
the requirements for patentability are satisfied. See
Kappos v. Hyatt, 566 U.S. 431, 437 (2012); Microsoft
Corp. v. i4i Ltd. P’ship, 564 U.S. 91, 108-112 (2011).
In 2015, the USPTO received more than 600,000 applications—more than three times as many as it had received two decades earlier. See USPTO, U.S. Patent
Statistics Chart (Calendar Years 1963-2015). 1 In 2015,
the USPTO issued more than 325,000 patents. Ibid.
A patent confers on its owner “the right to exclude
others from making, using, offering for sale, or selling
the invention throughout the United States.” 35 U.S.C.
154(a)(1). A patent holder may enforce that right
through an infringement action against others who
make, use, or sell the invention within the United States
without authorization. 35 U.S.C. 271(a). A defendant
may assert invalidity as a defense to infringement—
1

https://www.uspto.gov/web/offices/ac/ido/oeip/taf/us_stat.htm.
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“that is, he may attempt to prove that the patent never
should have issued in the first place.” i4i Ltd. P’ship,
564 U.S. at 96; see 35 U.S.C. 282. But the patent is presumed to be valid during litigation, 35 U.S.C. 282, and
that statutory presumption can be rebutted only
through clear and convincing evidence of invalidity, i4i
Ltd. P’ship, 564 U.S. at 95.
b. “F or several decades,” Congress has authorized
the USPTO to reconsider its own decisions in issuing
patents through proceedings “to reexamine—and perhaps cancel—a patent claim that it had previously allowed.” Cuozzo, 136 S. Ct. at 2137.
In 1980, Congress created ex parte reexamination,
with the goal of restoring public and commercial “confidence in the validity of patents issued by the PTO” by
providing a speedy and inexpensive mechanism for
eliminating patents that had been wrongly issued. Patlex Corp. v. Mossinghoff, 758 F.2d 594, 601 (Fed. Cir.),
modified on other grounds on reh’g, 771 F.2d 480 (Fed.
Cir. 1985). “Any person at any time” may file a request
for reexamination of a patent based on certain prior art
that bears on patentability. 35 U.S.C. 301(a)(1) and (2).
The USPTO may institute an ex parte reexamination if
it concludes that the petition raises “a substantial new
question of patentability.” 35 U.S.C. 303(a), 304. The
Director of the USPTO is also authorized “[o]n his own
initiative, and [at] any time,” to “determine whether a
substantial new question of patentability is raised” with
respect to any issued patent “by patents and publications discovered by him.” 35 U.S.C. 303(a). In an ex
parte reexamination, an examiner may cancel any
claims that he finds to be unpatentable. See 35 U.S.C.
305.
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In 1999, Congress created inter partes reexamination
—the predecessor to inter partes review—to expand
the USPTO’s authority to correct its erroneous patent
grants. Optional Inter Partes Reexamination Procedure Act of 1999, Pub. L. No. 106-113, §§ 4601-4608, 113
Stat. 1501A-567 to 1501A-572. Inter partes reexamination was “similar” to ex parte reexamination but allowed
“third parties greater opportunities to participate in the
Patent Office’s reexamination proceedings,” Cuozzo,
136 S. Ct. at 2137, by permitting them to respond to the
patent owner’s arguments, introduce evidence in response to the patent owner’s evidence, and engage in
motions practice. See 35 U.S.C. 311-318 (2000). Subsequent amendments to the reexamination statute allowed third parties to participate in any appeal of the
agency’s decision. 21st Century Department of Justice
Appropriations Authorization Act, Pub. L. No. 107-273,
§ 13106(c), 116 Stat. 1901.
In 2011, with broad bipartisan support in both
Houses, see 157 Cong. Rec. 9959-9960 (2011); id. at
13,200, Congress enacted the Leahy-Smith America Invents Act (AIA), Pub. L. No. 112-29, 125 Stat. 284. The
AIA responded to the “growing sense” that under existing procedures, “questionable patents [were] too easily
obtained and [were] too difficult to challenge.” H.R.
Rep. No. 98, 112th Cong., 1st Sess. Pt. 1, at 39 (2011)
(House Report).
In order “to improve patent quality and restore confidence in the presumption of validity that comes with
issued patents in court,” House Report 48, Congress revised the Patent Act’s post-issuance review procedures.
The AIA created a new procedure, known as post-grant
review, for challenges to patentability brought within
nine months after patent issuance. 35 U.S.C. 321(c).
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For challenges brought more than nine months after a
patent was issued, the AIA created inter partes review,
which replaced inter partes reexamination. 35 U.S.C.
311. Inter partes review serves the same “basic purposes” as inter partes reexamination—“namely, to
reexamine an earlier agency decision” granting a patent. Cuozzo, 136 S. Ct. at 2144; see House Report 3940 (describing inter partes review as a “system for challenging patents that should not have issued”).
As with inter partes reexamination, any person other
than the patent owner may seek inter partes review on
the ground that, at the time a patent was issued, the invention was not novel or was obvious in light of “prior
art consisting of patents or printed publications.”
35 U.S.C. 311(a) and (b). After receiving any response
from the patent owner, the Director of the USPTO may
institute an inter partes review if he finds “a reasonable
likelihood that the petitioner would prevail” with respect to at least one of its challenges to the validity of a
patent. 35 U.S.C. 314(a). 2 A review of the patent’s validity is then conducted by the USPTO’s Patent Trial
and Appeal Board (PTAB or Board), an administrative
body created by the AIA that is composed of administrative patent judges “who are patent lawyers and former patent examiners, among others.”
Cuozzo,
136 S. Ct. at 2137; see 37 C.F.R. 42.4(a).
Inter partes review may not be instituted if the petitioner previously filed a civil action challenging the validity of the disputed patent, 35 U.S.C. 315(a), or if the patent owner sued the petitioner for
infringement of the disputed patent more than one year before the
petition was filed, 35 U.S.C. 315(b). If a petitioner seeks inter partes
review within one year after being sued for infringement, the district court has discretion to decide whether to stay the underlying
infringement suit. See, e.g., Murata Mach. USA v. Daifuku Co., 830
F.3d 1357, 1361 (Fed. Cir. 2016).
2

7
The AIA gave third-party challengers “broader participation rights” in inter partes review than they had
possessed in inter partes reexamination. Cuozzo, 136
S. Ct. at 2137. Both the patent owner and the thirdparty challenger are entitled to certain discovery,
35 U.S.C. 316(a)(5); to file affidavits, declarations, and
written memoranda, 35 U.S.C. 316(a)(8); and to request
an oral hearing, 35 U.S.C. 316(a)(10). The patent owner
may also file a motion to amend the patent, including by
proposing a reasonable number of substitute patent
claims. 35 U.S.C. 316(d)(1)(B).
The Board is required to issue a final written decision on patentability within one year after the decision
to institute inter partes review, unless the deadline is
extended for good cause or the review is dismissed.
35 U.S.C. 316(a)(11). The Board may issue a decision
“even after the adverse party has settled.” Cuozzo, 136
S. Ct. at 2144; see 35 U.S.C 317(a). The Board’s decision
may be appealed to the Federal Circuit. See 35 U.S.C.
141, 319. If the Board determines that any challenged
claims of the patent are unpatentable, those claims are
not cancelled until “the time for appeal has expired or
any appeal has terminated.” 35 U.S.C. 318(b). The
USPTO has a right to intervene in the court of appeals
to defend the Board’s decision, whether or not any other
party to the inter partes review defends the judgment.
35 U.S.C. 143; see, e.g., Cuozzo, 136 S. Ct. at 2144.
Before enacting the AIA, Members of Congress
sought views regarding the constitutionality of the inter
partes review mechanism from Professor Michael W.
McConnell, formerly of the U.S. Court of Appeals for
the Tenth Circuit. Professor McConnell wrote to Congress that “it is entirely consistent with the Constitution for Congress to bring to bear the experience and
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expertise of the PTO in providing for more robust review of issued patents.” 157 Cong. Rec. at 13,042
(McConnell). He explained that, “from the beginning,
patents have never been regarded as a fully and irrevocably vested right,” because a “patent is not a natural
right, but solely a product of positive law” whose “extent, duration, and validity is a matter that must be determined by the legislative branch.” Ibid. He concluded that it “is entirely proper” for the AIA to “vest
authority to determine validity upon reexamination in
the agency entrusted by Congress with making the validity decision in the first instance,” and that such review “need not be limited to an Article III court in the
first instance.” Id. at 13,043.
As of July 2017, more than 7000 petitions for inter
partes review had been filed with the USPTO, and the
agency had issued final written decisions cancelling in
whole or in part more than 1300 patents. See PTAB,
USPTO, Trial Statistics: IPR, PGR, CBM 11 (July
2017). 3 The median cost of litigating a patent dispute in
federal court substantially exceeds the median cost of
an inter partes review. See Am. Intellectual Prop. Law
Ass’n, Report of the Economic Survey 46, 51 (June
2017).
2. Petitioner owns U.S. Patent No. 6,179,053 (the
’053 patent), which relates to an apparatus and method
for protecting wellheads during hydraulic fracturing.
Petitioner obtained the patent in 2001, after an examiner approved an application that did not specifically
identify a Canadian patent application by the same inventor for a similar apparatus. See J.A. 1.

https://www.uspto.gov/sites/default/files/documents/trial_
statistics_july2017.pdf.
3
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In 2012, petitioner filed suit against respondent, alleging infringement of the ’053 patent. Less than one
year later, respondent filed a petition for inter partes
review of two claims in the ’053 patent. C.A. App. 306,
369.
The Board granted the petition, conducted an inter
partes review, and found the challenged claims unpatentable under 35 U.S.C. 102. Pet. App. 29. The
Board concluded that the claims were anticipated by the
Canadian patent application, which the examiner did
not discuss or reference during the initial examination
of petitioner’s patent application. The Board concluded
that the prior art disclosed every element of the challenged claims, ibid., and enabled one skilled in the art
to make the claimed invention, id. at 27.
3. Petitioner appealed to the Federal Circuit, challenging the Board’s patentability determination and
contending that inter partes review violates Article III
and the Seventh Amendment. The USPTO intervened
to defend the Board’s decision. Notice of Intervention
(Oct. 26, 2015).
While petitioner’s appeal was pending, the Federal
Circuit rejected a comparable Article III and Seventh
Amendment challenge to inter partes review in MCM
Portfolio LLC v. Hewlett-Packard Co., 812 F.3d 1284,
1288 (2015), cert. denied, 137 S. Ct. 292 (2016). The
court explained that “Congress has the power to delegate disputes over public rights to non-Article III
courts,” id. at 1289, and that “ ‘[w]hat makes a right
“public” rather than private is that the right is integrally related to particular federal government action,’ ”
id. at 1290 (quoting Stern v. Marshall, 564 U.S. 462,
490-491 (2011)) (brackets in original).
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The Federal Circuit in MCM Portfolio concluded
that inter partes review of patent rights satisfies that
standard. It observed that patent rights are creations
of federal law, and that Congress had established inter
partes review “to correct the [USPTO’s] own errors in
issuing patents in the first place.” 812 F.3d at 1290. The
court explained that the USPTO’s correction of its own
errors in granting patents falls comfortably within this
Court’s precedents allowing agency adjudications as an
“ ‘expert and inexpensive method for dealing with a
class of questions of fact which are particularly suited
to examination and determination by an administrative
agency specially assigned to that task.’ ” Ibid. (citation
omitted). The court further held that, “[b]ecause patent
rights are public rights, and their validity [is] susceptible to review by an administrative agency, the Seventh
Amendment poses no barrier to agency adjudication
without a jury.” Id. at 1293.
In the present case, the Federal Circuit issued an unpublished order that followed MCM Portfolio and affirmed the Board’s decision. Pet. App. 1-2.
SUMMARY OF ARGUMENT

I. Inter partes review is consistent with Article III.
A. Consistent with longstanding practice, the Patent Act authorizes USPTO examiners within the Executive Branch to determine in the first instance whether
patents should be granted. That allocation of authority
is clearly constitutional. The scope, duration, and contours of the patent monopoly have no common-law footing, but are defined entirely by Congress. And in determining whether a patent should issue, the examiner
does not decide the sort of concrete dispute between opposing litigants that an Article III court might resolve,
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but instead decides whether the applicant will have certain rights as against the world.
Like the initial patent examination, inter partes review serves to protect the public from the unwarranted
burdens that erroneously issued patents impose. That
public purpose continues to be fully implicated for as
long as a patent remains in force. And because a patent
is presumed valid in litigation, based largely on the expert agency’s prior decision to issue it, it was particularly appropriate for Congress to establish mechanisms
to verify that the USPTO continues to view the patent
as valid.
The fact that Congress specified that patents “shall
have the attributes of personal property,” subject to
other provisions of the Patent Act, 35 U.S.C. 261, does
not prevent Executive Branch officials from rescinding
an earlier patent grant, subject to judicial review. Executive Branch (and other non-Article III) officials often take actions that cause the divestiture of private
property rights. The justifications for that approach
are particularly strong with respect to inter partes review, since the relevant property interests are entirely
defined by Congress, and the agency that is authorized
to cancel invalid patents is the same one that made the
initial patent grant.
The fact that inter partes review uses trial-type procedures and gives the private challenger substantial
participatory rights does not render it constitutionally
problematic. Inter partes review is simply one mechanism by which the USPTO can leverage knowledge possessed by persons outside the government to assist it in
making a decision within its bailiwick. If the Board concludes that the challenged claims are unpatentable, the
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challenger receives no benefit that it would not have received if the USPTO examiner had denied the patent
application in the first instance, or if the USPTO Director had reexamined and cancelled the claims sua sponte.
Indeed, the challenger need not have Article III standing to participate in an inter partes review, and the
Board can continue to conduct an inter partes review
even if the challenger withdraws from the proceedings.
In a variety of circumstances, Congress requires federal agencies to solicit public comments, and sometimes
to utilize trial-type procedures, before taking particular
administrative action. So long as the action that the
agency ultimately takes is a permissible exercise of Executive Branch authority, Congress’s imposition of
those requirements creates no meaningful Article III
question. The same principle applies here. Congress
presumably incorporated trial-type procedures into inter partes review in order to improve the accuracy of
the Board’s decisions, and there is no sound reason to
force Congress to settle for procedures it views as suboptimal.
Inter partes review is also conducive to efficient allocation of the USPTO’s finite resources. As a constitutional matter, Congress could have required the
USPTO to afford objecting parties an opportunity to be
heard during the initial examination process. That approach, however, would have entailed substantial cost
and delay for patent applicants as a class. Congress
reasonably chose instead to utilize a comparatively fast
ex parte examination at the outset, thereby allowing
successful applicants to gain patent protection more
quickly, while focusing more resource-intensive postissuance review on a small class of patents that (1) are
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of questionable validity and (2) have sufficient commercial importance to induce a private petitioner to bring a
challenge.
The AIA did not withdraw any category of patentability disputes from the jurisdiction of Article III
courts, but instead left in place all pre-existing avenues
for judicial resolution of validity issues. Although inter
partes review may sometimes obviate the need for judicial intervention, that is a familiar (and generally welcome) result of agency self-correction mechanisms.
This Court has issued a series of decisions addressing the constitutional limits on Congress’s power to authorize the use of non-Article III adjudicators. Inter
partes review much more closely resembles the non-Article III adjudicatory mechanisms that this Court has
upheld than those that the Court has found to be invalid.
The private interests involved are created entirely by
federal statutes; resolution of patentability disputes implicates the agency’s specialized expertise; and the AIA
authorizes an Article III court to review the Board’s legal conclusions de novo.
B. The longstanding treatment of patents as revocable privileges, and the abundant history of non-judicial patent revocations, confirm the constitutional validity of inter partes review. The justification for patents
is not that an inventor has a natural right to preclude
others from making or using his invention, but that patent protection will ultimately benefit the public by
providing an incentive to innovate. Governmentallyconferred franchises designed to serve such purposes
create “public rights,” whose scope and continuing effectiveness may be resolved by non-Article III tribunals. Both in England before the Founding, and in the
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United States thereafter, a variety of mechanisms existed through which patents could be revoked without
judicial involvement.
As petitioner emphasizes, questions of patent validity have historically been decided by courts as well.
This Court has long recognized, however, that a variety
of factual and legal matters are suitable for resolution
by either judicial or nonjudicial forums. Such matters
are “public rights” for purposes of this Court’s Article
III jurisprudence.
Petitioner’s reliance on McCormick Harvesting Machine Co. v. Aultman, 169 U.S. 606 (1898), is misplaced.
The Court in McCormick simply held that the thenexisting reissue statute did not authorize the Patent Office to rescind an existing patent under the circumstances of that case. The Court did not suggest that
Congress was constitutionally precluded from giving
such authorization. The nineteenth-century land-patent decisions that petitioner invoked in its petition for
a writ of certiorari are likewise inapposite here. Those
decisions announce holdings of statutory interpretation
rather than constitutional law. In any event, the government in issuing a patent does not (as with a land patent) convey title to something it previously owned, but
instead grants a limited franchise whose scope and contours are wholly defined by the government itself.
II. Inter partes review is consistent with the Seventh Amendment. This Court has made clear that, if
Congress has permissibly assigned the resolution of a
particular type of dispute to a non-Article III adjudicator, the Seventh Amendment imposes no separate bar
to the use of a nonjury factfinder. That is so even in
settings where the Seventh Amendment jury-trial right
would apply if the dispute were heard in federal court.
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Petitioner’s Seventh Amendment challenge fails for
an additional reason as well. Even in federal-court
suits, the Seventh Amendment does not apply to equitable claims. Money damages are not available in inter
partes review, and the closest judicial analog to cancellation of a patent is a declaratory judgment of invalidity.
No jury-trial right attaches when a plaintiff in federal
court seeks such a declaration.
ARGUMENT

Petitioner does not dispute that the initial determination whether a patent should be issued has permissibly been entrusted to Executive Branch examiners
within the USPTO. Petitioner contends, however, that
Article III precludes Congress from authorizing the
same agency to reconsider the validity of previously issued patents. That argument is unsupported by precedent, logic, or history. Cancellation of an existing patent after inter partes review serves the same public
purpose that an examiner seeks to vindicate when he
concludes that a putative invention does not satisfy the
statutory prerequisites to patentability. Congress’s decisions to solicit input from private challengers, and to
utilize trial-type procedures during inter partes reviews, create no substantial constitutional issue either.
The judgment of the court of appeals should be affirmed.
I.

INTER PARTES REVIEW IS CONSISTENT WITH
ARTICLE III

Article III generally reserves to the judiciary the adjudication of disputes over private rights, but it imposes
no such limitation on disputes over public rights, which
“[C]ongress may or may not bring within the cognizance
of the courts of the United States, as it may deem
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proper.” Murray’s Lessee v. Hoboken Land & Improvement Co., 59 U.S. (18 How.) 272, 284 (1856). A
patent holder’s right to obtain a government-issued patent allowing the inventor “to exclude others from making, using, offering for sale, or selling” a patented invention, 35 U.S.C. 154(a)(1), is a paradigmatic public
right. Just as Congress has long authorized Executive
Branch employees to determine in the first instance
whether patents should be granted, inter partes review
is a constitutionally permissible means by which the
USPTO may reassess its prior patent grants and, if necessary, correct its own errors. That conclusion also
comports with the traditional understanding of patent
rights as privileges that the government may revoke
without judicial involvement. The fact that the Board’s
final decisions in inter partes reviews are appealable to
the Federal Circuit, which can correct any legal errors
the Board may make in deciding whether existing patents should be cancelled, reinforces that conclusion.
A.

Congress May Authorize The USPTO To Reconsider Its
Own Decision To Grant A Patent
1.

Congress has permissibly authorized USPTO patent examiners within the Executive Branch to determine in the first instance whether patents
should be granted

a. Public rights are rights that are “integrally related to particular Federal Government action.” Stern
v. Marshall, 564 U.S. 462, 490-491 (2011); see Granfinanciera S. A. v. Nordberg, 492 U.S. 33, 55 n.10 (1989).
Under this Court’s public-rights precedents, a matter is
appropriate for agency determination if “the claim at issue derives from a federal regulatory scheme, or * * *
resolution of the claim by an expert Government agency
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is deemed essential to a limited regulatory objective
within the agency’s authority.” Stern, 564 U.S. at 490491. The Court has defined these matters in contradistinction to matters of “private right,” Crowell v. Benson, 285 U.S. 22, 51 (1932), such as common-law claims
and claims arising under state law, Granfinanciera, 492
U.S. at 51, 55-56. The public-rights doctrine reflects the
principle that, when the very existence of a right “depends upon the will of [C]ongress,” Murray’s Lessee, 59
U.S. (18 How.) at 284, Congress can set conditions on
the manner of its adjudication, id. at 283-284; see
Northern Pipeline Constr. Co. v. Marathon Pipe Line
Co., 458 U.S. 50, 83 (1982) (plurality).
b. Consistent with longstanding practice, the Patent
Act authorizes Executive Branch employees (i.e.,
USPTO examiners) to determine in the first instance
whether patents should be granted. Petitioner does not
contend that initial patent-issuance decisions must instead be made by Article III courts. For at least two
principal reasons, Congress’s conferral of this power on
the Executive Branch is clearly constitutional.
First, patent rights “did not exist at common law,”
Gayler v. Wilder, 51 U.S. (10 How.) 477, 494 (1851), and
have not historically been understood to reflect any
“natural right” of inventors, Graham v. John Deere Co.,
383 U.S. 1, 9 (1966). The Constitution permits, but does
not compel, the creation of a national patent system; it
thus leaves to Congress the decision whether to promote the progress of the useful arts by enacting patent
laws. See Deepsouth Packing Co. v. Laitram Corp., 406
U.S. 518, 530 (1972). “The [patent] monopoly did not
exist at common law, and the rights, therefore, which
may be exercised under it cannot be regulated by the
rules of the common law.” Gayler, 51 U.S. (10 How.) at
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494. Rather, any patent monopoly “is created by the act
of Congress,” and “no rights can be acquired in it unless
authorized by statute, and in the manner the statute
prescribes.” Ibid.; see Sears, Roebuck & Co. v. Stiffel
Co., 376 U.S. 225, 229-230 & n.5 (1964); Teva Pharm.
USA, Inc. v. Sandoz, Inc., 135 S. Ct. 831, 848 (2015)
(Thomas, J., dissenting); see also McConnell, 157 Cong.
Rec. at 13,042 (explaining that patents are “solely a
product of positive law,” whose “extent, duration, and
validity [are] matter[s] that must be determined by the
legislative branch”).
Second, in determining whether a patent should issue, a patent examiner decides whether the applicant
will have certain rights as against the world. While Article III courts resolve concrete disputes between opposing litigants, “[v]indicating the public interest * * *
is the function of Congress and the Chief Executive.”
Lujan v. Defenders of Wildlife, 504 U.S. 555, 576 (1992).
To be sure, to “decide on the rights of individuals,” ibid.
(quoting Marbury v. Madison, 5 U.S. (1 Cranch) 137,
170 (1803)), Article III courts may and do resolve issues
of patent validity in the course of deciding suits (e.g.,
infringement suits and declaratory-judgment actions)
that satisfy the Constitution’s case-or-controversy requirement. Outside the context of such concrete disputes, however, the determination whether a particular
invention qualifies for patent protection under the statutory criteria is appropriate for Executive but not Judicial Branch resolution.
2. Inter partes review resolves a matter of public right
that is integrally connected to the federal patent
scheme

a. Inter partes review differs from the initial patentexamination process in two principal respects. First,
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the question before the Board during an inter partes review is whether claims in an existing patent should be
cancelled, not whether a patent should be issued in the
first instance. Second, whereas the initial examination
involves solely the patent applicant and the USPTO, the
AIA gives significant participatory rights in the review
process to a private party that successfully petitions for
inter partes review. Neither of those differences, however, provides a sound basis for questioning the constitutionality of the AIA provisions that establish inter
partes review.
i. Since the Founding, Congress has employed a variety of non-judicial mechanisms for cancelling issued
patents. See pp. 38-45, infra. That historical tradition
provides strong evidence that USPTO cancellation of issued patents comports with Article III. A variety of
other factors reinforce that conclusion.
Inter partes review serves the same important public purposes as the initial examination, namely the protection of the public from private monopolies that exceed the bounds authorized by Congress. Inventors are
entitled to patents only for inventions that further the
public interest because they meet stringent statutory
criteria, including novelty and non-obviousness over
prior art. 35 U.S.C. 102, 103. These limitations have
constitutional underpinnings, because Congress’s authority to create patents is conditioned on “promotion
of advances in the ‘useful arts,’ ” and Congress “may not
overreach the restraints imposed” by that purpose.
Graham, 383 U.S. at 5-6; see Crown Die & Tool Co. v.
Nye Tool & Mach. Works, 261 U.S. 24, 36 (1923); Kendall v. Winsor, 62 U.S. (21 How.) 322, 327-328 (1859).
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This Court has recognized the government’s “obligation to protect the public” from improperly issued patents, United States v. American Bell Tel. Co., 128 U.S.
315, 357, 367 (1888) (American Bell I), which impose
high social costs, see Commil USA, LLC v. Cisco Sys.,
Inc., 135 S. Ct. 1920, 1930 (2015) (meritless patents “can
impose a ‘harmful tax on innovation’ ”) (citation omitted); eBay Inc. v. MercExchange, L. L. C., 547 U.S. 388,
396 (2006) (Kennedy, J., concurring); Cardinal Chem.
Co. v. Morton Int’l, Inc., 508 U.S. 83, 100-101 (1993).
The public and governmental interest in preventing unauthorized exercises of the patent monopoly continues
to be fully implicated for as long as a patent remains in
force. In drafting the Intellectual Property Clause,
“the Framers sought to balance the goal of encouraging
innovation against the dangers and economic loss of monopoly. The reexamination process serves to preserve
that balance by adopting a procedure by which the
[USPTO] can identify patents that were issued in error.” McConnell, 157 Cong. Rec. at 13,042; see Cuozzo
Speed Technologies, LLC v. Lee, 136 S. Ct. 2131, 2135
(2016).
Facilitating the USPTO’s efforts to correct its own
mistakes is particularly appropriate in light of “the presumption of validity that comes with issued patents in
court.” House Report 48; see 35 U.S.C. 282(a). That
presumption can be rebutted in litigation only through
clear and convincing evidence, see Microsoft Corp. v. i4i
Ltd. P’ship, 564 U.S. 91, 95 (2011), and its primary rationale is “that the [USPTO], in its expertise, has approved the claim,” KSR Int’l Co. v. Teleflex Co., 550 U.S.
398, 426 (2007). Petitioner seeks to retain the benefits
of that presumption in any infringement suit it might
file, while contesting Congress’s efforts to ensure that
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the existence of a patent actually reflects the USPTO’s
current, informed judgment that the claimed invention
satisfies statutory patentability requirements.
Petitioner suggests (Br. 28-29) that, because patents
are a form of private property, Executive Branch officials may not rescind an earlier patent grant. That argument confuses the distinct concepts of private property and “private rights”—those rights that are not integrally related to federal government action. See
Stern, 564 U.S. at 490-491. Executive Branch agencies
routinely act on private parties’ claims of entitlement to
property, such as money, land, and other assets. Those
Executive Branch actions can include dissolution of existing property interests as well as the creation of new
property rights. That may occur, for example, when the
government terminates a tenured public employee, see,
e.g., Cleveland Bd. of Educ. v. Loudermill, 470 U.S. 532,
538-543 (1985), or when it decides that a recipient is no
longer entitled to continuing public-assistance payments, see, e.g., Goldberg v. Kelly, 397 U.S. 254, 261-262
(1970). Bankruptcy courts allocate property that exists
apart from federal bankruptcy law; the Court in Murray’s Lessee upheld use of a summary, non-judicial process to seize land; and various administrative tribunals
have divested people of “core private rights to traditional forms of property” by ordering them to pay
money damages, Caleb Nelson, Adjudication in the Political Branches, 107 Colum. L. Rev. 559, 611 (2007).
The Constitution protects against arbitrary deprivations of property interests, see Goldberg, 397 U.S. at
261-262; Murray’s Lessee, 59 U.S. (18 How.) at 276-277,
but it does not bar Executive Branch agencies (or other
non-Article III federal officials) from making those determinations.
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That principle applies with particular force to cancellation of patent rights, since such rights are created by
the government and their scope and contours are defined entirely by federal statute. The Patent Act states
that, “[s]ubject to the provisions of this title, patents
shall have the attributes of personal property.”
35 U.S.C. 261 (emphasis added). The same statutory
provision that declares patent rights to be property
rights thus makes clear that the nature and extent of
those rights are defined by Congress. See eBay, 547
U.S. at 392 (emphasizing this limitation). Congress has
authorized reassessment of issued patents by the expert agency charged with deciding patentability in the
first instance, and the USPTO is particularly well-positioned to undertake that reassessment when additional
information or arguments have come to light. See
Boesche v. Udall, 373 U.S. 472, 476, 483 (1963) (describing an agency’s exercise of authority to cancel a lease
that the agency had issued as a case “peculiarly appropriate * * * for administrative determination in the
first instance”); see also McConnell, 157 Cong. Rec. at
13,043 (concluding that it is “entirely proper” for Congress to vest authority to correct erroneous patent
grants “in the agency entrusted by Congress with making the * * * decision in the first instance”).
Agencies’ use of administrative processes to correct
their own mistakes is commonplace. 4 And the fact that
See, e.g., 5 U.S.C. 8470 (authorizing agency to recoup erroneously issued federal employee benefits); 38 U.S.C. 5302 (authorizing
agency to recoup erroneously issued veterans’ benefits); 42 U.S.C.
404 (authorizing agency to recoup erroneously issued social security
benefits); 47 U.S.C. 312 (authorizing agency to revoke radio station
licenses); 49 U.S.C. 13905(d)(2) (authorizing agency to revoke erroneously issued federal motor carrier registrations); 49 U.S.C. 41110
4

23
the USPTO is reassessing a decision that it was authorized to make in the first instance is strong evidence that
inter partes review is not “inherently judicial.” See
Northern Pipeline, 458 U.S. at 68 (plurality) (“The public-rights doctrine is grounded in a historically recognized distinction between matters that could be conclusively determined by the Executive and Legislative
Branches and matters that are ‘inherently . . . judicial.’ ”) (citation omitted); Ex Parte Bakelite Corp., 279
U.S. 438, 458 (1929) (distinguishing between matters
that “inherently or necessarily require[] judicial determination” and “matters the determination of which may
be, and at times has been, committed exclusively to executive officers”). In light of Congress’s unquestioned
“authority to delegate to the PTO the power to issue patents in the first instance[,] [i]t would be odd indeed if
Congress could not authorize the PTO to reconsider its
own decisions.” MCM Portfolio, LLC v. Hewlett-Packard Co., 812 F.3d 1284, 1291 (Fed. Cir. 2015), cert. denied, 137 S. Ct. 292 (2016).
ii. Many of petitioner’s arguments logically imply
that any form of USPTO reconsideration of an issued
patent would violate Article III. Late in its brief, however, petitioner obliquely suggests that ex parte reexamination is constitutional because it “is an interactive
proceeding between the agency and the patent owner”
that “stops short of exercising Article III judicial power
over private rights.” Pet. Br. 50. Petitioner argues that
inter partes review is distinguishable from ex parte

(authorizing agency to revoke erroneously issued air carrier certificates); 49 U.S.C. 44709 (authorizing agency to revoke erroneously
issued airman certificates).
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reexamination, and inconsistent with Article III, because it “is an adversarial proceeding with all the trappings of litigation.” Ibid. That argument lacks merit.
Inter partes review is simply one mechanism by
which the USPTO seeks to leverage knowledge possessed by persons outside the government to assist it in
making a decision within its bailiwick. Even ex parte
reexamination may be conducted at the request of private parties, who may apprise the USPTO of the existence and relevance of prior art of which the agency was
previously unaware. See 35 U.S.C. 301, 302. Unlike in
ex parte reexamination, the AIA gives the petitioner for
inter partes review substantial participatory rights in
the review proceeding itself. At the end of both proceedings, however, the agency makes the same decision:
whether a patent (or particular patent claims) should be
cancelled.
In this case, in deciding whether the two challenged
claims in petitioner’s patent should remain in force, the
USPTO was determining petitioner’s rights as against
the world, not its rights vis-à-vis the private party (respondent Greene’s Energy Group, LLC) that had petitioned for inter partes review. The agency’s decision
cancelling the claims gave Greene’s Energy Group no
benefit that it would not have received if the USPTO
had disapproved the claims during the initial examination, or if the Director had reexamined and cancelled
the claims sua sponte. The proceeding therefore did not
determine “the liability of one individual to another under the law as defined”—the characteristic hallmark of
a matter of “private right.” Stern, 564 U.S. at 489 (quoting Crowell, 285 U.S. at 489).
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In other respects as well, inter partes review differs
from the sorts of judicial proceedings (e.g., infringement suits and declaratory-judgment actions) in which
an Article III court might resolve questions of patent
validity. A third-party challenger in an inter partes review need not have any concrete dispute with the patent
holder and “may lack constitutional standing.” Cuozzo,
136 S. Ct. at 2143-2144. And the challenger “need not
remain in the proceeding; rather, [the USPTO] may
continue to conduct an inter partes review even after
the adverse party has settled.” Id. at 2144; see
35 U.S.C. 317(a). Similarly, the USPTO “may intervene
in a later judicial proceeding” to defend its cancellation
of an improperly granted patent, “even if the private
challengers drop out.” Cuozzo, 136 S. Ct. at 2144 (emphasis omitted); see 35 U.S.C. 143. Those aspects of inter partes review reinforce the understanding that, although private challengers may assist the Board by identifying questionable patents and bringing forward new
information and arguments, the Board’s role is to protect the public interest in the integrity of existing patents, not to determine the respective rights of the patentee and challenger vis-à-vis each other.
If it is otherwise consistent with Article III for the
USPTO to reassess the validity of issued patents, neither precedent nor logic suggests that Congress’s decision to mandate trial-type procedures renders inter
partes review unconstitutional. In a variety of contexts,
Congress requires federal agencies to solicit public
comments before taking particular administrative actions. See, e.g., 5 U.S.C. 553(c) (notice-and-comment
rulemaking); 33 U.S.C. 1344(a) (authorizing the Secretary of the Army to “issue permits, after notice and opportunity for public hearings for the discharge of
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dredged or fill material into the navigable waters”). Indeed, when particular agency rules “are required by
statute to be made on the record after opportunity for
an agency hearing,” the agency must employ formal
rulemaking procedures having many of the attributes
associated with courtroom proceedings. 5 U.S.C.
553(c); see 5 U.S.C. 556, 557. So long as the rules ultimately promulgated are permissible exercises of Executive Branch authority, Congress’s decision to impose
those procedural requirements does not create any
meaningful Article III question.
Similarly here, so long as the decision the Board ultimately makes is one that can properly be entrusted to
Executive Branch officials, the use of trial-type procedures does not render the inter partes review mechanism constitutionally infirm. This Court has long recognized that “the crucible of meaningful adversarial
testing” can enhance the accuracy of decision-making,
United States v. Cronic, 466 U.S. 648, 656 (1984), and
prevent “administrative abuses,” Boesche, 373 U.S. at
485-486. Congress presumably mandated the use of
trial-type procedures in inter partes review because it
believed they would increase the accuracy of the
Board’s decisions. If reconsideration of issued patents
is a function the Board may constitutionally perform,
nothing in this Court’s Article III precedents requires
Congress to settle for internal agency procedures that
it views as sub-optimal.
Petitioner is also wrong in suggesting (Br. 42-47)
that inter partes review violates Article III because the
administrative patent judges who sit on the Board are
chosen and assigned to specific matters without the involvement of Article III courts. The Constitution no
more requires that form of Article III supervision for
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the Board members who reconsider issued patents than
for the patent examiners who rule on patent applications in the first instance. 5 Petitioner’s criticisms (Br.
43-47) of various procedures that give the Director of
the USPTO a role in the selection, promotion, retention,
and assignment of administrative patent judges likewise do not cast doubt on the validity of the AIA provisions that authorize inter partes review.
A virtue of administrative adjudication is the
agency’s ability to ensure application of uniform standards “to the thousands of cases involved” through tools
that include oversight of agency employees. Crowell,
285 U.S. at 54; see Boesche, 373 U.S. at 484 (noting the
importance of uniformity in managing the “magnitude
and complexity” of an administrative scheme). If a particular USPTO procedure regarding assignment or
oversight of judges raises serious constitutional concerns, those concerns can be addressed on an as-applied
basis in a case (unlike this one) where the allegedly infirm procedure has actually been utilized. The possibility of such challenges, however, provides no basis for
holding that the AIA provisions authorizing inter partes
review are facially inconsistent with Article III.

This Court has sometimes treated supervision of particular adjudicators by Article III judges as relevant to its public-rights analysis. See, e.g., Peretz v. United States, 501 U.S. 923, 936 (1991)
(magistrate judges conducting voir dire in criminal trials). In other
cases, however, it has upheld decision-making by adjudicators that
do not function as adjuncts of Article III courts. See, e.g., Thomas
v. Union Carbide Agric. Prods. Co., 473 U.S. 568, 590 (1985) (civilian
arbitrators selected on consent of the parties or appointed by federal agency); Atlas Roofing Co. v. Occupational Safety & Health
Rev. Comm’n, 430 U.S. 442, 445 (1977) (Occupational Safety and
Health Commission).
5
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b. Inter partes review is also conducive to efficient
allocation of the USPTO’s finite resources. The USPTO
performs pre-issuance review of more than half a million patent applications each year, but initial patent examinations are conducted ex parte, with no opportunity
for persons other than the applicant to participate. Examiners therefore must decide, in a limited period of
time, whether an invention satisfies statutory criteria
“without the aid of arguments which could be advanced
by parties interested in proving patent invalidity.”
Lear, Inc. v. Adkins, 395 U.S. 653, 670 (1969). The patent applicant, moreover, has “no general duty to conduct a prior art search” and “no duty to disclose art of
which [the] applicant is unaware.” Bruno Indep. Living
Aids, Inc. v. Acorn Mobility Servs., Ltd., 394 F.3d 1348,
1351 n.4 (Fed. Cir. 2005). In addition, patent examiners’
own research “often does not (and cannot) encompass
the full scope of prior art relevant to a patent application,” which may take the form of patents in foreign languages, “thesis papers located in obscure libraries
around the world, obscure foreign publications that
have not been translated into English, and online journals that require subscriptions or payments.” PTAB
Bar Ass’n Amicus Br. 13-14.
By enabling the USPTO to take “a second look at an
earlier administrative grant of a patent” based on new
information or arguments, Cuozzo, 136 S. Ct. at 2144,
inter partes review thus helps to ensure that unpatentable inventions do not continue to receive unwarranted
monopoly protection, thereby addressing what Congress determined was a substantial problem of erroneous grants under the preexisting patent system. House
Report 39-40. Inter partes review also affords advantages over alternative mechanisms for pursuing the
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same objectives. Congress could have required, in connection with every initial patent examination, that third
parties who are opposed to the application be given an
opportunity to argue and submit evidence. But undertaking that process for each of the 500,000 patent applications submitted every year would “lead to years’ delay in the issuance of patents” and risk “disincentiviz[ing] innovation or entry into the patent system.”
PTAB Bar Ass’n Amicus Br. 19 (alteration omitted). It
would also greatly increase costs.
Congress’s decision to pair a comparatively fast ex
parte examination at the outset with opportunities for
post-grant review thereafter benefits patent applicants
by enabling them to gain patent protection more
quickly. It also benefits the public by focusing more resource-intensive review on a small class of cases: those
in which a third party identifies a challenge to patentability that has a reasonable likelihood of success, and in
which the patent has proved to be of sufficient commercial importance to make it worthwhile for the third
party to bring a challenge. See 35 U.S.C. 311(b), 314(a);
PTAB Bar Ass’n Amicus Br. 12 (“[N]o member of the
public will spend the hundreds of thousands of dollars
needed to prepare an IPR petition and see the proceeding through to its conclusion” for “[t]he run-of-the-mill
patent that is not commercially significant and never asserted against an accused infringer.”). Congress’s evident authority to mandate an opportunity for thirdparty participation in the initial examination process reinforces the constitutionality of the more modest approach reflected in the AIA, under which the USPTO
makes initial patent grants without that scrutiny but
may conduct more intensive post-issuance review in a
smaller class of cases.
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3. The AIA provisions that govern inter partes review
do not intrude on or diminish the authority of Article
III courts

Contrary to petitioner’s contention (Br. 49), the AIA
provisions that created inter partes review did not
“withdraw” questions of patent validity from Article III
courts. The AIA did not eliminate or curtail any preexisting authorization for courts to resolve such questions,
either in infringement suits or in declaratory-judgment
actions. To be sure, by establishing an additional mechanism for the USPTO to correct its own mistakes, Congress sought to reduce the need for courts to perform
the same function. But the possibility that agency selfcorrection may obviate the need for judicial intervention has traditionally been viewed as a virtue of administrative-appeal mechanisms and administrativeexhaustion requirements. See, e.g., McKart v. United
States, 395 U.S. 185, 195 (1969). There is no sound reason to regard inter partes review with a more jaundiced
eye.
Even in situations (not present here) where a judge
or jury rejects an alleged infringer’s defense of invalidity, and the Board subsequently cancels the same patent on inter partes review, the agency’s decision does
not usurp or undermine judicial authority. “Courts do
not find patents ‘valid,’ ” but “only that the patent challenger did not carry the ‘burden of establishing invalidity in the particular case.’ ” Ethicon, Inc. v. Quigg,
849 F.2d 1422, 1429 n.3 (Fed. Cir. 1988) (citations and
emphasis omitted); see McConnell, 157 Cong. Rec. at
13,043. Invalidity defenses in court must be established
by clear and convincing evidence, see i4i Ltd. P’ship,
564 U.S. at 102-103, while the Board decides questions
of patentability using a preponderance standard, see
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35 U.S.C. 316(e). Just as a civil finding of liability for
wrongful death does not displace an acquittal in a criminal prosecution where the beyond-a-reasonable-doubt
standard applies, the Board’s conclusion that particular
claims are unpatentable is not logically inconsistent
with a court’s determination that an infringement defendant failed to prove the invalidity of those claims by
clear and convincing evidence.
See McConnell,
157 Cong. Rec. at 13,044.
The current functional resemblance between inter
partes review and litigation, moreover, is attributable
in large part to twentieth century legal developments.
For much of the country’s history, “this Court harbored
doubts about the compatibility of declaratory-judgment
actions with Article III’s case-or-controversy requirement,” until those doubts were “dispelled” in 1933.
Medimmune, Inc. v. Genentech, Inc., 549 U.S. 118, 126
(2007) (citing cases). And until this Court’s decision in
Blonder-Tongue Laboratories, Inc. v. University of Illinois Foundation, 402 U.S. 313 (1971), a judgment of
patent invalidity had issue-preclusive effect only in subsequent litigation between the same parties, leaving the
patent holder free to attempt to enforce its patent
against other alleged infringers. See id. at 317, 349-350.
If that preclusion rule were still in place, the distinction
between the role of federal courts in determining the
rights of individual litigants, and the role of Executive
Branch officials in protecting the public interest, would
be particularly apparent.
To current patent practitioners, a declaratoryjudgment action that seeks to render the challenged patent a practical nullity is a familiar type of judicial proceeding. For most of our country’s history, however, no
private litigant in federal court could have achieved that
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result. One consequence of Blonder-Tongue is that judicial determinations of patent invalidity are now a
more powerful tool for protecting the public from the
costs imposed by erroneously issued patents. The increased potential for judicial rulings to vindicate that
public interest, however, does not cast doubt on the
USPTO’s constitutional authority to perform that quintessential Executive Branch function.
4. Inter partes review satisfies even the standards this
Court has articulated for the imposition of monetary
liability by non-Article III adjudicators

This Court has issued a series of decisions addressing the constitutional limits on Congress’s power to authorize the use of non-Article III adjudicators. The adjudicators in those cases were typically empowered to
determine “the liability of one individual to another,”
Stern, 564 U.S. at 489 (quoting Crowell, 285 U.S. at 51),
including liability for monetary relief. Even in that setting, the Court has frequently sustained Congress’s use
of non-Article III officials.
In Crowell v. Benson, supra, this Court sustained,
against an Article III challenge, statutory provisions
that authorized an agency to adjudicate claims under
the Longshore and Harbor Workers’ Compensation
Act, 33 U.S.C. 901 et seq. See 285 U.S. at 36-37. The
Court explained that “there is no requirement that, in
order to maintain the essential attributes of the judicial
power, all determinations of fact” must be made by Article III judges. Id. at 51. The court concluded that
claims under the statute, which displaced a traditional
common-law cause of action, were claims of private
right. Ibid.; see Thomas, 473 U.S. at 587. But the Court
concluded that the statute permissibly authorized the
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agency to decide disputes and to make conclusive findings of fact regarding compensation claims, because the
authority of Article III courts “to deal with matters of
law” in reviewing or enforcing the agency’s decisions
“provide[d] for the appropriate exercise of the judicial
function in this class of cases.” Crowell, 285 U.S. at 54,
57. In reaching that conclusion, the Court emphasized
that the agency’s determinations were confined to a discrete area of law, were “closely analogous” to other determinations that agencies regularly made, id. at 54,
and provided a “prompt, continuous, expert and inexpensive method for dealing with a class of questions of
fact” particularly suitable for specialized agency determination, id. at 46; see Stern, 564 U.S. at 489 n.6
(“Crowell may well have additional significance in the
context of expert administrative agencies that oversee
particular substantive federal regimes.”).
In Thomas v. Union Carbide Agricultural Products
Co., supra, this Court upheld a mandatory arbitration
system under which private parties can be ordered to
make payments to other private parties for using information pertaining to pesticides under the Federal Insecticide, Fungicide, and Rodenticide Act (FIFRA), 7
U.S.C. 136 et seq. The Court explained that “Congress,
acting for a valid legislative purpose pursuant to its constitutional powers under Article I, may create a seemingly ‘private’ right that is so closely integrated into a
public regulatory scheme as to be a matter appropriate
for agency resolution with limited involvement by the
Article III judiciary.” Thomas, 473 U.S. at 593-594.
The Court upheld the FIFRA arbitration system after
observing that it concerned a compensation right created by federal law and that arbitration advanced
FIFRA’s objective of swiftly resolving before subject-
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matter experts specialized questions of compensation.
Id. at 590-591.
This Court has upheld other uses of agency forums
to decide questions “integrally related to particular
Federal Government action.” Stern, 564 U.S. at 490491. It has upheld resolution of landlord-tenant disputes through a federal administrative system. Block v.
Hirsh, 256 U.S. 135, 158 (1921). It has upheld an agency
procedure to determine whether companies violated a
federal worker-safety statute and to impose penalties
for violations. Atlas Roofing Co. v. Occupational Safety
& Health Review Comm’n, 430 U.S. 442, 458 (1977).
The Court has also concluded that Congress may assign
non-Article III courts to adjudicate claims concerning
restructuring of debtor-creditor relations under federal
bankruptcy law. Stern, 564 U.S. at 492 n.7; see Wellness
Int’l Network, Ltd. v. Sharif, 135 S. Ct. 1932, 1951
(2015) (Roberts, C.J., dissenting).
By contrast, the Court has disapproved the use of
non-Article III adjudicators to resolve common-law and
state-law claims, after determining that adjudication of
those causes of action was not closely intertwined with
administration of a federal statutory scheme. In Stern,
for example, the Court concluded that a bankruptcy
court could not adjudicate a common-law claim of tortious interference as a counterclaim in bankruptcy because the counterclaim did “not flow from a federal statutory scheme,” qualify as “ ‘completely dependent upon’
adjudication of a claim created by federal law,” or call
upon agency expertise in a “particularized area of the
law.” 564 U.S. at 493 (citations omitted); see Northern
Pipeline, 458 U.S. at 69-79 (plurality) (state-law
claims); Granfinanciera, 492 U.S. at 60-61 (“fraudulent
conveyance actions” constituting “a pre-existing,
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common-law cause of action that was not integrally related to the reformation of debtor-creditor relations”).
Inter partes review much more closely resembles the
non-Article III adjudicatory mechanisms that this
Court has upheld than those that the Court has found
to be invalid. Inter partes review involves interests that
are “derived from a federal regulatory scheme.” Stern,
564 U.S. at 490; see ibid. (explaining that “resolution of
[a] claim by an expert government agency is deemed essential to a limited regulatory objective within the
agency’s authority”). Patent law is a “technically complex subject matter,” Dickinson v. Zurko, 527 U.S. 150,
160 (1999), making it “especially appropriate to administrative as opposed to judicial redetermination,”
McConnell, 157 Cong. Rec. at 13,045, and the USPTO
has “special expertise in evaluating patent applications,” Kappos v. Hyatt, 566 U.S. 431, 445 (2012). PTAB
judges include patent lawyers and former patent examiners, Cuozzo, 136 S. Ct. at 2137, who have far more experience assessing novelty and obviousness than generalist judges or juries, PTAB Bar Ass’n Amicus Br. 2021.
In addition, while the USPTO decides in an inter
partes review whether a claimed invention failed to satisfy the requirements of novelty and non-obviousness,
its determinations can be appealed to an Article III
court, which reviews the agency’s findings of fact deferentially and its conclusions of law de novo. See MCM
Portfolio, 812 F.3d at 1287. Inter partes review thus
preserves the “complete authority” of Article III courts
“to insure the proper application of the law” with respect to questions of patentability, while providing an
“expert and inexpensive method” for determining subsidiary factual questions. Crowell, 285 U.S. at 46-47, 54.
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And by specifying that no patent may be cancelled until
any appellate review has been completed, see 35 U.S.C.
318(b), inter partes review affords greater solicitude to
judicial review than did the administrative scheme upheld in Crowell, where the agency orders were “not to
be stayed pending” judicial review except on a showing
of “irreparable damage.” Crowell, 285 U.S. at 44-45.
Inter partes review therefore would satisfy even the
standards this Court has imposed when Congress authorizes non-Article III adjudicators to hold one private
party liable to another for monetary relief. As we explain above (see pp. 18-25, supra), however, the more
fundamental flaw in petitioner’s argument is that inter
partes review is not a mechanism for imposing legal liability, or for determining the respective rights of adverse litigants vis-à-vis each other. It is instead a procedure by which the USPTO reconsiders its own prior
determination that a putative inventor has satisfied the
statutory prerequisites for obtaining a patent monopoly
as against the world. For substantially the same reasons that initial patent examination is appropriately entrusted to an Executive Branch agency, Congress’s authorization for the same agency to review its own prior
decisions raises no significant Article III concern.
B. The Longstanding Treatment of Patents As Revocable
Privileges Confirms That Congress May Authorize the
USPTO To Reconsider Its Patent Grants

1. At the Founding, patent rights were understood
to be revocable without judicial involvement—in other
words, as public rights. The Founding generation distinguished between “ ‘core’ private rights” that individuals would enjoy “even in the absence of political society,” and “privileges” or “franchises” that the government could create “for reasons of public policy.” Nelson
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567. Privileges and franchises were “legal interests capable of being held by individuals” and could “form the
basis for private claims against other individuals.” Ibid.
But “even in private hands they amounted to mere
‘trusts of civil power to be exercised for the public benefit.’ ” Id. at 568 (citation omitted).
Such rights therefore were “not understood to vest
in private individuals in the same way as core private
rights.” Nelson 568. Instead, because these interests
existed as creations of the sovereign to serve the public
interest, the sovereign could allow their revocation
without judicial involvement. Teva Pharms., 135 S. Ct.
at 848 (Thomas, J., dissenting) (detailing history); see
Public Serv. Comm’n of Puerto Rico v. Havemeyer, 296
U.S. 506, 515-517 (1936); Nelson 571-572; Thomas M.
Cooley, A Treatise on the Constitutional Limitations
Which Rest Upon the Legislative Power of the States of
the American Union 384 (1868). The interests that the
Founding generation described as “privileges” or “franchises” thus had the attributes of what this Court since
Murray’s Lessee has called “public rights.” See Nelson
563-564.
Patents have always been understood as privileges
or franchises. Rather than reflecting any perceived
“natural right” of inventors to monopolize discoveries,
Graham, 383 U.S. at 9, patents were understood as creations of the sovereign that “intrude” on “the natural
right of the public to appropriate all new ideas that may
be voluntarily disclosed,” 1 William C. Robinson, The
Law of Patents for Useful Inventions §§ 25-26 (1890);
see American Bell I, 128 U.S. at 370 (patents “take[]
from the people this valuable privilege and confer[] it as
an exclusive right upon the patentee”); Teva Pharms.,
135 S. Ct. at 848 n.2 (Thomas, J., dissenting) (explaining
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that the Founders saw no “ ‘core’ property right in inventions”). Thus, at English common law, see Teva
Pharms., 135 S. Ct. at 848 (Thomas, J., dissenting), and
in the United States, courts consistently classified the
patent as a “franchise or exclusive privilege,” Bloomer
v. McQuewan, 55 U.S. (14 How.) 539, 549 (1853); see
Grant v. Raymond, 31 U.S. (6 Pet.) 218, 244 (1832) (a
patent is a “privilege which is the consideration paid by
the public for the future use of the machine”); see
Boesch v. Graff, 133 U.S. 697, 702 (1890) (“franchise” or
“exclusive privilege”); Mitchell v. Hawley, 83 U.S. (16
Wall.) 544, 548 (1873) (“franchise” secured by patent);
O’Reilly v. Morse, 56 U.S. (18 How.) 62, 133 (1854)
(“franchise granted to [inventor] by the law”); Pennock
v. Dialogue, 27 U.S. (2 Pet.) 1, 9 (1829) (“exclusive privileges”). 6
2. A long history of non-judicial patent cancellation
confirms that understanding. For as long as governments have issued patents, they have reserved the right
Several of petitioner’s amici argue that the Intellectual Property
Clause’s reference to “secur[ing]” rights for inventors indicates that
the Framers believed that inventors possess inherent or natural
rights in their inventions, which the law would “secure” to them with
patents. See Biotechnology Innovation Org. Amicus Br. 7-8;
Pharma. Research & Manuf. of Am. Amicus Br. 29; 27 Law Professors Amicus Br. 14. The copyright plaintiff in Wheaton v. Peters, 33
U.S. (8 Pet.) 591 (1834), made substantially the same argument, contending that the term “secure,” as used in the Intellectual Property
Clause, “clearly indicates an intention, not to originate a right, but
to protect one already in existence.” Id. at 661. The Court squarely
rejected that argument, stating that when read in context, “the word
secure, as used in the constitution, could not mean the protection of
an acknowledged legal right.” Ibid. The Court further explained
that, “where the legislature are about to vest an exclusive right in
an author or an inventor, they have the power to prescribe the conditions on which such right shall be enjoyed.” Id. at 663-664.
6
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to cancel patents without judicial involvement or subject only to appellate judicial review.
English Practice: Post-issuance patent cancellation
dates at least to Elizabethan England. The sovereign’s
authority to grant a patent was a matter of royal prerogative, and that “same prerogative could be used to
revoke the grant.” Edward C. Walterscheid, The Early
Evolution of the United States Patent Law: Antecedents (Part 2), 76 J. Pat. & Trademark Off. Soc’y 849, 859
(1994). Queen Elizabeth I famously employed that
power in 1601, when Parliament threatened to legislate
against patents that she had granted affording monopoly protections over such everyday items as salt, vinegar, ale, and soap. Id. at 854 n.14. The Queen responded by “summarily cancel[ling] the most objectionable patents,” and by “allow[ing] courts of law to pass
judgment on the remainder.” Floyd L. Vaughan, The
United States Patent System 14 (1st ed., 1956).
The English Privy Council, the Crown’s principal advisory body, was also empowered to annul patents (or to
recommend that the sovereign annul patents) without
involving the courts. “From the earliest times,” patents
were granted on the condition that “the patent should
be forthwith voided if it was made to appear to six or
more of the Privy Council * * * that the invention was
not new, or the patentee not the first and true inventor.”
William Martin, The English Patent System 111 (1904);
see Markman v. Westview Instruments, Inc., 517 U.S.
370, 381 (1996). Throughout the seventeenth and eighteenth centuries, the Privy Council regularly entertained third parties’ petitions to cancel patents. In
1732, for example, the Privy Council “made void” a patent for lighting a coastline upon the petition of a third
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party “on the ground of the insufficiency of the specification and the want of novelty and prejudicial character
of the invention.” E. Wyndham Hulme, Privy Council
Law and Practice of Letters Patent for Invention from
the Restoration to 1794, 33 L.Q.R. 180, 187-189 (1917).
And while in 1753 the Privy Council “granted the courts
concurrent jurisdiction to revoke a patent,” Mark A.
Lemley, Why Do Juries Decide If Patents Are Valid?,
99 Va. L. Rev. 1673, 1683 (2013), the Privy Council acted
on petitions to cancel defective patents through the
American Founding. See ibid. (noting that the Privy
Council retained the right to revoke patents until 1847);
Hulme 192-193 (describing the Privy Council’s consideration of petitions to cancel patents through the
Founding).
Early American Practice: Early American courts and
legislatures also treated patents as privileges or franchises that could be revoked without judicial involvement.
When patent-revocation questions arose in early American practice, “it seems to have been assumed that patents
were revocable” without the involvement of the courts,
based on the principle that “what the legislature’s discretion could award in the patent grant could also be taken
away by the same power.” Oren Bracha, Owning Ideas:
A History of Anglo-American Intellectual Property 110111 (June 2005); see id. at 110 n.251. 7 In 1798, for example, the New York legislature revoked a steamboat patent
that it had issued to one inventor (John Fitch) and assigned the patent to Robert Livingston. See id. at 110
n.251. When Livingston sued to enjoin alleged violations
of his patent rights, the defendants raised myriad defenses, but “all assumed that the legislature had [the]
7

https://law.utexas.edu/faculty/obracha/dissertation/.

41
power” to revoke Fitch’s patent and award it to Livingston. Ibid.; see Livingston v. Van Ingen, 9 Johns. 507
(N.Y. 1812). Similarly, after Congress issued one of the
earliest United States patents to Benjamin Folger, a rival
“petitioned Congress for the repeal of Folger’s grant,”
Christopher Beauchamp, Repealing Patents 21 (Sept. 27,
2017), 8 on the ground that “letters patent ha[d] been obtained by the said Benjamin Folger surreptitiously, and
from false suggestions.” House of Representatives Journal, 3d Cong., 1st Sess. 98 (1793) (House Journal); see
Beauchamp 19-20. Folger filed a counter-petition. House
Journal 125. While the House ultimately chose to enact
legislation authorizing a court to resolve the dispute,
Beauchamp 20-22, the actions of the petitioners and the
House reflect a shared understanding that the choice of
forum for patent repeal belonged to the legislature.
American legislatures’ uses of “working clauses” or
“revocation clauses” also reflected the understanding
that patents could be revoked without judicial involvement. See Herbert Hovenkamp, The Emergence of
Classical American Patent Law, 58 Ariz. L. Rev. 263,
284 (2016). Colonial legislatures often inserted into patents clauses that required inventors to begin practicing
their inventions within a specified time period after a
patent grant. See Bruce Bugbee, Genesis of American
Patent and Copyright Law 67 (1967) (citing examples). 9
If the inventor failed to satisfy those requirements, “the
legislatures would retract or transfer the patent to a
more deserving grantee” without judicial process. Camilla A. Hrdy, State Patent Laws in the Age of Laissez
Faire, 28 Berkeley Tech. L.J. 45, 65-66 (2013).
https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3044003#.
These clauses were also common in English patents. See
Hovenkamp 284.
8
9
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Congress also used such clauses in private patent
bills in which Congress issued patents to particular inventors through legislation. In a patent for the steam
engine, Congress specified that the patent “shall cease,
determine, and become absolutely null and void, without resort to legal process,” if the inventor “shall fail to
introduce the said invention into public use in the
United States, within two years from the passing of this
act.” Act of Mar. 3, 1835, ch. 89, 6 Stat. 614-615 (emphasis added). And a statute allowing resident aliens to apply for patents similarly specified that “every patent
granted by virtue of this act * * * shall cease and determine and become absolutely void without resort to
any legal process” if the patentees failed to introduce
the patented invention into public use within one year.
Act of July 13, 1832, ch. 203, 4 Stat. 577 (emphasis
added).
Reissues: The Patent Office was also authorized to
cancel patents under reissue statutes. Under the reissue statute in effect from 1836 until 1870, a patent
holder could seek reissue of a patent in order to fix an
error resulting from a mistake in the application, but
was required to surrender the original patent to do so.
See Patent Act of 1836, ch. 357, § 13, 5 Stat. 117, 122;
Patent Act of 1870, ch. 230, § 53, 16 Stat. 206. The patent “became destitute of validity and absolutely void”
at the start of the reissue proceedings, and the Patent
Office would cancel the original patent even if the application for reissue was rejected. Peck v. Collins, 103
U.S. 660, 663 (1881). Congress later amended the statute to change that procedure, specifying that the surrender of the original patent would take effect only
“upon the issue of the amended patent.” Patent Act of
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1870, ch. 230, § 53, 16 Stat. 206; see McCormick Harvesting Mach. Co. v. Aultman, 169 U.S. 606, 610-611
(1898) (construing the 1870 law); pp. 47-49, infra.
Interferences Under the Patent Act: The longstanding procedure of patent interference also reflects the understanding that agencies may invalidate patents. Before the AIA was enacted, the Patent Act provided that
a patent should go to an invention’s first inventor,
whether or not that person was first to seek a patent.
Starting in 1836, the Patent Office used a procedure
known as interference to determine priority of invention between a patent application and either a competing application or an issued patent. See Act of July 4,
1836, ch. 357, § 16, 5 Stat. 123-124. A disappointed party
in an interference proceeding “could bring a bill in equity in federal district court” to challenge the agency’s
decision. Kappos, 566 U.S. at 439. But the factual findings of the Patent Office—“a special tribunal, entrusted
with full power in the premises”—had near-preclusive
effect in that judicial review. Morgan v. Daniels, 153
U.S. 120, 124 (1894).
The 1952 Patent Act expanded the USPTO’s interference authority by providing that the agency’s “final
judgment adverse to a patentee” in an interference proceeding “shall constitute cancellation of the claims involved.” Ch. 13, § 135, 66 Stat. 801-802. The USPTO
could thus render final decisions cancelling issued patents on the basis of prior inventions. See Edward C.
Walterschied & Kenneth L. Cage, Jurisdiction of the
Patent and Trademark Office to Consider the Validity
of Issued Patents, 61 J. Pat. & Trademark Off. Soc’y
444, 462 (1979). A disappointed party could seek review
in district court, see Patent Act of 1952, ch. 13, § 146, 66
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Stat. 802, but the agency’s findings of fact were reviewable only under the deferential “substantial evidence”
standard unless new evidence was introduced in the judicial proceeding, Kappos, 566 U.S. at 436; Troy v. Samson Mfg. Corp., 758 F.3d 1322, 1328 (Fed. Cir. 2014).
Maintenance Fees: Since 1980, Congress has also
required most patentees to pay maintenance fees,
35 U.S.C. 41(b)(1), and specified that if the fee is not
paid within six months after the deadline, “the patent
shall expire,” 35 U.S.C. 41(b)(2). Thus, Congress has
authorized the cancellation of issued patents before the
end of the patent term for “[f ]ailure to pay a maintenance fee,” subject only to appellate review. Cf. Ray v.
Lehman, 55 F.3d 606, 608 (Fed. Cir.) (Rich, J.) (affirming the USPTO’s refusal to reinstate a patent after the
patent expired for non-payment of maintenance fees
and the patentee belatedly paid the fees), cert. denied,
516 U.S. 916 (1995).
Post-Issuance Agency Review: Every U.S. patent
that is currently in force was issued at a time when the
USPTO was authorized by statute to cancel patents as
improperly granted. Since 1980, the USPTO has been
authorized to conduct an ex parte reexamination of an
issued patent on the petition of a third party, 35 U.S.C.
301, or at “any time” on the Director’s “own initiative,”
35 U.S.C. 303(a). The Federal Circuit has repeatedly
upheld the constitutionality of that practice. See Joy
Technologies, Inc. v. Manbeck, 959 F.2d 226, 228-229,
cert. denied, 506 U.S. 829 (1992); Patlex Corp. v. Mossinghoff, 758 F.2d 594, 603-604, modified on other
grounds on reh’g, 771 F.2d 480 (Fed. Cir. 1985);
McConnell, 157 Cong. Rec. at 13,043. More than 15
years ago, Congress authorized the USPTO to cancel
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patents through inter partes reexamination, the predecessor to inter partes review. See Optional Inter Partes
Reexamination Procedure of 1999, Pub. L. No. 106-113,
§§ 4601-4608, 113 Stat. 1501A-567 to 1501A-572. Inter
partes reviews are therefore “hardly novel but rather
are based on longstanding procedures established by
Congress and repeatedly recognized as constitutional.”
McConnell, 157 Cong. Rec. at 13,043; cf. The Pocket
Veto Case, 279 U.S. 655, 690 (1929) (a government practice of “twenty years duration” can merit “great regard
in determining the true construction of a constitutional
provision the phraseology of which is in any respect of
doubtful meaning”).
3. Petitioner acknowledges (Br. 25) that the English
Crown or Privy Council could cancel improperly issued
patents. But after relying extensively on English practice as part of its own argument (Br. 22-25), petitioner
dismisses the English tradition of non-judicial cancellation as showing only that patents were seen as “a royal
prerogative, to be granted or withdrawn at the sovereign’s discretion.” Br. 25. That argument overlooks
that public rights are those matters that can “be
granted or withdrawn at the sovereign’s discretion.”
Ibid. Because the “traditional taxonomy” distinguishing privileges or franchises from private rights under
English law “informed American understandings of the
respective roles of the political branches and the judiciary in the constitutional separation of powers,” Nelson
568-569, this Court has treated an English tradition of
non-judicial adjudication as demonstrating that a matter may be adjudicated outside of Article III courts.
See, e.g., Murray’s Lessee, 59 U.S. (18 How.) at 281-282
(relying on English practice concerning “claims for pub-
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lic taxes”); Sharif, 135 S. Ct. at 1951 (Roberts, C.J., dissenting) (explaining that the “exception to the requirements of Article III for certain bankruptcy proceedings” reflects that, “[w]hen the Framers gathered to
draft the Constitution, English statutes had long empowered nonjudicial bankruptcy ‘commissioners’ ” to resolve bankruptcy claims).
Petitioner also suggests that the centuries-old practice of treating patents as revocable privileges is not relevant if patent-validity questions were more “typically”
resolved in judicial than in nonjudicial forums. Pet. Br.
26 (emphasis omitted). That argument lacks merit.
This Court has explained since Murray’s Lessee that
matters that can be resolved in both judicial and nonjudicial forums are public rights. See 59 U.S. (18 How.)
at 284 (defining as public rights those matters “which
are susceptible of judicial determination, but which congress may or may not bring within the cognizance of the
courts of the United States, as it may deem proper”).
Even if challenges to the validity of issued patents were
often brought in judicial forums, the undisputed authority of the Crown and Privy Council to cancel patents is
inconsistent with private-right status. To support a
contrary view, petitioner invokes a passage in Granfinanciera (Br. 25-26), but that passage did not discuss
whether a matter involved public rights at all. See 492
U.S. at 43-44. Instead, it addressed the separate question whether a dispute sounds in law or in equity for
purposes of the Seventh Amendment. Ibid.
4. Petitioner also suggests (Br. 33-34) that Congress
is constitutionally barred from authorizing inter partes
review because Congress did not create inter partes review when it first created a federal patent system. See
Pet. Br. 33 (stating that Congress may provide for
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agency adjudication only when it creates “a ‘new statutory obligation’ ” that is “without a historical analogue
to actions adjudicated by courts”) (brackets and citation
omitted). Even in reviewing adjudicative schemes used
to impose liability on private parties, this Court has not
imposed any such limitation on the public-rights doctrine. See, e.g., Stern, 564 U.S. at 490-491 (“[W]hat
makes a right ‘public’ rather than private is that the
right is integrally related to particular Federal Government action.”). And while some frameworks for agency
adjudication that this Court has upheld involved entirely new statutory obligations, others did not. The
agency arbitration scheme challenged in Thomas replaced a prior framework for determining fees under a
compulsory-licensing provision. See 473 U.S. at 590 (explaining Congress’s choice to “select arbitration as the
appropriate method of dispute resolution” due to shortcomings in prior statute); id. at 571-575 (describing history). And the federally created obligations in Atlas
Roofing and Block could hardly be described as “without a historical analogue to actions adjudicated by
courts,” Pet. Br. 33, because they involved, respectively,
workplace-safety requirements and landlord-tenant obligations. See Atlas Roofing, 430 U.S. at 450; Block, 256
U.S. at 156.
In any event, inter partes review does not authorize
the USPTO to impose liability on any private party. It
is simply a mechanism by which the agency can reconsider its own prior patent-issuance decision. See pp. 1825, supra. Nothing in this Court’s precedents remotely
suggests that Congress is constitutionally foreclosed
from adding new administrative-reconsideration mechanisms to an existing statutory scheme.
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5. Petitioner’s reliance (Br. 28-29) on McCormick
Harvesting Mach. Co., supra, is misplaced. The Court
in McCormick did not announce any constitutional limit
on Congress’s power to authorize the Patent Office to
correct its own mistakes, but simply construed the thenextant version of a federal patent-reissue statute. The
patent owner in McCormick sought a reissue of his patent from the Patent Office, and he surrendered his
original patent upon submitting his reissue application.
During the reissue proceeding, an examiner rejected
patent claims that were common to both the original patent and the reissue. Before the Patent Office formally
acted on the reissue, the patent owner abandoned the
application for reissue, and the Patent Office returned
the surrendered patent. 169 U.S. at 608.
The patent owner subsequently brought an infringement suit, and the district court held that the Patent Office had annulled the original patent when it rejected
the reissue. McCormick Harvesting Mach. Co. v.
C. Aultman & Co., 58 F. 773, 778 (N.D. Ohio 1893). On
appeal, the Sixth Circuit recognized that the district
court would have been correct “under the patent laws in
force in 1866” as those laws had been construed in Peck,
supra. See McCormick Harvesting Mach. Co. v. C.
Aultman & Co., 69 F. 371, 400 (1895) (Taft, C.J.). The
court of appeals explained, however, that this Court had
not yet “considered and decided” whether the Patent
Office’s rejection of patent claims in reissue proceedings still amounted to a cancellation of the original patent under amended reissue provisions that Congress
had enacted in 1870. Id. at 401. The panel certified to
this Court the question whether an examiner’s rejection
of a reissue that includes “the same claims as those
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which were included in the [original] patent” invalidates
the original patent. Ibid.
This Court answered that question in the negative,
holding that rejection of a reissue had no effect on the
original patent under the amended reissue statute. The
Court recognized that Congress had previously granted
the Patent Office authority to “absolutely extinguish
the original patent” during a reissue proceeding.
McCormick Harvesting Mach. Co., 169 U.S. at 610-611
(citing Peck, 103 U.S. at 660). The Court concluded,
however, that the revised statute did not grant that authority, because under that statute the surrender of the
original patent “takes effect only upon the issue of the
amended patent,” and “until the amended patent shall
have been issued the original stands precisely as if a reissue had never been applied for.” Id. at 610. The Court
explained that, since Congress had not authorized the
Patent Office to cancel an original patent during a reissue, “[t]he only authority competent to set a patent
aside, or to annul it, or to correct it for any reason whatever, is vested in the courts of the United States.” Id.
at 609. As a leading patent historian explained in 1979
when the USPTO considered amending its regulations
on reconsideration of issued patents, the Court in
McCormick simply held that the USPTO lacked authority to cancel a patent “except to the extent that such is
expressly permitted by statute.” Edward C. Walterscheid & Kenneth L. Cage 450. The McCormick Court’s
statutory analysis does not control the constitutional
question presented here.
6. The nineteenth-century land-patent cases that
petitioner invoked in its petition for a writ of certiorari
(Pet. 17) are even farther afield. This Court has rejected administrative attempts to cancel land patents
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when statutory authorization was absent. See, e.g., Iron
Silver Mining Co. v. Campbell, 135 U.S. 286, 298-299
(1890) (holding, based on “a careful examination of th[e]
statute,” that Land Office could not revoke an issued
land patent). But the Court has upheld cancellations
that were authorized by, for example, clauses that reserved a right of cancellation if the grantee failed to satisfy conditions, see United States v. Repentigny, 72 U.S.
(5 Wall.) 211, 267-268 (1866).
In any event, patents for land and inventions “are not
in all things alike.” United States v. American Bell Tel.
Co., 167 U.S. 224, 238 (1897) (American Bell II). A land
patent confers “absolute property of the Government”
that is “in existence before the right is conveyed.” Ibid.
Hence, this Court has likened the grant of a land patent
to the sale of real property in which the United States,
“as owner,” passes title and is bound “in the same manner that an individual would have been bound under
similar circumstances.” United States v. Hughes, 52
U.S. (11 How.) 552, 568 (1851). By contrast, a “patent
for an invention is not a conveyance of something which
the Government owns,” American Bell II, 167 U.S. at
238, but is instead a time-limited monopoly derived entirely from a statute. Control over such a federally created privilege is more “closely integrated into a public
regulatory scheme,” Granfinanciera, 492 U.S. at 54 (citation omitted), than control over land the government
has transferred. And patents “have the attributes of
personal property” only because Congress has so provided, and only “[s]ubject to the provisions of ” Title 35.
35 U.S.C. 261.
This Court in Boesche, in upholding the Secretary of
the Interior’s “authority to cancel [a] [mineral] lease administratively for invalidity at its inception,” 373 U.S. at
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476, distinguished the Court’s precedents holding that
“land patents once delivered and accepted could be canceled only in judicial proceedings,” id. at 477. The
Court explained that “the true line of demarcation is
whether as a result of the transaction ‘all authority or
control’ over the lands has passed from ‘the Executive
Department,’ or whether the Government continues to
possess some measure of control over them.” Ibid. Observing that a mineral lease does not give the lessee
“anything approaching full ownership” of the land, the
Court concluded that the Secretary “should have the
power, in a proper case, to correct his own errors.” Id.
at 478. The same reasoning applies here.
II. INTER PARTES REVIEW IS CONSISTENT WITH THE
SEVENTH AMENDMENT

A. Because inter partes review comports with Article III, the Seventh Amendment imposes no separate
obstacle to its constitutionality. If Congress has permissibly assigned “the adjudication of a statutory cause
of action to a non-Article III tribunal, then the Seventh
Amendment poses no independent bar to the adjudication of that action by a nonjury factfinder.” Granfinanciera, 492 U.S. at 53-54; see id. at 55 n.10 (“Congress
may decline to provide jury trials” where the action involves “statutory rights that are integral parts of a public regulatory scheme and whose adjudication Congress
has assigned to an administrative agency.”); Tull v.
United States, 481 U.S. 412, 418 n.4 (1987) (“[T]he Seventh Amendment is not applicable to administrative
proceedings.”); see also Block, 256 U.S. at 158.
That principle applies “even if the Seventh Amendment would have required a jury where the adjudication
of those rights is assigned to a federal court of law instead.” Atlas Roofing, 430 U.S. at 455. For example, in
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Pernell v. Southall Realty, 416 U.S. 363 (1974), this
Court held that the parties to a suit in district court
were entitled to a jury trial under the Seventh Amendment, but recognized that “the Seventh Amendment
would not be a bar to” entrusting those same disputes
“to an administrative agency” rather than a court. Id.
at 383. Only because “Congress ha[d] not seen fit” to
entrust the dispute to an agency was Congress required
to “preserve to parties their right to a jury trial.” Ibid.
Petitioner does not dispute that principle. In sum, because Congress permissibly charged the USPTO with
reevaluating its own patentability determinations in an
administrative proceeding, “the Seventh Amendment
poses no barrier to agency adjudication without a jury,”
MCM Portfolio, 812 F.3d at 1293.
B. Petitioner’s Seventh Amendment claim also fails
for the separate reason that inter partes review does
not afford relief analogous to that traditionally granted
by courts of law. When a matter is assigned to the
courts for adjudication, the Seventh Amendment preserves a jury-trial right only in suits “in which legal
rights [are] to be ascertained and determined, in contradistinction to those where equitable rights alone
[are] recognized, and equitable remedies [are] administered.” Curtis v. Loether, 415 U.S. 189, 193 (1974)
(quoting Parsons v. Bedford, 28 U.S. (3 Pet.) 433, 447
(1830) (Story, J.)) (emphasis omitted). Inter partes review provides no right to monetary damages, but instead allows only the equitable remedy of cancellation
of a patent. Its closest judicial analog therefore is a declaratory-judgment action for patent invalidity, in
which no jury-trial right attaches. See In re Technology
Licensing Corp., 423 F.3d 1286, 1290-1291 (Fed. Cir.
2005) (per curiam) (if only equitable relief is at issue,
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“the accused infringer has no right to a jury trial”), cert.
denied, 547 U.S. 1178 (2006).
This Court’s precedents underscore that patent cancellations do not implicate a jury-trial right, even when
patent-cancellation cases have been assigned to the
courts, rather than to an administrative agency. When
the United States brought suits in federal court to cancel patents on grounds of invalidity—before the creation of administrative procedures for post-issuance review—the suits were brought in equity and resolved
without juries. See American Bell I, 128 U.S. at 360
(affirming authority of the government to bring a bill in
equity to cancel a patent, and rejecting the argument
that the proper remedy “is in the common-law courts,
and not in a court of equity”); see also Mowry v. Whitney, 81 U.S. (14 Wall.) 434, 440 (1872); United States v.
Stone, 69 U.S. (2 Wall.) 525, 535 (1865). In deeming equity jurisdiction proper, the Court relied on English
practice and on early patent statutes, which specified
that parties seeking to challenge decisions of the Patent
Office could proceed only through a “bill in equity.”
American Bell I, 128 U.S. at 364; see Patent Act of 1870,
ch. 230, § 52, 16 Stat. 205, Patent Act of 1836, ch. 357, §
16, 5 Stat. 123-124; see also Lemley 1683. The historical
understanding that patent-cancellation actions sound in
equity would be fatal to petitioner’s Seventh Amendment claim even if this case involved patent cancellation
through the courts, rather than through an administrative agency.
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CONCLUSION

The judgment of the court of appeals should be
affirmed.
Respectfully submitted.
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APPENDIX

1.

U.S. Const. Art. III, § 2 provides:

The judicial power shall extend to all Cases, in Law
and Equity, arising under this Constitution, the Laws
of the United States, and Treaties made, or which shall
be made, under their Authority;—to all Cases affecting
Ambassadors, other public Ministers and Consuls;—to
all Cases of admiralty and maritime jurisdiction;—to
Controversies to which the United States shall be a
party;—to Controversies between two or more states;—
between a State and Citizens of another State;—
between Citizens of different states;—between Citizens
of the same State claiming Lands under Grants of different States, and between a State, or the Citizens
thereof, and foreign States, Citizens or Subjects.
2.

U.S. Const. Amend. VII provides:

In Suits at common law, where the value in controversy shall exceed twenty dollars, the right of trial by
jury shall be preserved, and no fact tried by a jury,
shall be otherwise re-examined in any Court of the
United States, than according to the rules of the common law.

(1a)
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3.

35 U.S.C. 2(a) provides in pertinent part:

Powers and duties

(a) IN GENERAL.—The United States Patent and
Trademark Office, subject to the policy direction of the
Secretary of Commerce—
(1) shall be responsible for the granting and
issuing of patents and the registration of trademarks;
* * * * *
4.

35 U.S.C. 141(c) provides:

Appeal to Court of Appeals for the Federal Circuit

(c) POST-GRANT AND INTER PARTES REVIEWS.—A
party to an inter partes review or a post-grant review
who is dissatisfied with the final written decision of the
Patent Trial and Appeal Board under section 318(a) or
328(a) (as the case may be) may appeal the Board’s
decision only to the United States Court of Appeals for
the Federal Circuit.
5.

35 U.S.C. 261 provides:

Ownership; assignment

Subject to the provisions of this title, patents shall
have the attributes of personal property. The Patent
and Trademark Office shall maintain a register of interests in patents and applications for patents and shall
record any document related thereto upon request, and
may require a fee therefor.

3a
Applications for patent, patents, or any interest
therein, shall be assignable in law by an instrument in
writing. The applicant, patentee, or his assigns or
legal representatives may in like manner grant and
convey an exclusive right under his application for
patent, or patents, to the whole or any specified part of
the United States.
A certificate of acknowledgment under the hand and
official seal of a person authorized to administer oaths
within the United States, or, in a foreign country, of a
diplomatic or consular officer of the United States or an
officer authorized to administer oaths whose authority
is proved by a certificate of a diplomatic or consular officer of the United States, or apostille of an official designated by a foreign country which, by treaty or convention, accords like effect to apostilles of designated
officials in the United States, shall be prima facie evidence of the execution of an assignment, grant or conveyance of a patent or application for patent.
An interest that constitutes an assignment, grant or
conveyance shall be void as against any subsequent
purchaser or mortgagee for a valuable consideration,
without notice, unless it is recorded in the Patent and
Trademark Office within three months from its date or
prior to the date of such subsequent purchase or
mortgage.
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6.

35 U.S.C. 311 provides:

Inter partes review

(a) IN GENERAL.—Subject to the provisions of this
chapter, a person who is not the owner of a patent may
file with the Office a petition to institute an inter partes
review of the patent. The Director shall establish, by
regulation, fees to be paid by the person requesting the
review, in such amounts as the Director determines to
be reasonable, considering the aggregate costs of the
review.
(b) SCOPE.—A petitioner in an inter partes review
may request to cancel as unpatentable 1 or more claims
of a patent only on a ground that could be raised under
section 102 or 103 and only on the basis of prior art
consisting of patents or printed publications.
(c) FILING DEADLINE.—A petition for inter partes
review shall be filed after the later of either—
(1) the date that is 9 months after the grant of a
patent; or
(2) if a post-grant review is instituted under
chapter 32, the date of the termination of such
post-grant review.
7.

35 U.S.C. 314 provides:

Institution of inter partes review

(a) THRESHOLD.—The Director may not authorize
an inter partes review to be instituted unless the
Director determines that the information presented in
the petition filed under section 311 and any response
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filed under section 313 shows that there is a reasonable
likelihood that the petitioner would prevail with respect
to at least 1 of the claims challenged in the petition.
(b) TIMING.—The Director shall determine whether to institute an inter partes review under this chapter
pursuant to a petition filed under section 311 within 3
months after—
(1) receiving a preliminary response to the petition under section 313; or
(2) if no such preliminary response is filed, the
last date on which such response may be filed.
(c) NOTICE.—The Director shall notify the petitioner and patent owner, in writing, of the Director’s
determination under subsection (a), and shall make
such notice available to the public as soon as is practicable. Such notice shall include the date on which the
review shall commence.
(d) NO APPEAL.—The determination by the Director whether to institute an inter partes review under
this section shall be final and nonappealable.
8.

35 U.S.C. 315 provides:

Relation to other proceedings or actions

(a)

INFRINGER’S CIVIL A CTION.—
(1)

INTER PARTES REVIEW BARRED BY CIVIL
ACTION.—An inter partes review may not be instituted if, before the date on which the petition for
such a review is filed, the petitioner or real party in
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interest filed a civil action challenging the validity of
a claim of the patent.
(2) STAY OF CIVIL ACTION .—If the petitioner or
real party in interest files a civil action challenging
the validity of a claim of the patent on or after the
date on which the petitioner files a petition for inter
partes review of the patent, that civil action shall be
automatically stayed until either—
(A) the patent owner moves the court to lift
the stay;
(B) the patent owner files a civil action or
counterclaim alleging that the petitioner or real
party in interest has infringed the patent; or
(C) the petitioner or real party in interest
moves the court to dismiss the civil action.
(3) TREATMENT OF COUNTERCLAIM.—A counterclaim challenging the validity of a claim of a patent does not constitute a civil action challenging the
validity of a claim of a patent for purposes of this
subsection.
(b) PATENT OWNER’ S ACTION.—An inter partes
review may not be instituted if the petition requesting
the proceeding is filed more than 1 year after the date
on which the petitioner, real party in interest, or privy
of the petitioner is served with a complaint alleging
infringement of the patent. The time limitation set
forth in the preceding sentence shall not apply to a request for joinder under subsection (c).
(C) JOINDER.—If the Director institutes an inter
partes review, the Director, in his or her discretion, may
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join as a party to that inter partes review any person
who properly files a petition under section 311 that the
Director, after receiving a preliminary response under
section 313 or the expiration of the time for filing such a
response, determines warrants the institution of an
inter partes review under section 314.
(d) MULTIPLE PROCEEDINGS.—Notwithstanding
sections 135(a), 251, and 252, and chapter 30, during the
pendency of an inter partes review, if another proceeding or matter involving the patent is before the Office,
the Director may determine the manner in which the
inter partes review or other proceeding or matter may
proceed, including providing for stay, transfer, consolidation, or termination of any such matter or proceeding.
(e)

ESTOPPEL.—

(1) PROCEEDINGS BEFORE THE OFFICE.—The
petitioner in an inter partes review of a claim in a
patent under this chapter that results in a final
written decision under section 318(a), or the real
party in interest or privy of the petitioner, may not
request or maintain a proceeding before the Office
with respect to that claim on any ground that the
petitioner raised or reasonably could have raised
during that inter partes review.
(2) CIVIL ACTIONS AND OTHER PROCEEDINGS.—
The petitioner in an inter partes review of a claim in
a patent under this chapter that results in a final
written decision under section 318(a), or the real
party in interest or privy of the petitioner, may not
assert either in a civil action arising in whole or in
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part under section 1338 of title 28 or in a proceeding
before the International Trade Commission under
section 337 of the Tariff Act of 1930 that the claim is
invalid on any ground that the petitioner raised or
reasonably could have raised during that inter partes
review.
9.

35 U.S.C. 316 provides:

Conduct of inter partes review

(a) REGULATIONS.—The Director shall prescribe
regulations—
(1) providing that the file of any proceeding
under this chapter shall be made available to the
public, except that any petition or document filed
with the intent that it be sealed shall, if accompanied
by a motion to seal, be treated as sealed pending the
outcome of the ruling on the motion;
(2) setting forth the standards for the showing
of sufficient grounds to institute a review under section 314(a);
(3) establishing procedures for the submission
of supplemental information after the petition is
filed;
(4) establishing and governing inter partes review under this chapter and the relationship of such
review to other proceedings under this title;
(5) setting forth standards and procedures for
discovery of relevant evidence, including that such
discovery shall be limited to—
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(A) the deposition of witnesses submitting affidavits or declarations; and
(B) what is otherwise necessary in the interest
of justice;
(6) prescribing sanctions for abuse of discovery, abuse of process, or any other improper use of
the proceeding, such as to harass or to cause unnecessary delay or an unnecessary increase in the cost
of the proceeding;
(7) providing for protective orders governing
the exchange and submission of confidential information;
(8) providing for the filing by the patent owner
of a response to the petition under section 313 after
an inter partes review has been instituted, and requiring that the patent owner file with such response, through affidavits or declarations, any additional factual evidence and expert opinions on which
the patent owner relies in support of the response;
(9) setting forth standards and procedures for
allowing the patent owner to move to amend the patent under subsection (d) to cancel a challenged claim
or propose a reasonable number of substitute claims,
and ensuring that any information submitted by the
patent owner in support of any amendment entered
under subsection (d) is made available to the public
as part of the prosecution history of the patent;
(10) providing either party with the right to an
oral hearing as part of the proceeding;
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(11) requiring that the final determination in an
inter partes review be issued not later than 1 year
after the date on which the Director notices the institution of a review under this chapter, except that
the Director may, for good cause shown, extend the
1-year period by not more than 6 months, and may
adjust the time periods in this paragraph in the case
of joinder under section 315(c);
(12) setting a time period for requesting joinder
under section 315(c); and
(13) providing the petitioner with at least 1 opportunity to file written comments within a time period established by the Director.
(b) CONSIDERATIONS.—In prescribing regulations
under this section, the Director shall consider the effect
of any such regulation on the economy, the integrity of
the patent system, the efficient administration of the
Office, and the ability of the Office to timely complete
proceedings instituted under this chapter.
(c) PATENT TRIAL AND APPEAL BOARD.—The Patent Trial and Appeal Board shall, in accordance with
section 6, conduct each inter partes review instituted
under this chapter.
(d) AMENDMENT OF THE PATENT.—
(1) IN GENERAL—During an inter partes review instituted under this chapter, the patent owner
may file 1 motion to amend the patent in 1 or more of
the following ways:
(A) Cancel any challenged patent claim.
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(B) For each challenged claim, propose a
reasonable number of substitute claims.
(2) ADDITIONAL MOTIONS.—Additional motions
to amend may be permitted upon the joint request of
the petitioner and the patent owner to materially
advance the settlement of a proceeding under section
317, or as permitted by regulations prescribed by the
Director.
(3) SCOPE OF CLAIMS.—An amendment under
this subsection may not enlarge the scope of the
claims of the patent or introduce new matter.
(e) EVIDENTIARY STANDARDS.—In an inter partes
review instituted under this chapter, the petitioner shall
have the burden of proving a proposition of unpatentability by a preponderance of the evidence.
10. 35 U.S.C. 318 provides in pertinent part:
Decision of the Board

(a) FINAL WRITTEN DECISION.—If an inter partes
review is instituted and not dismissed under this chapter, the Patent Trial and Appeal Board shall issue a final
written decision with respect to the patentability of any
patent claim challenged by the petitioner and any new
claim added under section 316(d).
(b) CERTIFICATE.—If the Patent Trial and Appeal
Board issues a final written decision under subsection
(a) and the time for appeal has expired or any appeal
has terminated, the Director shall issue and publish a
certificate canceling any claim of the patent finally de-
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termined to be unpatentable, confirming any claim of
the patent determined to be patentable, and incorporating in the patent by operation of the certificate any
new or amended claim determined to be patentable.
* * * * *
11. 35 U.S.C. 319 provides:
Appeal

A party dissatisfied with the final written decision of
the Patent Trial and Appeal Board under section 318(a)
may appeal the decision pursuant to sections 141
through 144. Any party to the inter partes review shall
have the right to be a party to the appeal.

No. 16-712
In the

Supreme Court of the United States
Oil States Energy Services, LLC,
Petitioner,
v.
Greene’s Energy Group, LLC, et al.,
Respondents.
On Writ of Certiorari
to the United States Court of Appeals
for the Federal Circuit
BRIEF OF PUBLIC KNOWLEDGE, THE
ELECTRONIC FRONTIER FOUNDATION, ENGINE
ADVOCACY, AND THE R STREET INSTITUTE AS
AMICI CURIAE IN SUPPORT OF RESPONDENTS
Vera Ranieri
Electronic Frontier
Foundation
815 Eddy Street
San Francisco, CA 94109
(415) 436-9333
vera@eff.org

Charles Duan
Counsel of Record
Public Knowledge
1818 N Street NW, Suite 410
Washington, DC 20036
(202) 861-0020
cduan@publicknowledge.org

Counsel for amici curiae

TABLE OF CONTENTS
TABLE OF AUTHORITIES . . . . . . . . . . . . . . . . . ii
INTEREST OF AMICI CURIAE . . . . . . . . . . . . . . 1
NOTE ON HISTORICAL SOURCES . . . . . . . . . . . . 2
SUMMARY OF ARGUMENT . . . . . . . . . . . . . . . . 3
ARGUMENT . . . . . . . . . . . . . . . . . . . . . . . . . . 6
I.

History Confirms Congress’s Authority to Serve the
Public Interest by Placing Conditions on the Patent
Grant . . . . . . . . . . . . . . . . . . . . . . . . . . . . 6
A. In 1789, Patents Were Discretionary, Ad Hoc
Privileges Granted to Advance Public Policies . . 6
B.

The Framers Saw Patents as Government Issued Monopolies, and Expected the Legislature
to Regulate Them . . . . . . . . . . . . . . . . . . 13

C.

Early Federal Patent Law Confirms Congress’s
Power to Limit the Patent Grant . . . . . . . . . . 17

II. Inter Partes Review Is a Classic Type of Administrative Scheme That Congress May Devise Under
Article I . . . . . . . . . . . . . . . . . . . . . . . . . . . 19
A. Congress Has a Long History of Statutorily Adjusting Patent Cancellation Procedures . . . . . . 20
B.

Administration of Patent Law Is a Complex
Problem, Given Modern Invention Practices . . . 23

C.

Like Many Agency Proceedings, Patent Cancellation Targets a Generalized Public Harm . . . . . 25

D. Inter Partes Review Is Integral and Important
to the Modern Patent Regulatory Scheme . . . . 28
CONCLUSION . . . . . . . . . . . . . . . . . . . . . . . . . 33
APPENDIX A: Patents Bill, H.R. 41, February 16, 1790 . . 1a

(i)

TABLE OF AUTHORITIES
Cases and Administrative Decision
Aronson v. Quick Point Pencil Co.,
440 U.S. 257 (1979) . . . . . . . . . . . . . . . . . . . . . . 26
Atlas Roofing Co. v. Occupational Safety & Health Review Commission,
430 U.S. 442 (1977) . . . . . . . . . . . . . . . . . . . . 25, 30
Boulton v. Bull,
126 Eng. Rep. 651 (C.P. 1795) . . . . . . . . . . . . . . . 15
Butterworth v. United States ex rel. Hoe,
112 U.S. 50 (1884) . . . . . . . . . . . . . . . . . . . . . . 32
Edgeberry v. Stephens,
90 Eng. Rep. 1162 (K.B. 1693) . . . . . . . . . . . . . 7, 15
Evans v. Jordan,
8 F. Cas. 872 (C.C.D. Va. 1813) (No. 4,564) . . . . . . . . 17
Federal Trade Commission v. Actavis, Inc.,
133 S. Ct. 2223 (2013) . . . . . . . . . . . . . . . . . . . . 28
Gibbons v. Ogden,
22 U.S. (9 Wheat.) 1 (1824) . . . . . . . . . . . . . . . . . 15
Graham v. John Deere Co.,
383 U.S. 1 (1966) . . . . . . . . . . . . . . . . . . . . . 15, 24
Hornblower v. Boulton,
101 Eng. Rep. 1285 (K.B. 1799) . . . . . . . . . . . . . . 15
Lear, Inc. v. Adkins,
395 U.S. 653 (1969) . . . . . . . . . . . . . . . . . . . . . . 26
Loom Co. v. Higgins,
105 U.S. 580 (1882) . . . . . . . . . . . . . . . . . . . . . . 20
McCormick Harvesting Machine Co. v. Aultman,
169 U.S. 606 (1898) . . . . . . . . . . . . . . . . . . . . . . 21

(ii)

(iii)
McGaw v. Bryan,
16 F. Cas. 96 (S.D.N.Y. 1821) (No. 8,793) . . . . . . . . . . 19
Microsoft Corp. v. i4i Ltd. Partnership,
564 U.S. 91 (2011) . . . . . . . . . . . . . . . . . . . . . . 29
MPHJ Technology Investments, LLC, In re,
159 F.T.C. 1004 (Mar. 13, 2015) . . . . . . . . . . . . . . . 27
MPHJ Technology Investments, LLC
v. Ricoh Americas Corp.,
847 F.3d 1363 (Fed. Cir. 2017) . . . . . . . . . . . . . . . 28
Murray’s Lessee v. Hoboken Land & Improvement Co.,
59 U.S. (18 How.) 272 (1855) . . . . . . . . . . . . . . 20, 32
Northern Pipeline Construction Co.
v. Marathon Pipe Line Co.,
458 U.S. 50 (1982) . . . . . . . . . . . . . . . . . . . . . . 17
Peck v. Collins,
103 U.S. 660 (1880) . . . . . . . . . . . . . . . . . . . . . . 21
Pennock v. Dialogue,
27 U.S. (2 Pet.) 1 (1829) . . . . . . . . . . . . . . . . . 15, 17
Shaw v. Cooper,
32 U.S. (7 Pet.) 292 (1833) . . . . . . . . . . . . . . . . . . 15
Stern v. Marshall,
564 U.S. 462 (2011) . . . . . . . . . . . . . . . . 17, 20, 25, 28
Thomas v. Union Carbide Agricultural Products Co.,
473 U.S. 568 (1985) . . . . . . . . . . . . . . . . . . . . 25, 28
Turner v. Winter,
99 Eng. Rep. 1274 (K.B. 1787) . . . . . . . . . . . . . . . 15
United States v. American Bell Telephone Co.,
128 U.S. 315 (1888) . . . . . . . . . . . . . . . . . . . . . . 20

(iv)
United States v. Duell,
172 U.S. 576 (1899) . . . . . . . . . . . . . . . . . . . . . . 32
United States v. Singer Manufacturing Co.,
374 U.S. 174 (1963) . . . . . . . . . . . . . . . . . . . . . . 28
Wheaton v. Peters,
33 U.S. (8 Pet.) 591 (1834) . . . . . . . . . . . . . . . . 17, 19
Wilson v. Rousseau,
45 U.S. (4 How.) 646 (1846) . . . . . . . . . . . . . . . . . 15
Constitutional Provisions
U.S. Const. art. I . . . . . . . . . . . . . . . . 3, 5, 13, 20–21, 25
U.S. Const. art. I, § 8, cl. 8 . . . . . . . . . . . . . . . 4, 15–17
U.S. Const. art. III . . . . . . . . . . . . . . . . 3–4, 19–20, 28
Statutes
35 U.S.C. § 6 . . . . . . . . . . . . . . . . . . . . . . . . . . . 30
——— § 102 . . . . . . . . . . . . . . . . . . . . . . . . . . 24
——— §§ 102–103 . . . . . . . . . . . . . . . . . . . . 26, 30
——— § 103 . . . . . . . . . . . . . . . . . . . . . . . . . . 24
——— § 120 . . . . . . . . . . . . . . . . . . . . . . . . . . 24
——— § 122 . . . . . . . . . . . . . . . . . . . . . . . . . . 31
——— § 261 . . . . . . . . . . . . . . . . . . . . . . . . . . 22
——— § 302 . . . . . . . . . . . . . . . . . . . . . . . . . . 22
——— § 303 . . . . . . . . . . . . . . . . . . . . . . . . . . 22
——— § 311 (2011) (repealed 2012) . . . . . . . . . . . . . 22
——— § 311 (2016) . . . . . . . . . . . . . . . . . . . . 22, 31

(v)
35 U.S.C. § 314 . . . . . . . . . . . . . . . . . . . . . . . . . . 31
——— § 316 . . . . . . . . . . . . . . . . . . . . . . . . . . 31
——— § 321 . . . . . . . . . . . . . . . . . . . . . . . . . . 22
Act for the Encouragement of Arts and Sciences,
ch. 1221, 4 Stat. S.C. 618 (1784), available at
https: / / hdl.handle.net / 2027 / hvd.32044010560332 ?
urlappend=%3Bseq=628 . . . . . . . . . . . . . . . . . . 11
Act for the Encouragement of Mr. George Timmons,
ch. 698, 3 Stat. S.C. 599 (1743), available at https://hdl.
handle.net/2027/mdp.35112104865698?urlappend=%
3Bseq=629 . . . . . . . . . . . . . . . . . . . . . . . . . . 12
Act of Mar. 19, 1787, ch. 57, 2 N.Y. Laws 472 (Weed Parsons & Co. 1886), available at https://hdl.handle.net/
2027/mdp.39015068627952?urlappend=%3Bseq=482 . . 12
Act of Mar. 27, 1798, ch. 55, 4 N.Y. Laws 215 (Weed Parsons & Co. 1887), available at https://hdl.handle.net/
2027/mdp.39015068627937?urlappend=%3Bseq=225 . . 12
America Invents Act, Pub. L. No. 112-29, 125 Stat. 284
(2011) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 22
Bayh–Dole Act, Pub. L. No. 96-517, 94 Stat. 3015 (1980) . . 22
The Book of the General Laws for the People Within
the Jurisdiction of Connecticut (1673), available at
https://hdl.handle.net/2027/chi.26569851 . . . . . . . . . 14
The Colonial Laws of Massachusetts (William H. Whitmore ed., Rockwell & Churchill 1890) (1672), available at https://hdl.handle.net/2027/nnc1.0063787636 . . . 14
Statute of Monopolies, 1624, 21 Jac. 1, c. 3 (Eng.), available at https://hdl.handle.net/2027/pst.000017915502?
urlappend=%3Bseq=464 . . . . . . . . . . . . . . . 7–8, 13
Patent Act of 1790 (1790 Act), ch. 7, 1 Stat. 109 . . . 18–20, 22

(vi)
Patent Act of 1793, ch. 11, 1 Stat. 318 . . . . . . . . . . . . . 20
Patent Act of 1836 (1836 Act), ch. 357, 5 Stat. 117 . . . . 20–21
Patent Act of 1870, ch. 230, 16 Stat. 198 . . . . . . . . . . . 21
Patent Act of 1952, ch. 950, 66 Stat. 792 . . . . . . . . . 21–22
Other Sources
Tahir Amin & Aaron S. Kesselheim, Secondary Patenting of Branded Pharmaceuticals, 31 Health Aff. 2286
(2012) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 27
Autobiography of Benjamin Franklin (John Bigelow ed.,
J.B. Lippincott & Co. 1868), available at https://hdl.
handle.net/2027/nyp.33433082363858 . . . . . . . . . . . 15
Christopher Beauchamp, Repealing Patents (Brooklyn
Law Sch. Legal Studies, Res. Paper No. 534, Sept.
2017), http://ssrn.com/abstract=3044003 . . . . . . . . . 19
Doron S. Ben-Atar, Trade Secrets: Intellectual Piracy
and the Origins of American Industrial Power
(2004) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 11
William Blackstone, Commentaries on the Laws of England (1765) . . . . . . . . . . . . . . . . . . . . . . . . 6, 32
Oren Bracha, Owning Ideas: The Intellectual Origins of American Intellectual Property, 1790–1909
(2016) . . . . . . . . . . . . . . . . . . . . . . . . . 6–11, 18
———, The Commodification of Patents 1600–1836, 38
Loy. L.A. L. Rev. 177 (2004) . . . . . . . . . . . . . . . 8–9
Bruce W. Bugbee, Genesis of American Patent and
Copyright Law (1967) . . . . . . . . . . . . . 6, 8, 10–12, 14
Calendar of Treasury Papers (Joseph Redington ed.,
London, Longmans etc. 1868–1889), available at
https://hdl.handle.net/2027/umn.31951p002966805 . . . . 7

(vii)
I. Bernard Cohen, Science and the Founding Fathers
(1995) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 7
Edward Coke, Institutes of the Laws of England (1628–
1644), available at https://hdl.handle.net/2027/osu.
32437121661652 . . . . . . . . . . . . . . . . . . . . . 13, 26
Comm. of the Bd. of Trade, Working of the Patent Acts,
1901, Cd. 506 (U.K.), available at https://hdl.handle.
net/2027/mdp.39015033908172?urlappend=%3Bseq=
609 . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 9
Documentary History of the First Federal Congress of
the United States of America (Charlene Bangs Bickford & Helen E. Veit eds., 1972–2012) . . . . . . . . . . . 1a
The Federalist No. 43 (James Madison) . . . . . . . . . . . . 17
P.J. Federico, State Patents, 13 J. Pat. Off. Soc’y 166
(1931) . . . . . . . . . . . . . . . . . . . . . . . . . . . 11–12
Fed. Trade Comm’n, Generic Drug Entry Prior to Patent
Expiration (July 2002) . . . . . . . . . . . . . . . . . . . 27
———, To Promote Innovation (2003), available at http://
www.ftc.gov/sites/default/files/documents/reports/
promote - innovation - proper - balance - competition and-patent-law-and-policy/innovationrpt.pdf . . . . . . 24
Thomas G. Fessenden, An Essay on the Law of Patents
for New Inventions (Boston, D. Mallory & Co.
1810), available at https://hdl.handle.net/2027/uc1.
31822038207890 . . . . . . . . . . . . . . . . . . . . . . . 15
Richard Godson, A Practical Treatise on the Law of
Patents for Inventions and of Copyright (London,
Joseph Butterworth & Son 1823), https://hdl.handle.
net/2027/uc1.aa0007706781 . . . . . . . . . . . . . . . . . 8

(viii)
Jennifer S. Haas, Potential Savings from Substituting
Generic Drugs for Brand-Name Drugs, 142 Annals
Internal Med. 891 (2005) . . . . . . . . . . . . . . . . . . 26
W.M. Hindmarch, A Treatise on the Law Relative to
Patent Privileges for the Sole Use of Inventions (London, V. & R. Stevens etc. 1846), available at https://
www.ipmall.info/content/antique-rare-ip-library-etreatise-reading-room-patent-books . . . . . . . . . . 8–9
E. Wyndham Hulme, Privy Council Law and Practice of
Letters Patent for Invention from the Restoration to
1794, Part II, 33 L.Q. Rev. 180 (1917) . . . . . . . . . . . 10
———, The History of the Patent System Under the
Prerogative and at Common Law, 12 L.Q. Rev. 141
(1896), available at https://hdl.handle.net/2027/hvd.
32044061980397?urlappend=%3Bseq=159 . . . . . . . 7, 9
Innovation Act: Hearing Before the H. Comm. on the Judiciary, 113th Cong. (2013) (Letter of Teresa Stanek
Rea) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 22
James I, Proclamation Against Monopolies and Protections (May 7, 1603), in 4 John Strype, Annals of
the Church and State 379 (2d ed., London, Edward
Symon 1725–1731), available at https://hdl.handle.
net/2027/nnc1.0036698865?urlappend=%3Bseq=419 . . . 9
Thomas Jefferson, Letter to Isaac McPherson (Aug.
13, 1813), in 13 The Writings of Thomas Jefferson
326 (1907), available at https://catalog.hathitrust.org/
Record/006664301 . . . . . . . . . . . . . . . . . . . . 16, 18
———, Letter to James Madison (July 31, 1788), in 7 The
Writings of Thomas Jefferson 93 (1907), available at
https://catalog.hathitrust.org/Record/006664301 . . . . 14

(ix)
Cuthbert William Johnson, The Life of Sir Edward Coke
(1835), available at https://hdl.handle.net/2027/mdp.
39015074634273 . . . . . . . . . . . . . . . . . . . . . . . 13
Chris R. Kyle, “But a New Button to an Old Coat”: The
Enactment of the Statute of Monopolies, 19 J. Legal
Hist. 203 (1998) . . . . . . . . . . . . . . . . . . . . . . . 9
Megan M. La Belle, Patent Law as Public Law, 20 Geo.
Mason L. Rev. 41 (2012) . . . . . . . . . . . . . . . . . 26–28
Mark A. Lemley, Rational Ignorance at the Patent Office,
95 Nw. U. L. Rev. 1495 (2001) . . . . . . . . . . . . . . . 29
Letters and Other Writings of James Madison (1884),
available at https://catalog.hathitrust.org/Record/
006785162 . . . . . . . . . . . . . . . . . . . . . . . . . 14, 16
Christine MacLeod, Inventing the Industrial Revolution: The English Patent System, 1660–1800
(1988) . . . . . . . . . . . . . . . . . . . . . . . . . . 7, 9–10
James Madison, Letter to Thomas Jefferson (Oct. 17,
1788), in 1 Letters and Other Writings of James Madison 421 (1884), available at https://catalog.hathitrust.
org/Record/006785162 . . . . . . . . . . . . . . . . . . . 14
James Madison, Vices of the Political System of the
United States (Apr. 1787), in 1 Letters and Other
Writings of James Madison 320 (1884), available at
https://catalog.hathitrust.org/Record/006785162 . . . . 16
George Mason, Objections to the Proposed Federal
Constitution, 2 Am. Museum 534 (1787), available
at https://hdl.handle.net/2027/osu.32435073185456?
urlappend=%3Bseq=544 . . . . . . . . . . . . . . . . . . 13
Frank Moore, American Eloquence (N.Y., D. Appleton
& Co. 1859), available at https://hdl.handle.net/2027/
mdp.39015050669897?urlappend=%3Bseq=392 . . . . . 16

(x)
Beth Simone Noveck, “Peer to Patent”: Collective Intelligence, Open Review, and Patent Reform, 20 Harv.
J.L. & Tech. 123 (2006) . . . . . . . . . . . . . . . . . . . 24
Tyler T. Ochoa & Mark Rose, The Anti-Monopoly Origins of the Patent and Copyright Clause, 84 J. Pat. &
Trademark Off. Soc’y 909 (2002) . . . . . . . . . . . . . . 14
Dotan Oliar, Making Sense of the Intellectual Property
Clause: Promotion of Progress as a Limitation on
Congress’s Intellectual Property Power, 94 Geo. L.J.
1771 (2006) . . . . . . . . . . . . . . . . . . . . . . . . . . 16
Lisa Larrimore Ouellette, Pierson, Peer Review, and
Patent Law, 69 Vand. L. Rev. 1825 (2016) . . . . . . . . 31
Patent Pub. Advisory Comm., Annual Report (2009) . . . . 25
Patents Bill, H.R. 41, First Cong. (Feb. 16, 1790),
reprinted in Appendix A infra p. 1a . . . . . . . . . . . 18
Patents in the Knowledge-Based Economy (Wesley M.
Cohen & Stephen A. Merrill eds., 2003), available
at https://www.nap.edu/catalog/10770/patents-in-theknowledge-based-economy . . . . . . . . . . . . . . . . . 29
William Penn, The Excellent Privilege of Liberty and
Property (J.B. Lippincott Co. 1897) (1687), available
at https://upload.wikimedia.org/wikipedia/commons/
2/2b/William_Penn,_The_Excellent_Priviledge_of_
Liberty_and_Property_(1897_reprint).pdf . . . . . . . . 14
Charles Pinckney, Address at the Constitutional Convention: Observations on the Federal Constitution
(May 1787), in 1 Frank Moore, American Eloquence 362 (N.Y., D. Appleton & Co. 1859), available
at https://hdl.handle.net/2027/mdp.39015050669897?
urlappend=%3Bseq=392 . . . . . . . . . . . . . . . . . . 16

(xi)
Andrew Pollack, Makers of Humira and Embrel Using Patents to Delay Generic Versions, N.Y. Times,
Jan. 16, 2017, at B1, https://www.nytimes.com/2016/
07/16/business/makers-of-humira-and-enbrel-usingnew-drug-patents-to-delay-generic-versions.html . . . 23
Public Records of the Colony of Connecticut (1850–
1890), available at https://hdl.handle.net/2027/wu.
89067359430 . . . . . . . . . . . . . . . . . . . . . . . . . 10
Cecil D. Quillen, Jr. & Ogden H. Webster, Continuing Patent Applications and Performance of the U.S.
Patent and Trademark Office, 11 Fed. Cir. B.J. 1
(2001) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 24
Arti K. Rai, Allocating Power over Fact-Finding in the
Patent System, 19 Berkeley Tech. L.J. 907 (2004) . . . . 30
Records of the Governor and Company of the Massachusetts Bay (Nathaniel B. Shurtleff ed., Boston,
William White 1853–1854), available at https: / /
catalog.hathitrust.org/Record/006784513 . . . . . . . 10–11
Revision of Title 35, United States Code, H.R. Rep. No.
82-1923 (1952) . . . . . . . . . . . . . . . . . . . . . . . . 22
John Strype, Annals of the Church and State (2d
ed., London, Edward Symon 1725–1731), available at https://hdl.handle.net/2027/nnc1.0036698865?
urlappend=%3Bseq=419 . . . . . . . . . . . . . . . . . . 9
Stuart J.H. Graham et al., Patent Quality Control: A
Comparison of U.S. Patent Re-examinations and
European Patent Oppositions, in Patents in the
Knowledge-Based Economy 74 (Wesley M. Cohen
& Stephen A. Merrill eds., 2003), available at
https://www.nap.edu/catalog/10770/patents-in-theknowledge-based-economy . . . . . . . . . . . . . . . . . 29

(xii)
U.S. Dep’t of State, Documentary History of the Constitution of the United States of America (1894–1905),
available at https://catalog.hathitrust.org/Record/
100883906 . . . . . . . . . . . . . . . . . . . . . . . . . 14, 16
U.S. Gov’t Accountability Office, GAO-16-479, Patent Office Should Strengthen Search Capabilities and Better Monitor Examiners’ Work (June 2016) . . . . . . . . 25
———, GAO-16-490, Patent Office Should Define Quality, Reassess Incentives, and Improve Clarity (June
2016) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 24
U.S. Patent & Trademark Office, Performance and Accountability Report (2016), available at https://www.
uspto.gov/sites/default/files/documents/USPTOFY
16PAR.pdf . . . . . . . . . . . . . . . . . . . . . . . . . . 23
Edward C. Walterscheid, The Nature of the Intellectual
Property Clause (2002) . . . . . . . . . . . . . . . 7, 14, 16
———, To Promote the Progress of Science and Useful
Arts (1998) . . . . . . . . . . . . . . . . . . . . . . . . . . 18
Stu Woolman et al., Evidence of Patent Thickets in Complex Biopharmaceutical Technologies, 53 IDEA 1
(2013) . . . . . . . . . . . . . . . . . . . . . . . . . . . . . 23
The Writings of Thomas Jefferson (1907), available at
https://catalog.hathitrust.org/Record/006664301 . . 14, 16

INTEREST OF AMICI CURIAE
Amici curiae1 are non-profit organizations that seek
to advance a balanced patent system that promotes the
public interest.
Public Knowledge is a non-profit organization that
is dedicated to preserving the openness of the Internet
and the public’s access to knowledge, promoting creativity through balanced intellectual property rights, and upholding and protecting the rights of consumers to use innovative technology lawfully. Public Knowledge advocates on behalf of the public interest for a balanced patent
system, particularly with respect to new and emerging
technologies.
The Electronic Frontier Foundation is a non-profit
civil liberties organization that has worked for over 25
years to protect consumer interests, innovation, and free
expression in the digital world. EFF and its more than
38,000 dues-paying members have a strong interest in
helping the courts ensure that intellectual property law
serves the public interest.
Engine Advocacy has worked with Congress, federal
agencies, and state and local governments to discuss policy issues, write legislation, and introduce the tech community to Washington insiders. Engine Advocacy conducts research, organizes events, and spearheads campaigns to educate elected officials, the entrepreneur com1

Pursuant to Supreme Court Rule 37.3(a), all parties have provided blanket consent for the filing of briefs. Pursuant to Rule 37.6,
no counsel for a party authored this brief in whole or in part, and no
counsel or party made a monetary contribution intended to fund the
preparation or submission of the brief. No person or entity, other
than amici, their members, or their counsel, made a monetary contribution to the preparation or submission of this brief.

1

2
munity and the general public on issues vital to fostering
technological innovation.
The R Street Institute is a non-profit, non-partisan
public-policy research organization. R Street’s mission
is to engage in policy research and educational outreach
that promotes free markets, as well as limited yet effective government, including properly calibrated legal and
regulatory frameworks that support Internet economic
growth and individual liberty. R Street’s particular focus on Internet law and policy is one of offering research
and analysis that show the advantages of a more marketoriented society and of more effective, more efficient laws
and regulations that protect freedom of expression and
privacy.
NOTE ON HISTORICAL SOURCES
For purposes of readability, spelling and capitalization have been modernized in quotations from historical
sources, without notation.

SUMMARY OF ARGUMENT
Where Congress places conditions upon the patent
grant in furtherance of the public interest in individual
liberty, Congress acts at the apex of its powers under the
Constitution. Inter partes review is a legislative condition on the patent grant, designed for an innovative modern world, specifically crafted to dispose of erroneously
issued patents that burden the public. It is the traditional
place of Congress to make these balanced political judgments, and Article III poses no barrier to Congress executing its Article I obligation to protect the public by
limiting patents.
To be as useful as possible to this Court, amici forgo
recapitulation of Article III doctrine in favor of detailed,
practical facts supporting the need for and permissibility of inter partes review. Those facts fall into two categories: historical evidence of the Framers’ intent, and
modern evidence of the complex, administrative nature
of the patent system today.
1. History confirms that Congress has the power
and mandate to impose conditions on the patent grant
that protect the public and individual liberties. Preratification practices in England, the colonies, and the
early states consistently treat patents as a privilege
granted as a matter of sovereign discretion, with the objective in granting patents being not merely to reward
inventors but also to induce economic productivity to the
benefit of the state and the public. And as matters of
sovereign discretion, the patents of England, the colonies,
and the states included conditions intended to advance
economic and public interests—including, in many cases,
conditions for automatic, non-judicial revocation.
3

4
The Framers considered these antecedent practices
when crafting the constitutional patent power. They
also accounted for their aversion to government-granted
exclusivities (“monopolies” in 18th-century parlance),
which could be easily abused by ambitious leaders. The
Patent Clause that emerged thus embodied in its text a
limitation—“to promote the progress of science and useful arts”—intended at least to instruct Congress to issue
patents only with conditions protecting the public from
monopoly abuse. The early Congress took the Framers’
message to heart in enacting the first Patent Act, which
included provisions for discretion in the decision to grant,
and for revocation when that decision was mistaken.
History and original intent confirm that Congress
may construct checks and balances on patents such as inter partes review, in order to protect the public from the
odious monopolies that the Framers abhorred. More importantly, history reveals the danger of Article III interceding in matters of patent cancellation: To do so, this
Court would have to usurp from Congress a political determination of the best procedures and mechanisms to
balance the interests of patent owners and the public.
2. The complexities of patent law—including patent
cancellation procedures—confirm Congress’s power and
ability to shape those procedures. Indeed, the patent
system resembles a classic administrative or regulatory
scheme of the kind this Court has repeatedly held legitimate.
Patent law deals with highly technical fields of engineering and science. Rapid scientific and technological
development have left the patent system struggling to
keep pace: The Patent Office is overwhelmed with patent
applications, and examiners have insufficient resources
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to give each application the comprehensive review that
would prevent incorrect issuance of patents. Inter partes
review reflects a political choice—the latest in a long line
of choices since 1790—to allow patents to issue somewhat
under-examined, and then to correct errors post-issuance
through a defined administrative procedure. And like
other Article I proceedings, inter partes review places a
narrow domain of technologically-oriented questions before technologically-skilled adjudicators.
Patent cancellation also resembles permissible agency
proceedings in another, more important way: It is a proceeding designed to vindicate a generalized public harm.
An invalid patent is a regulatory tax on every American,
prohibiting all individuals from exercising liberties they
had prior to the wrongful patent. It is especially pertinent that inter partes review is arguably the sole effective avenue by which any member of the public may challenge a patent, and that the effect of cancellation inures
not just to the challenger but to the whole public.
A proceeding designed in the public interest, for the
public’s use, that works to the public’s benefit—that is a
public right. Inter partes review is constitutional, and the
judgment should be affirmed.

ARGUMENT
I.

History Confirms Congress’s Authority
to Serve the Public Interest by Placing
Conditions on the Patent Grant

Congress has power to impose limitations on patents
in the service of public policy and individual liberty, based
on the historical state of patent law in three time frames:
leading up to, during, and immediately subsequent to the
ratification of the Constitution.
A.

In 1789, Patents Were Discretionary,
Ad Hoc Privileges Granted to Advance
Public Policies

Antecedents to United States patent law treated
patents as discretionary grants of privilege, which the
sovereign was free to constrain in furtherance of public
policy. Two antecedents are relevant: English patent
practice, and colonial and state patents in America.
1. Early English patents had little to do with inventions; they were instead a tool of public policy. Litterae
patentes were simply a form of royal decree, which were
used for grants of “lands, honours, liberties, franchises, or
aught besides.” 2 William Blackstone, Commentaries on
the Laws of England *346 (1765); see Oren Bracha, Owning Ideas: The Intellectual Origins of American Intellectual Property, 1790–1909, at 16 (2016).
Letters patent relating to technology were drawn
to advance public economic interests, not to reward invention. Early patents were granted to encourage importation of foreign technology into the English realm—
Italian dredgers and German metallurgy, for example.
See Bruce W. Bugbee, Genesis of American Patent and
6
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Copyright Law 28 (1967); E. Wyndham Hulme, The History of the Patent System Under the Prerogative and
at Common Law, 12 L.Q. Rev. 141, 143–44 (1896) [hereinafter Hulme, History], available online.2 Novelty was
no requirement; “if the invention is new in England, a
patent may be granted for it, even though the thing was
practiced beyond sea before.” Edgeberry v. Stephens, 90
Eng. Rep. 1162 (K.B. 1693); see Edward C. Walterscheid,
The Nature of the Intellectual Property Clause 46–52
(2002) [hereinafter Walterscheid, Nature].3 As we understand the word invention today, “patents for invention
were at first only a collateral issue.” Bracha, supra, at 20.
Where an invention was contrary to state economic interests, a patent might be denied. In the early 18th century, the Crown received substantial excise tax revenue
on salt, and denied at least three petitions for patents on
more efficient salt production on the grounds that they
would produce stronger salt and thereby “much prejudice
the revenue.” 4 Calendar of Treasury Papers, 1708–1714
120–21, 409, 557 (Joseph Redington ed., London, Longmans etc. 1879), available online; see Christine MacLeod,
Inventing the Industrial Revolution: The English Patent
System, 1660–1800, at 22–23 (1988).
The Statute of Monopolies confirms that patents were
a matter of royal grace. Enacted in 1624, the statute
revoked all outstanding patents and declared that no
patents should thenceforth issue, with an exception made
2

Locations of authorities available online are shown in the Table
of Authorities.
3
As several commentators observe, the word invention derives
from the Latin invenio, “I come upon,” which naturally encompasses
importation of foreign ideas. Walterscheid, Nature, supra, at 316
n.109 (quoting I. Bernard Cohen, Science and the Founding Fathers
241 (1995)).
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(among many others4 ) for “making of any manner of new
manufactures within this Realm, to the true and first inventor” (referring not just to modern-day “inventors” but
also to importers). 21 Jac. 1, c. 3, § VI (1624) (Eng.), available online; see Bugbee, supra, at 30. And the Statute
of Monopolies continued to treat patents as tools of economic policy: The statute prohibited invention patents
that would be “mischievous to the State, by raising prices
of commodities at home, or hurt of trade, or generally
inconvenient.” Statute of Monopolies § VI; see Oren
Bracha, The Commodification of Patents 1600–1836, 38
Loy. L.A. L. Rev. 177, 199 (2004) [hereinafter Bracha,
Commodification].
Even as late as the mid-1800s—well after the Constitution was ratified—English treatises still confirmed
that the “grant of a patent is a matter of grace and
favour.” W.M. Hindmarch, A Treatise on the Law Relative to Patent Privileges for the Sole Use of Inventions
431 (London, V. & R. Stevens etc. 1846), available online.
And “there is not any clause or enactment, by which the
subject can demand them as a right.” Richard Godson, A
Practical Treatise on the Law of Patents for Inventions
and of Copyright 47 (London, Joseph Butterworth & Son
1823), available online; see Bracha, supra, at 23.5
4

Patents were also permitted on, for example, manufacture of ordinance, trading of seacoals on the river Tyne, and James Maxwell’s
exportation of calf skins. 21 Jac. 1, c. 3, §§ X, XII & XIII (1624) (Eng.),
available online.
5
While some have noted a disconnect between stated English
patent principles and actual practice, see Bracha, supra, at 22–23,
this is less relevant to the present analysis. The Framers were not
patent lawyers, and their understanding of patents would have been
informed by the published laws and reports, not day-to-day practitioner experience. And daily practice does not affect latent government power, even if that power is rarely exercised.
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Because patents were discretionary sovereign grants
to effect economic policy, they unsurprisingly included
numerous, often ad hoc, conditions on the grant. Most
common were working clauses, by which the patent
would be revoked automatically if the holder did not put
the invention into practice within a certain amount of
time. Hulme, History, supra, at 153; Bracha, supra, at
17. English patents also imposed such conditions as compulsory licensing and limitations on sub-licensing. See
Hindmarch, supra, at 66, 71.
Most importantly, English patents consistently included terms of revocation. Each patent from 1605
through at least 1901 contained a defeasance clause rendering the patent “void to all intents and purposes” if “it
be made to appear to us,” namely the Crown or its Privy
Council, that the patent was wrongly granted. Comm. of
the Bd. of Trade, Working of the Patent Acts, 1901, Cd.
506, app. 4, at 162 (U.K.), available online (memorandum
of J.W. Gordon). The defeasance clause saved the public “the trouble or cost of resisting the unlawful patent.”
Hindmarch, supra, at 431.
The royal prerogative to revoke patents was exercised repeatedly prior to 1789. It was the basis for King
James’s 1603 blanket suspension of all Elizabethan patent
monopolies. See James I, Proclamation Against Monopolies and Protections (May 7, 1603), in 4 John Strype, Annals of the Church and State 379, 380 (2d ed., London,
Edward Symon 1731), available online; Chris R. Kyle,
“But a New Button to an Old Coat”: The Enactment of the
Statute of Monopolies, 19 J. Legal Hist. 203, 205 (1998).
Thereafter, the Privy Council adjudicated patent revocation actions, in parallel with common law courts. See
MacLeod, supra, at 19; Bracha, Commodification, supra,
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at 189–91. In 1752 the Council relinquished jurisdiction
over infringement actions but retained revocation power,
and indeed redirected infringement cases to the common
law courts “under the threat of revocation.” See E. Wyndham Hulme, Privy Council Law and Practice of Letters
Patent for Invention from the Restoration to 1794, Part
II, 33 L.Q. Rev. 180, 194 (1917); MacLeod, supra, at 59–60.
Sovereign discretion, exercised to further economic
policy, was the theme of 1700s English patent practice.
The Crown’s prerogative to grant patents included a prerogative to revoke them.
2. Early American law followed this English treatment of patents as sovereign exercises of discretion, but
with one key change: Having no king, the colonies and
later, states, lodged the discretionary power over patents
with the legislature.
“As in England, colonial patents were ad hoc, discretionary, and tailored privileges.” Bracha, supra, at 26.
Early American patents were granted on a variety of subjects, such as a 21-year Massachusetts patent to a “free
company of adventurers” on trade with Native Americans in 1644. 2 Records of the Governor and Company of
the Massachusetts Bay 60, 138–39 (Nathaniel B. Shurtleff
ed., Boston, William White 1853), available online.
Importation of new industry continued to be the
touchstone for patents. Connecticut advertised numerous patents of importation, in 1691 for example calling
for those “experienced in the making of salt in any of
the usual ways of doing it in other parts of the world”
to set up a salt industry, on the incentive of “a patent to
be given for 10 years.” 4 Public Records of the Colony
of Connecticut 44 (1868), available online. See generally
Bugbee, supra, at 57–83. In 1788, the Pennsylvania So-
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ciety for the Encouragement of Manufactures and Useful Arts praised one Joseph Hague, who had smuggled an
English machine into the country, as “the ingenious artisan, who counterfeited the carding and spinning machine,
though not the original inventor (being only the introducer).” Doron S. Ben-Atar, Trade Secrets: Intellectual
Piracy and the Origins of American Industrial Power 80
(2004) (quoting papers of Tench Coxe); see also Bracha,
supra, at 29. One who “counterfeited” deserved reward,
where the counterfeiting stimulated manufacturing.
The key change between English and early American patents was the locus of discretion. Rather than being royal decrees, “American patents consisted almost
entirely of private enactments of colonial legislatures in
behalf of individual inventors, and included varying provisions and terms of effectiveness.” Bugbee, supra, at
57 (reviewing all such patents). Post-Revolution state
patents were simply “a continuation of the colonial practice of enacting private laws of varying provisions,” reemphasizing the legislative discretion component of early
patenting. Id. at 84; see Bracha, supra, at 28.6
Colonial legislatures used discretion over patents to
impose conditions in service of public policy. A working
clause is found in the first known American patent, issued to Samuel Winslow for making salt but only if he
“shall, within the space of one year, set upon the said
work.” 1 Records of the Governor and Company of the
6

A 1784 South Carolina statute declared a 14-year “exclusive privilege” to “inventors of useful machines.” Act for the Encouragement
of Arts and Sciences, ch. 1221, § IV, 4 Stat. S.C. 618, 620 (1784), available online. But that law “only operated as an invitation to inventors
to request the legislature for patents”; the state continued to issue
patents by private legislative acts. P.J. Federico, State Patents, 13 J.
Pat. Off. Soc’y 166, 167 (1931); see Bugbee, supra, at 93–95.
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Massachusetts Bay, supra, at 331. South Carolina went
further, requiring the patent recipient to prove to “a committee of both Houses of Assembly” that his rice cleaning machine had been “brought to perfection,” or else the
patent “shall cease and be void.” Act for the Encouragement of Mr. George Timmons, ch. 698, 3 Stat. S.C. 599
(1743), available online; see Bugbee, supra, at 79. That
enactment reflects the legislature’s power to revoke unsatisfactory patents.
Legislative power to revoke patents was most apparent in New York. The state first granted a patent on
steamboat operation to John Fitch, but later repealed
that patent in favor of Robert Livingston. See Act of
Mar. 27, 1798, ch. 55, 4 N.Y. Laws 215 (Weed Parsons
& Co. 1887), available online (repealing Act of Mar. 19,
1787, ch. 57, 2 N.Y. Laws 472 (Weed Parsons & Co. 1886),
available online). Notably, the basis for repeal was not
non-inventiveness, but rather economic policy. The legislature found that Fitch had failed to start a steamboat
industry for ten years, so his patent “is justly forfeited.”
Id. See generally P.J. Federico, State Patents, 13 J. Pat.
Off. Soc’y 166, 172–73 (1931).7
Colonial and state patent practices in America reiterate that patents were a privilege granted as a matter of
sovereign discretion, with the sovereign exercising wide
latitude in setting out the terms of the patent grant, including possible revocation of that grant. Conditions imposed on patent grants have been treated from the very
beginning as a matter of political judgment and public policy decision-making.
7

Another steamboat entrepreneur, James Rumsey, also sought
to have Fitch’s state patents repealed, failing in Pennsylvania but
apparently succeeding in Virginia. See Federico, supra, at 172.
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B.

The Framers Saw Patents as Government Issued Monopolies, and Expected
the Legislature to Regulate Them

Congress’s power to legislate checks on the patent
grant is within the original understanding of the Constitution. The Framers saw patents as state monopolies with
potential for abuse by an ambitious government. As a
result, the Article I patent power reflects the Framers’
skepticism of patent monopolies and their expectation
that Congress would seek to restrain them.
1. To the Framers, the term monopoly referred not
to market power concentration (as it does today), but
rather to a government grant of exclusivity to a private entity. Sir Edward Coke,8 author of the Statute
of Monopolies, defined monopoly as an “allowance by the
King . . . for the sole buying, selling, making, working,
or using of any thing, whereby any person or persons . . .
are sought to be restrained of any freedom, or liberty that
they had before, or hindered in their lawful trade.” 3 Edward Coke, Institutes of the Laws of England ch. 85, at
181 (1644), available online. They are a strong form of
a government-granted privilege—what today would be
called an entitlement.
The Framers understood monopolies to be one of the
most repulsive powers of government. George Mason
refused to sign the Constitution because, among other
things, under it “the congress may grant monopolies in
trade and commerce.” George Mason, Objections to the
8

The proper style of the English jurist is Sir Edward Coke. The
misappellation “Lord Coke” is especially inapt here, because as sponsor of the Statute of Monopolies, Coke belonged not to the House of
Lords but to the House of Commons. See 2 Cuthbert William Johnson, The Life of Sir Edward Coke 91 (1835), available online.
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Proposed Federal Constitution, 2 Am. Museum 534, 536
(1787), available online. And the baseline position of the
states was against monopolies: Massachusetts and Connecticut had statutes banning them,9 and William Penn
had decried them as “against the liberty and freedom of
the subject.”10 Thus, during the ratification debate, several states requested amendments to the effect “that the
congress do not grant monopolies.” E.g., 2 U.S. Dep’t of
State, Documentary History of the Constitution of the
United States of America 198 (1894), available online.
See generally Tyler T. Ochoa & Mark Rose, The AntiMonopoly Origins of the Patent and Copyright Clause,
84 J. Pat. & Trademark Off. Soc’y 909, 927 (2002).
With regard to patents, the Framers “viewed these
limited-term grants as monopolies,” albeit tolerable ones.
See Walterscheid, Nature, supra, at 242. Madison and
Jefferson described “encouragements to . . . ingenious discoveries” as “monopolies,” in debating their desirability.
Letter from James Madison to Thomas Jefferson (Oct. 17,
1788), in 1 Letters and Other Writings of James Madison 421, 427 (1884) [hereinafter Madison Writings], available online; see Letter from Thomas Jefferson to James
Madison (July 31, 1788), in 7 The Writings of Thomas
Jefferson 93, 98 (1907) [hereinafter Jefferson Writings],
available online. See generally Walterscheid, Nature,
supra, at 6–8. And the words patent and monopoly are
9

See The Colonial Laws of Massachusetts 35 (William H. Whitmore ed., Rockwell & Churchill 1890) (1672), available online; The
Book of the General Laws for the People Within the Jurisdiction
of Connecticut 52 (1673), available online. See generally Bugbee,
supra, at 61, 69. Both notably excepted monopolies on “new inventions that are profitable to the Country.”
10
William Penn, The Excellent Privilege of Liberty and Property
27 (J.B. Lippincott Co. 1897) (1687), available online.
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interchangeably juxtaposed in contemporaneous English
cases, American cases, and American commentary.11
Perhaps the sentiment among the Framers is best captured by Franklin’s recollection of having been offered a
Pennsylvania patent on an iron stove. He declined the
patent because “as we enjoy great advantages from the
inventions of others, we should be glad of an opportunity to serve others by any invention of ours; and this we
should do freely and generously.” Autobiography of Benjamin Franklin 274 (John Bigelow ed., J.B. Lippincott
& Co. 1868), available online. Franklin, Jefferson, and
Madison would have agreed that monopolies were generally odious, and to the extent that patent monopolies
should be granted, they ought to be tightly controlled.
2. Fear of improper monopolies led the Framers to
prescribe only a “limited patent monopoly under the Constitution.” Graham v. John Deere Co., 383 U.S. 1, 7
(1966). The Patent Clause that emerged gives Congress
not a wholesale power to grant patents on inventions, but
rather a limited power to “promote the progress of science and useful arts,” using patents as a means to achieve
that end. U.S. Const. art. I, § 8, cl. 8.
The Constitutional Convention delegates added the
“promote the progress” language as an explicit limitation
11

English cases—see Hornblower v. Boulton, 101 Eng. Rep. 1285,
1288–89 (K.B. 1799); Boulton v. Bull, 126 Eng. Rep. 651, 665 (C.P.
1795); Turner v. Winter, 99 Eng. Rep. 1274, 1276 (K.B. 1787);
Edgeberry, 90 Eng. Rep. 1162. American cases—see Gibbons v.
Ogden, 22 U.S. (9 Wheat.) 1, 229 (1824) (Johnson, J., concurring);
Wilson v. Rousseau, 45 U.S. (4 How.) 646, 678, 681–83 (1846); Shaw v.
Cooper, 32 U.S. (7 Pet.) 292, 320 (1833); Pennock v. Dialogue, 27 U.S.
(2 Pet.) 1, 19, 23 (1829). Commentary—see Thomas G. Fessenden,
An Essay on the Law of Patents for New Inventions 186 (Boston, D.
Mallory & Co. 1810), available online.
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on the power to grant patent monopolies. See Dotan Oliar,
Making Sense of the Intellectual Property Clause: Promotion of Progress as a Limitation on Congress’s Intellectual Property Power, 94 Geo. L.J. 1771 (2006). Madison
and Pinckney, both proponents of a strong central government,12 proposed plenary patent powers with no such
limitation.13 See id. at 1789 tbl.1; id. at 1813–14. Other delegates, who tended to be more skeptical of central power,
amended the proposal to add the “promote the progress”
language (borrowed from other proposals of Madison and
Pinckney), thereby reducing the patent power to one constrained by an objective of promoting progress. See id. at
1814–16. The unique ends-means structure of the Patent
Clause thus embodies, in a way, the Framers’ vision for
limited federal government. See id. at 1816–18.
3. The opposing view of petitioner and its supporting amici, that patents are traditional common-law rights
rather than monopolies, lacks historical basis.
The Framers rejected any common law origin of
patent protection. See generally Walterscheid, Nature,
supra, at 201–38. Jefferson most starkly described “the
exclusive right to invention as given not of natural right,
but for the benefit of society.” Letter from Thomas Jefferson to Isaac McPherson (Aug. 13, 1813) [hereinafter Jefferson to McPherson], in 13 Jefferson Writings, supra, at
326, 335. Though Madison averred that copyrights were
12

Exemplary of their centralist views are James Madison, Vices
of the Political System of the United States (Apr. 1787), in 1 Madison Writings, supra, at 320, 321, and Charles Pinckney, Address at
the Constitutional Convention: Observations on the Federal Constitution (May 1787), in 1 Frank Moore, American Eloquence 362, 365
(N.Y., D. Appleton & Co. 1859), available online.
13
See 1 U.S. Dep’t of State, supra, at 131 (Convention journal, Aug.
18, 1781); 3 id. at 554–55 (Madison’s journal, same day).
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“a right of common law,” he declined to say the same of
patents, only suggesting that they “seem[ed] with equal
reason” to merit a parallel exclusivity, in view of the “public good.” The Federalist No. 43 (James Madison).
The idea of a common law property right in inventions
was so foreign that, in Wheaton v. Peters, it was not only
this Court that rejected any “right, at common law, to sell
the thing invented.” See 33 U.S. (8 Pet.) 591, 661 (1834).
Even the plaintiff’s counsel conceded: “There is at common law no property in them; there is not even a legal
right entitled to protection.” Id. at 600 (abstract of argument); see also Pennock v. Dialogue, 27 U.S. (2 Pet.) 1, 14–
15 (1829) (invention gives rise only to “inchoate right”);
Evans v. Jordan, 8 F. Cas. 872, 873 (C.C.D. Va. 1813) (No.
4,564) (Marshall, Circuit J.) (same).
Actions such as patent cancellation are thus not “the
stuff of the traditional actions at common law tried by the
courts at Westminster in 1789,” Stern v. Marshall, 564
U.S. 462, 484 (2011) (quoting N. Pipeline Constr. Co. v.
Marathon Pipe Line Co., 458 U.S. 50, 90 (1982) (Rehnquist, J., concurring in judgment)), because patents are
not the stuff of the common law. Instead, to the Framers,
patents were monopolies, upon which Congress was to
place conditions in service of the public good.
C.

Early Federal Patent Law Confirms
Congress’s Power to Limit the Patent
Grant

Under the Patent Clause, Congress has from the very
beginning limited the patent grant in furtherance of public policy. This confirms an original understanding of
Congress’s power to serve the public interest through
conditions on patents.
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The Patent Act of 1790 accommodated the Framers’
public interest concerns and fears of monopolies in several ways. It made the patent grant optional (“shall and
may be lawful” to issue), with the decision to issue a
patent delegated to a Patent Board of three high-ranking
executive officials, “if they shall deem the invention or discovery sufficiently useful and important.” Ch. 7, § 1, 1
Stat. 109, 110. “[T]he clear logic underlying the statute is
that of giving the board full discretionary power to weigh
public policies and decide whether the benefits offered
by a petitioner justified the grant of a patent.” Bracha,
supra, at 194.
The Board’s discretionary power is evident from
patent applicants’ arguments, largely devoted to the
“substantial social benefits” of their inventions. Id. at
196. It is also evident from the Board’s demands for detail on the workings of inventions, so as to assess their
usefulness and importance. See Edward C. Walterscheid,
To Promote the Progress of Science and Useful Arts 174
(1998). Jefferson, a member of the Board from 1790 to
1793, would later remark that his job was “drawing a line
between the things which are worth to the public the embarrassment of an exclusive patent, and those which are
not”—again confirming the public policy dimension of the
patent grant decision. Jefferson to McPherson, supra, at
335; see also Bracha, supra, at 194.
The patent revocation provisions of the 1790 Act further evinced Congress’s use of conditions on the patent
grant to protect the public. See § 5, 1 Stat. at 111. Drafts
of the provision observed a policy rationale, that wrongly
granted patents “may not only be prejudicial to individuals, but to the community.” Patents Bill, H.R. 41, First
Cong. § 4 (Feb. 16, 1790), reprinted in Appendix A infra
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p. 1a. Judge William Van Ness wrote that the provision
serves “to protect the public against frauds and impositions” resulting from invalid patents. McGaw v. Bryan,
16 F. Cas. 96, 97 (S.D.N.Y. 1821) (No. 8,793).14
“No one can deny that when the legislature are about
to vest an exclusive right in an author or an inventor,
they have the power to prescribe the conditions on which
that right shall be enjoyed.” Wheaton, 33 U.S. (8 Pet.) at
663–64. The 1790 Act confirms what historical precedents
foretold and what the Framers intended: that patents are
not mere private rewards but rather instruments for advancing public policies. Congress has power to circumscribe those instruments, and inter partes review is an
exercise of that power. Petitioners’ challenge to inter
partes review thus does not merely run headlong into established Article III doctrine; it collides with the very underpinnings of the Framers’ design.
II.

Inter Partes Review Is a Classic
Type of Administrative Scheme That
Congress May Devise Under Article I

Inter partes review is the latest exercise of Congress’s
power to condition the patent grant in service of the public interest. Specifically, Congress made a political choice
that administrative cancellation was the best remedy for
those patents that were issued contrary to the “progress
of science and useful arts.”
14

Van Ness was describing a later statute, but its revocation provision was substantially identical. He goes on to explain why United
States patent law is unrelated to English scire facias practice; this
argument is expected to be discussed in other briefs. See id. at 101;
Christopher Beauchamp, Repealing Patents 29 (Brooklyn Law Sch.
Legal Studies, Res. Paper No. 534, Sept. 2017), available online.
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A review of the nature and background of inter partes
review shows that the proceeding is the most quintessential sort of federal agency procedure that this Court has
approved under the Article III public rights doctrine.
Four observations are especially pertinent and discussed
below: Congress’s longstanding involvement in prescribing patent cancellation procedures, the complexity of the
modern patent system, the generalized public harm resulting from invalid patents, and the integral nature of
inter partes review to the larger patent scheme.
A.

Congress Has a Long History of Statutorily Adjusting Patent Cancellation
Procedures

Throughout history, Congress has adjusted the procedures for patent cancellation, confirming that cancellation
procedure is squarely within Congress’s Article I domain.
Early patent statutes reject the notion that patent
cancellation is a matter of private rights. Those statutes
limited court actions to repeal a patent to one year or
three years from issuance of the patent. 1790 Act § 5,
1 Stat. at 111; Patent Act of 1793, ch. 11, § 10, 1 Stat.
318, 323. Indeed, the Patent Act of 1836 cut off all private causes of action for patent cancellation entirely, as
this Court recognized on several occasions. Ch. 357, 5
Stat. 117; see United States v. Am. Bell Tel. Co., 128
U.S. 315, 372 (1888); Loom Co. v. Higgins, 105 U.S. 580,
589 (1882).15 Under the public rights doctrine “Congress
may set up the terms of adjudicating a suit when the suit
could not otherwise proceed at all,” Stern, 564 U.S. at
489 (describing Murray’s Lessee v. Hoboken Land & Im15

Courts could still declare patents void as part of an interference
proceeding between two patents. See 1836 Act § 16, 5 Stat. at 124.
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provement Co., 59 U.S. (18 How.) 272, 284 (1855)); these
statutes show that, absent congressional action, a patent
cancellation suit could not otherwise proceed at all.
The 1836 Act also created the Patent Office, an Article
I agency in which patents would be examined—and even
canceled. The statute authorized a proceeding called
“reissue,” where a patent owner could seek correction of
a defect in a patent by surrendering a patent to obtain a
new, corrected one. 1836 Act § 13, 5 Stat. at 122. Importantly, if the Patent Office found no allowable correction
to the patent, then no reissue patent would be granted,
and the original patent was “extinguished” and “cancelled
in law.” Peck v. Collins, 103 U.S. 660, 664 (1880).16
Again on the assumption that it could alter patent cancellation proceedings at will, Congress in the Patent Act
of 1870 changed the reissue procedure such that failure
resulted in return of the original patent rather than cancellation. Ch. 230, § 53, 16 Stat. 198, 205–06; see also
Peck, 103 U.S. at 665 (discussing in dicta possible effects
of new statute). It is in this context that McCormick
Harvesting Machine Co. v. Aultman held that courts had
the sole power to invalidate patents—because Congress
had legislated it so. See 169 U.S. 606, 609 (1898). Indeed, McCormick discussed Peck and recognized that
the changed result was the result of a changed statute,
not a constitutional tenet that would have rendered Peck
wrongly decided. See McCormick, 169 U.S. at 611.
The Patent Act of 1952 established the first explicit
administrative procedure for patent cancellation. Within
interference proceedings, in the course of determining se16

Reissue under the 1836 Act differs from inter partes review today in many respects. But it shows that, from the very time the
Patent Office was created in statute, it held a power to cancel patents.
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niority between two patents, “a final judgment adverse to
a patentee . . . shall constitute cancellation of the claims
involved from the patent.” See ch. 950, § 135, 66 Stat. 792,
802. The House Report acknowledged that an administrative proceeding to cancel patents was “new,” but nevertheless describes the change as a “minor revision in the
interference section.” Revision of Title 35, United States
Code, H.R. Rep. No. 82-1923, at 7 (1952).
Since 1952, Congress has enacted many forms of administrative patent cancellation: third party–requested
ex parte reexamination, 35 U.S.C. § 302, Office-initiated
reexamination, § 303(a), and inter partes reexamination,
§ 311 (2011) (repealed 2012). The America Invents Act
added review of certain business method patents, Pub.
L. No. 112-29, sec. 18, 125 Stat. 284 (2011), post-grant review, 35 U.S.C. § 321, and inter partes review at issue
here, § 311 (2016). These post-grant avenues for reviewing patents are now longstanding fixtures of the patent
landscape Congress constructed.17
The consistent theme across these two centuries,
from the 1790 Act to now, is that Congress has firmly held
the reins in directing patent cancellation procedure, and
iterated on various ways to do so over time. Congress
17

Patent applicants are not caught unawares by the possibility of
post-grant revocation. Every patent under Title 35 is granted “subject to the provisions of this title,” § 261, which have included at least
some form of post-grant challenge proceeding since ex parte reexamination went into effect in 1981. See Bayh–Dole Act, Pub. L. No. 96517, sec. 8(b), 94 Stat. 3015, 3027 (1980). Theoretically some pre-1981
patents could be in force now or even issue in the future, but the number is vanishingly small: The Patent Office reports that there are exactly five such applications still pending, at least some of which are
likely defective for prosecution laches. See Innovation Act: Hearing
Before the H. Comm. on the Judiciary, 113th Cong. 233–34, 243–44
(2013) (Letter of Teresa Stanek Rea).
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found it unsurprising to give the Patent Office authority
to cancel patents; the real surprise would be to learn that
this authority is unconstitutional.
B.

Administration of Patent Law Is a
Complex Problem, Given Modern
Invention Practices

When Congress legislates on patent cancellation procedures, it does not do so against a simple backdrop of
common law; rather, it legislates in the face of a complex, dynamically changing ecosystem of patents and innovation. A review of the modern patent system reveals
the specialized and complex nature of that system—and
the consequent similarity of patent procedures like inter
partes review to other technical agency proceedings.
Today, patents are sought at a remarkable rate. The
Patent Office has received over 600,000 patent applications per year, every year since 2013. See U.S. Patent &
Trademark Office, Performance and Accountability Report 179 tbl.2 (2016), available online. The speed of innovation accounts in large part for this, but changes in
patent practices have also accelerated the filing rates.
For example, inventions today are covered often not
with one patent but with dozens or thousands, due to the
complexity of technology and legal strategies of creating “patent thickets.” See Stu Woolman et al., Evidence
of Patent Thickets in Complex Biopharmaceutical Technologies, 53 IDEA 1, 7 (2013). The biologic drug Humira
reportedly is protected by more than 70 patents—even
though the lead composition-of-matter patent already has
expired. See Andrew Pollack, Makers of Humira and
Embrel Using Patents to Delay Generic Versions, N.Y.
Times, Jan. 16, 2017, at B1, available online.
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Furthermore, one application can be refiled to obtain
multiple “continuation” patents using a procedure introduced in 1952. See 35 U.S.C. § 120. This accounts for 28%
of the volume of applications before the Patent Office. See
Cecil D. Quillen, Jr. & Ogden H. Webster, Continuing
Patent Applications and Performance of the U.S. Patent
and Trademark Office, 11 Fed. Cir. B.J. 1, 7–8 (2001).
For each of these 600,000 patent applications, a patent
examiner must (among other tasks) determine whether
the described invention is new under 35 U.S.C. § 102 and
nonobvious under § 103. To do so, the examiner must
learn the workings of the invention under application,
search the universe of technical knowledge, reason scientifically about the similarities between the application
and the prior art, and deliberate on the legal fiction of
the “person having ordinary skill in the art.” § 103; see
Graham, 383 U.S. at 17–18.
To perform all the scientific and legal analysis they
must do, examiners receive only about 17 to 31 hours per
application—a time frame so tight that the government
estimates that “about 70 percent of examiners have less
time than needed to complete a thorough examination.”
U.S. Gov’t Accountability Office, GAO-16-490, Patent Office Should Define Quality, Reassess Incentives, and Improve Clarity 10, 25–26 (June 2016). They are also limited in the technical literature they may search, for legal, practical, and cost reasons. See Beth Simone Noveck,
“Peer to Patent”: Collective Intelligence, Open Review,
and Patent Reform, 20 Harv. J.L. & Tech. 123, 135 (2006).
High turnover rates18 mean the examining corps does
18

This is largely because “the private sector offers substantially
higher salaries” than the Patent Office. Fed. Trade Comm’n, To Promote Innovation ch. 6, at 19 (2003), available online.
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not maintain experience: Most examiners have a technical degree but not beyond a bachelor’s, and many examiners leave the Office within five years. See U.S. Gov’t
Accountability Office, GAO-16-479, Patent Office Should
Strengthen Search Capabilities and Better Monitor Examiners’ Work 28–29 (June 2016). The Patent Office itself
is under constant pressure from the patent owner community to issue patents more quickly and more easily.19
Patent examiners do a remarkable job under the circumstances,20 but those circumstances are challenging.
This Court has approved Article I adjudication in the
context of “administering a complex regulatory scheme.”
Thomas v. Union Carbide Agric. Prods. Co., 473 U.S. 568,
589 (1985); see Atlas Roofing Co. v. Occupational Safety
& Health Review Comm’n, 430 U.S. 442, 455 (1977); Stern,
564 U.S. at 490. Patents are exactly that sort of complex
regulatory scheme, because the nature of innovation today renders the matter of issuing correct patents a problem of extraordinary difficulty—and a problem best left
to the judgment of the political branches.
C.

Like Many Agency Proceedings, Patent
Cancellation Targets a Generalized
Public Harm

Mistakenly granted patents impose substantial harm
upon the entire American public. Inter partes review is
targeted to relieve that public harm, confirming that the
proceeding is within Congress’s constitutional power to
19

A patent stakeholder survey in 2008 identified reduction of application pendency as one of the top five recommendations. Patent Pub.
Advisory Comm., Annual Report 28 (2009).
20
Counsel of record prosecuted patents for several years, and had
many positive experiences working with examiners.
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limit the patent grant in service of the public, and indicating the public-right nature of the proceeding.
1. The conditions for patentability in §§ 102 and 103
“seek to assure that ideas in the public domain remain
there for the use of the public.” Aronson v. Quick Point
Pencil Co., 440 U.S. 257, 262 (1979). A patent wrongly
granted, then, prevents “the use of ideas which are in reality a part of the public domain.” Lear, Inc. v. Adkins,
395 U.S. 653, 670 (1969). As a result, the public is “restrained” by the mistaken patent from “freedom, or liberty that they had before.” 3 Coke, supra, at 181. Such a
patent is the very definition of an odious monopoly.
That monopoly injures everyone, in the form of increased consumer costs, decreased consumer choice, and
loss of future innovations. Furthermore, “the existence
of bad patents calls into question the legitimacy of all
patents.” Megan M. La Belle, Patent Law as Public Law,
20 Geo. Mason L. Rev. 41, 55–56 (2012). Two examples
among many illustrate these harms.
Pharmaceutical patents granted on known drugs injure not just the public pocketbook but also public health.
Generic drugs reportedly reduce the annual cost of treatment by about $46 per person under age 65 and $78 for
those over; “broad generic substitution of outpatient prescription drugs could save approximately $8.8 billion . . .
in the United States each year.” Jennifer S. Haas, Potential Savings from Substituting Generic Drugs for BrandName Drugs, 142 Annals Internal Med. 891, 894 (2005).
An invalid patent that blocks generic entry thus denies
the public those benefits for no good reason.
A study on HIV treatments identified two drugs for
which the patents on the compounds were expired but
for which generics were unavailable due to “secondary
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patenting” of minor variations and methods of manufacturing and treatment. Tahir Amin & Aaron S. Kesselheim, Secondary Patenting of Branded Pharmaceuticals,
31 Health Aff. 2286, 2288–89 (2012). The researchers
found 108 secondary patents that could potentially delay
generic entry by 12 years after the expiration of the basecompound patents; they also found in the patents “signs
of quality concerns” that “may serve as a basis for challenging their validity.” Id. at 2290–91. This is no outlier: A Federal Trade Commission study found that drug
patents were invalidated at least 28% of the time in litigation. Fed. Trade Comm’n, Generic Drug Entry Prior to
Patent Expiration 20 (July 2002).
Another example of public harm from invalid patents
comes from a firm, MPHJ, who held a patent on obvious
methods of using document scanners. See In re MPHJ
Tech. Invs., LLC, 159 F.T.C. 1004, 1006 (Mar. 13, 2015).
This patent on everyday technology enabled MPHJ to
scam large swaths of the public. The firm reportedly sent
over 16,000 letters to small businesses, demanding payment of $1,000 or $1,200 per employee. See id. at 1010–11.
Broad public nuisance was possible only because MPHJ’s
patent purported to take away a right to use technology
in the public domain.
2. Inter partes review accrues benefits to the entire
public, by undoing the damage caused by patents granted
in contravention of the public’s rights to use known ideas.
Since all members of the public are harmed when an improper patent is granted, invalidation of that improper
patent “is the creation of a public good enjoyed by society
as a whole.” La Belle, supra, at 61.21 The case of MPHJ
21

The public-good nature of patent cancellation renders it distinguishable from patent infringement actions, in ways relevant to the
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exemplifies this: Its invalid patents and associated scam
were finally put to rest through a successful inter partes
review challenge. See MPHJ Tech. Invs., LLC v. Ricoh
Americas Corp., 847 F.3d 1363 (Fed. Cir. 2017).
Cancellation of wrongly granted patents is at the
heart of the public interest because “the public interest
in granting patent monopolies exists only to the extent
that the public is given a novel and useful invention in consideration for its grant.” Fed. Trade Comm’n v. Actavis,
Inc., 133 S. Ct. 2223, 2232 (2013) (quoting United States v.
Singer Mfg. Co., 374 U.S. 174, 199 (1963) (White, J., concurring)) (internal quotations omitted). Cancellation proceedings like inter partes review do not merely resolve
a private dispute between two litigants—they vindicate
the rights of the public.
D.

Inter Partes Review Is Integral
and Important to the Modern Patent
Regulatory Scheme

Inter partes review does not conflict with Article III
because it “serves a public purpose as an integral part
of a program safeguarding the public,” specifically from
the substantial harms of wrongly granted patents noted
above. Union Carbide, 473 U.S. at 589. It safeguards
the public and the public domain for at least three reasons: First, it provides a backstop to the problems with
pre-grant patent examination; second, it assigns scientific
and technological determinations to expert adjudicators
with advanced technical training; and third, it provides
public rights doctrine. See generally id. at 52–54. In particular, cancellation proceedings are effectively “complaints about government
conduct.” Id. at 43; cf. Stern, 564 U.S. at 489 (public right is one “arising between the Government and persons subject to its authority”).
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an avenue for members of the public to challenge patents
affecting them without needing to take the risk of infringing first.
Although the facts below tend to show that inter
partes review is a preferable solution to the complex problem of invalid patents, the larger point is that finding the
best solution is a fact-intensive inquiry. Congress is best
suited “to judge the comparative force of these policy arguments,” and that body’s choice to use “inter partes proceedings” to “account for concerns about ‘bad’ patents”
should not be second-guessed. Microsoft Corp. v. i4i Ltd.
P’ship, 564 U.S. 91, 113 (2011).
1. Given the difficulty of accurate patent examination discussed above, inter partes review is an effective
and efficient mechanism for avoiding the harms of erroneous patents. Broadly, Congress can choose between
two options for reducing problematic patents: stronger
pre-grant examination and post-grant revocation.
Post-grant revocation is an advantageous choice. Pregrant examination suffers from numerous accuracy problems, as noted above, which cannot easily be solved. See
Section II.B supra p. 23. Furthermore, bolstering examination can be economically wasteful, because most
patents are never enforced, and no value is gained from
any additional resources that are put to examining those
patents. See Mark A. Lemley, Rational Ignorance at the
Patent Office, 95 Nw. U. L. Rev. 1495, 1500–08 (2001).
Post-grant proceedings like inter partes review, by
contrast, encourage challenges to the “more ‘valuable’ or
technologically important patents,” as empirical research
shows. Stuart J.H. Graham et al., Patent Quality Control:
A Comparison of U.S. Patent Re-examinations and European Patent Oppositions, in Patents in the Knowledge-
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Based Economy 74, 114 (Wesley M. Cohen & Stephen
A. Merrill eds., 2003), available online. When a patent
becomes of especial concern (say, by being enforced or
asserted in cease-and-desist letters), interested private
parties can invest targeted resources to find, for example, technical articles or other teachings that would have
prevented the patent from ever issuing in the first place,
but for the resource constraints on the Patent Office.
See Arti K. Rai, Allocating Power over Fact-Finding
in the Patent System, 19 Berkeley Tech. L.J. 907, 918
(2004).
This is not to say that the Patent Office should forgo efforts to improve its pre-grant examination, of course; the
point is simply that inter partes review is a very reasonable choice by Congress to address the complex problem
of administering a patent system.
2. Inter partes review also serves a public purpose
in the patent scheme by having matters of science and
technology decided by experts in science and technology.
Patent validity turns on comparing the described and
claimed invention to other patents, publications, scientific
articles, and teachings, to assess whether the invention is
identical to those prior-art teachings or is sufficiently similar so as to be obvious. See 35 U.S.C. §§ 102–103. This is
a scientifically and technologically intensive inquiry, one
that demands specialized knowledge.
The administrative judges who preside over inter
partes review are statutorily required to be “persons of
competent legal knowledge and scientific ability.” § 6(a).
This Court has found no constitutional defect in “committing some new types of litigation to administrative
agencies with special competence in the relevant field.”
Atlas Roofing, 430 U.S. at 455. In adjudication of patents,
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the quintessential government activity demanding special competence, there is no constitutional defect in assigning that task to experts.
3. Inter partes review also fills an important gap in
the patent system because it is the sole avenue by which
the general public can challenge a patent.
Pre-grant patent examination is conducted ex parte.
Interested members of the public generally cannot help
the Patent Office find relevant prior art or explain defects
in a pending patent application, as “no protest or other
form of pre-issuance opposition” is permitted. 35 U.S.C.
§ 122(c).22 Even if the most useful information relevant to
an application is easily accessible to third parties such as
competitors or scientists, patent prosecution still largely
involves only applicants and examiners, neither of whom
have a strong incentive to represent the public interest
in avoiding mistaken patent grants.
In contrast, inter partes review allows any interested
member of the public to request reconsideration of a
patent. § 311(a). If the Patent Office agrees that there is
a “reasonable likelihood” that the petitioner will be able
to show that at least one claim of the patent should not
have issued, § 314(a), the petitioner can participate in the
proceedings and oppose any arguments the patent owner
may make to the contrary, § 316(a)(10), (13). Inter partes
review, in contrast to pre-grant ex parte examination, enables the sort of adversarial discovery and discourse that
is the paradigm for accuracy, fairness, and justice.
22

A member of the public may protest an application with the applicant’s consent, or file a “preissuance submission” of prior art within a
limited time. See id. § 122(c), (e). Both procedures are considered to
be “of little practical use.” Lisa Larrimore Ouellette, Pierson, Peer
Review, and Patent Law, 69 Vand. L. Rev. 1825, 1841 (2016).
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A helpful perspective on the views expressed in this
brief is found in United States v. Duell, 172 U.S. 576
(1899). Recognizing the types of rights identified in
Murray’s Lessee, this Court held matters of patent law to
be public rights. Duell, 172 U.S. at 589. It held so because
Congress had the power to “promote the progress of science and useful arts,” and thus “to make all laws which
shall be necessary and proper for carrying that expressed
power into execution.” Id. at 583; cf. Section I supra p. 6.
The Court further noted of the patent system that “two
interests are involved, that of the public . . . and that of
the patentee”; and that review of patents “requires the
intelligent judgment of a trained body of skilled officials.”
Duell, 172 U.S. at 586 (quoting Butterworth v. United
States ex rel. Hoe, 112 U.S. 50, 59 (1884)); cf. Section II.C
supra p. 25; Section II.D supra p. 28.
The broad policy concerns noted in Duell and this
brief are important here, because this case is not just
about an idiosyncratic agency proceeding. It is about the
very character of patent law—whether it shall remain
as it was born and as the Framers intended, an instrument for Congress to use to promote the public good; or
whether it shall become a matter of private right and
private entitlement, where patent owners may exert, in
Blackstone’s words, “sole and despotic dominion” over
ideas that in fact should belong to the public. For two
hundred and twenty-nine years, the United States patent
system has kept to the path of the public interest. That
should not change today.

CONCLUSION
For the foregoing reasons, the decision of the Court of
Appeals should be affirmed.
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APPENDIX A
Patents Bill, H.R. 41, February 16, 1790
This excerpt is taken from the bill as published in 6
Documentary History of the First Federal Congress of
the United States of America 1626–32 (Charlene Bangs
Bickford & Helen E. Veit eds., 1986). It is reprinted here
to improve public access, as this is the sole historical primary source cited in this brief that is not readily available
online.
*

*

*

Sec. 4. . . .
And whereas, Notwithstanding the precautions in
this act contained, patents or grants of the sole and exclusive right and privilege of making, constructing, using, employing, and vending to others, divers inventions
or discoveries, may be obtained surreptitiously, or upon
false suggestions, which may not only be prejudicial to individuals, but to the community: Be it therefore further
enacted, That upon oath or affirmation made before the
judge of the said district court, that any patent, which
shall be issued in pursuance of this act, was obtained
surreptitiously by, or upon false suggestion, and motion
made to the said court, within one year after issuing the
said patent, but not afterwards, it shall and may be lawful
to, and for the judge of the said district court, if the matter alledged shall appear to him to be sufficient, to grant
a rule that the patentee or patentees, his, her, or their executors, administrators or assigns shew cause, why process should not issue against him, her, or them, to repeal
such patents; and if sufficient cause shall not be shewn to
the contrary, the rule shall be made absolute; and thereupon shall issue and be awarded and issued against the
1a

2a
said patentee or patentees, his, her, or their executors, administrators, or assigns, process in the name of him, her,
or them, who shall complain thereof, and upon such writ,
the proceedings, and judgment shall be such as to repeal
the patents; and if the party at whose complaint the process issued, shall have judgment given against him, he
shall pay all such costs as the defendant shall be put to
in defending the suit, to be taxed by the court, and recovered in such manner as costs expended by defendants
shall be recovered in due course of law.
*

*

*
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OPINIONS AND ORDERS BELOW
The order denying panel rehearing and rehearing en
banc (Pet. App. 37-38) is unreported. The panel order
disposing of the case without opinion (Pet. App. 1-2) is
not published in the Federal Reporter but is reprinted
at 639 F. App’x 639 (Fed. Cir. May 4, 2016). The opinion and order of the Patent Trial and Appeal Board
(“PTAB”) (Pet. App. 3-36) is not published in the United
States Patents Quarterly but is available at 2015
WL 2089371 (PTAB May 1, 2015).
STATEMENT OF JURISDICTION
The court of appeals entered its order denying
en banc rehearing on July 26, 2016. The jurisdiction
of this Court is invoked under 28 U.S.C. § 1254(1).
CONSTITUTIONAL AND
STATUTORY PROVISIONS INVOLVED
Article I, Section 8, Clause 8 of the United States
Constitution provides:
Congress shall have the power * * * [t]o
promote the Progress of Science and useful
Arts, by securing for limited Times to Authors
and Inventors the exclusive Right to their
respective Writings and Discoveries.
Article III, Section 1 of the United States
Constitution provides:
The judicial Power of the United States,
shall be vested in one Supreme Court, and in
such inferior Courts as the Congress may
from time to time ordain and establish. The
Judges, both of the supreme and inferior
Courts, shall hold their Offices during good
Behaviour, and shall, at stated Times, receive
for their Services, a Compensation, which
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shall not be diminished during their Continuance in Office.
The Seventh Amendment to the United States
Constitution provides:
In Suits at common law, where the value in
controversy shall exceed twenty dollars, the
right of trial by jury shall be preserved, and
no fact tried by a jury, shall be otherwise
reexamined in any Court of the United
States, than according to the rules of the
common law.
————————————•————————————
STATEMENT
In passing the Leahy-Smith America Invents Act,
Pub. L. No. 112-29, 125 Stat. 284, 35 U.S.C. § 1
et seq. (2011) (“AIA”), Congress provided for inter
partes review (“IPR”), an administrative mechanism
intended to “protect the public’s ‘paramount interest
in seeing that patent monopolies . . . are kept within
their legitimate scope.’” Cuozzo Speed Techs., LLC v.
Lee, 136 S. Ct. 2131, 2144 (2016) (quoting Precision
Instrument Mfg. Co. v. Auto. Maint. Mach. Co., 324
U.S. 806, 816 (1945)). Like its antecedents, IPR is a
“specialized agency proceeding” according the United
States Patent and Trademark Office (“PTO”) a “second
look” at its own initial patentability decision. 136 S.
Ct. at 2143-44.
Patent rights derive exclusively from federal statute, and Congress has given the PTO the sole authority to issue patents. The PTO examines patent applications and issues a patent if the statutory criteria for
patentability are satisfied. IPR permits the PTO to
perform limited post-issuance error-correction; that is,
to determine whether the claims in a patent should
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have issued in the first place. The PTO has long been
empowered by Congress to review, post-issuance, its
own initial patentability determinations, and such
post-issuance error-correction forms an integral part
of the patent regulatory scheme.
IPR allows a third party, like Greene’s, to ask the
PTO to reexamine its initial patentability decision and
to cancel any challenged claims found unpatentable in
light of prior art. 35 U.S.C. § 311(a). The “prior art”
is the collective body of preexisting information in the
categories listed in 35 U.S.C. § 102 (2000) (pre-AIA),
and includes patents or printed publications that published more than one year before the U.S. patent application was filed. See, e.g., 35 U.S.C. § 102(b) (2000).
Prior art is generally considered information in the
public domain. The AIA modified what constitutes
prior art, but those changes do not impact this case.
IPR has two principal phases. In the pre-institution
phase, a petition requesting IPR is filed, detailing the
challenged claim, the grounds for the challenge, and
the evidentiary support for the challenge. 35 U.S.C.
§ 312(a)(3). A patent holder has the option to file a
preliminary response. § 313. The PTO, as gatekeeper,
must determine whether to institute an IPR based
on whether a petitioner has shown a reasonable
likelihood it would prevail as to at least one of the
claims in the petition. § 314(a).
In the post-institution phase, the PTO examines
the patentability of challenged claims, applying the
broadest reasonable construction. The PTO applies
this same standard during prosecution of patent
applications prior to issuance. Cuozzo, 136 S. Ct. at
2143. The post-institution process leads to a final
written decision on the patentability of the instituted
claims. See §§ 316, 318.
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This case involves an IPR of U.S. Patent No.
6,179,053 (“the ’053 patent”), which names L. Murray
Dallas (“Mr. Dallas”) as sole inventor. J.A. 1. The ’053
patent discloses a well tool described as being used to
protect wellhead equipment during fracking, i.e.,
“stimulation to enhance hydrocarbon flow and make or
keep [oil and gas wells] economically viable.” J.A. 11.
The original patent application leading to the ’053
patent was filed in the PTO on August 12, 1999. Based
on the prior art that the PTO examiner evaluated at
the time, the claims were found patentable and the
PTO issued the ’053 patent on January 30, 2001.
Mr. Dallas is also identified as sole inventor in a
Canadian published patent application, No. 2,195,118
(“Dallas ’118”). The Canadian patent office published
that application on July 14, 1998. J.A. 18. Like the
’053 patent, Dallas ’118 discloses a well tool for protecting wellhead equipment during fracking operations. Because Dallas ’118 published more than one
year before the ’053 patent application was filed,
Dallas ’118 is prior art to the ’053 patent under 35
U.S.C. § 102(b) (2000) (pre-AIA). Pet. App. 20 n.5.
However, Dallas ’118 was never cited to the PTO
during the original examination of the ’053 patent.1
J.A. 1. Nor did the PTO independently locate Dallas
’118 during the original examination. In short, the
PTO did not evaluate the patentability of claims 1 and
22 over Dallas ’118 before issuing the ’053 patent. See
J.A. 1 (face of ’053 patent does not list Dallas ’118).
As Greene’s IPR of the ’053 patent ultimately
1

“Each individual associated with the filing and prosecution of
a patent application has * * * a duty to disclose to the Office all
information known to that individual to be material to
patentability.” 37 C.F.R. § 1.56(a) (2000).
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demonstrated, had the PTO evaluated Dallas ’118
during the original examination, patent claims 1 and
22 would have never issued.
On December 3, 2013, Greene’s petitioned for IPR,
requesting that the PTO institute an IPR proceeding
and find claims 1 and 22 of the ’053 patent unpatentable (the “IPR Petition”). Greene’s request was simple:
the PTO should conduct a specialized agency proceeding to take a second look at its initial patentability
determination because prior art demonstrated that its
earlier grant of two claims in the ’053 patent was in
error. Pet. App. 4. Greene’s IPR Petition explained
why Dallas ’118 anticipated (i.e., rendered not novel)
claims 1 and 22 of the ’053 patent.2 Pet. App. 4.
Greene’s IPR Petition targeted only two claims in the
’053 patent, making no request as to the remaining
25 claims.
The Petitioner (Oil States Energy Services) filed
a patent owner preliminary response, arguing that
the IPR proceeding should not be instituted. Patent
Owner Preliminary Response [IPR2014-00216, Doc. 8]
available at https://goo.gl/k6WrSB. However, the PTO
disagreed. In performing its gatekeeping function,
the PTO found that Greene’s established a reasonable
likelihood that claims 1 and 22 of the ’053 patent were
unpatentable as anticipated by Dallas ’118, and instituted the IPR. C.A. App. 36-56.
Following institution, Petitioner actively participated in the IPR proceeding, filing a patent owner

2

The Dallas ’053 patent refers to U.S. Patent No. 5,819,851
(“the ’851 patent”), which has the same basic disclosure as Dallas
’118. However, under section 102, the ’851 patent is not prior art
to the ’053 patent. Pet. App. 20 n.5.
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response (arguing claims 1 and 22 remained patentable), several supporting declarations, and an optional
“motion to amend,” seeking to substitute claims 1 and
22 of the ’053 patent with new claims 28 and 29. Pet.
App. 4. Greene’s opposed Petitioner’s motion to amend
because, inter alia, the proposed amended claims were
also not patentable over the prior art. Pet. App. 34-36.
While both parties submitted declarations to
support their positions, and took depositions of certain
declarants, neither party served any document requests,
interrogatories, or requests for admissions; deposed
non-declarants; or subpoenaed third parties. The PTO
did not conduct a claim construction hearing, summary judgment proceeding, or pre-trial proceeding.
The PTAB held a short hearing where counsel
presented argument but no live testimony. Rec. of
Oral Hrg. 3 [IPR2014-00216, Doc. 52] available at
https://goo.gl/ozwp7f. Thereafter, the PTAB rejected
Petitioner’s claim construction position, and issued a
final written decision holding claims 1 and 22 of the
’053 patent unpatentable as anticipated by Dallas
’118. Pet. App. 29. The PTAB explained in detail why
Dallas ’118 rendered claims 1 and 22 of the ’053 patent
unpatentable, i.e., why they should have never issued
in the first place. Pet. App. 20-29.
Rather than seek reconsideration by the PTAB,
as permitted under 37 C.F.R. § 42.71(d), Petitioner
appealed to the Court of Appeals for the Federal Circuit (“Federal Circuit”). In that appeal, Petitioner
fully presented its claim construction and patentability positions. Pet. C.A. Br.
The Federal Circuit reviewed de novo the claim construction determination and affirmed the PTAB’s final
written decision. Pet. App. 1-2. Petitioner sought
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panel rehearing, or en banc rehearing, which the
Federal Circuit denied. Pet. App. 37-38. Petitioner
then petitioned the Court for certiorari.
————————————•————————————
SUMMARY OF ARGUMENT
Congress has plenary power under the Constitution
to provide for patent monopolies of proper scope to
“promote the Progress of Science and useful Arts.”
U.S. Const. Art. I, § 8, cl. 8. Exercising this power,
Congress has created by statute the patent right, and
defined the nature, scope and limits of that right.
Deepsouth Packing Co., Inc. v. Laitram Corp., 406 U.S.
518 (1972). U.S. patent rights thus derive not from the
common law, but exclusively from statutes enacted to
advance a paramount public purpose. Motion Picture
Patents Co. v. Universal Film Mfg. Co., 243 U.S. 502
(1917); Gayler v. Wilder, 51 U.S. (10 How.) 477, 494
(1850). Moreover, patent rights are expressly granted
“subject to” the power of Congress to define such
rights. 35 U.S.C. § 261; eBay, Inc. v. Mercexchange,
LLC, 547 U.S. 388, 392 (2006). The nature of
U.S. patent rights, which Petitioner ignores out of
necessity, is at the core of the constitutional question
before the Court.
Congress has also adopted a comprehensive regulatory scheme for issuing patents. Congress created the
PTO, a highly specialized administrative agency,
granting it the exclusive authority to issue patents. As
to patents, the PTO has one predominant objective: to
issue valid patents. In furtherance of that objective,
the PTO examines patent applications and is
authorized to issue a patent only if the specific
statutory criteria for patentability are satisfied. Of
course, where the standards for patentability are not
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met, a patent should not issue, and any patent issued
in error cannot possibly create a legitimate property
right in the holder.
The PTO, while proficient and diligent in advancing
its core mission, is not perfect. Errors are made in the
course of original examination and issuance of a
substantial number of patents.3 Indeed, this case
presents one such error. During the initial examination process, the PTO was unaware of prior art
which rendered claims 1 and 22 of the ’053 patent
unpatentable. The less-than-fully informed PTO
nonetheless granted the patent, and bestowed upon
the recipient a federal monopoly cloaked in the
presumption of validity.
To address this problem, and to ensure patent
monopolies are “kept within their legitimate scope,”
Congress long ago authorized the PTO to engage in
limited, post-issuance error-correction. Cuozzo Speed
Techs., LLC v. Lee, 136 S. Ct. 2131, 2144 (2016). IPR
is one such error-correction mechanism, allowing the
specialized agency empowered to make the initial
patentability determination a “second look” at its own
decision. Id. at 2143-44. Thus IPR is an integral part
of Congress’s regulatory framework for maintaining
the proper scope of patent monopolies.
Petitioner asserts that the post-issuance patentability determinations made in an IPR are the exclusive
province of Article III courts. But this assertion ignores
fully that “the primary responsibility for sifting out
3

From 2012 to 2015 (the last full year of available statistics),
the PTO received 2,282,639 applications for invention patents,
and issued 1,130,075 such patents. U.S. Patent & Trademark
Office, Table of Annual U.S. Patent Activity Since 1790, at 1 (Mar.
17, 2016) available at https://goo.gl/wUnZXm.
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unpatentable material lies in the [PTO]. To await
litigation is—for all practical purposes—to debilitate
the patent system.” Graham v. John Deere Co.,
383 U.S. 1, 18 (1966). Fortunately however, neither
Article III nor the Seventh Amendment compel
Petitioner’s untoward result.
Article III “does not confer on litigants an absolute
right to the plenary consideration of every nature of
claim by an Article III court.” Commodities Futures
Trading Comm’n v. Schor, 478 U.S. 833, 848 (1986).
Indeed, the limited patentability questions presented
in an IPR include nothing that “inherently or necessarily requir[e] judicial determination.” Ex parte
Bakelite Corp., 279 U.S. 438, 453 (1929). Where, as
here, “the claim at issue derives from a federal regulatory scheme, or * * * resolution of the claim by an
expert Government agency is deemed essential to a
limited regulatory objective,” the Court has applied
the “public rights” doctrine, determining that Congress may in such circumstances assign adjudication
to a non-Article III forum. Stern v. Marshall, 564
U.S. 462, 490 (2011). In applying this doctrine, “what
makes a right ‘public’ rather than private is that the
right is integrally related to particular Federal Government action.” Id. at 490-91.
Accordingly, patent rights are public rights, that is,
derived from a “federal regulatory scheme” and
“integrally related to particular Federal Government
action.” Stern, 564 U.S. at 490-91. See also Mercoid
Corp. v. Mid-Continent Inv. Co., 320 U.S. 661, 665
(1944) (patent a “grant of a special privilege”); cf. Teva
Pharm. USA, Inc. v. Sandoz, Inc., 135 S. Ct. 831,
848 n.2 (2015) (Thomas, J., dissenting) (describing
invention patents as “‘privileges’ or ‘franchises’ ‘which
public authorities ha[ve] created purely for reasons of
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public policy and which ha[ve] no counterpart in the
Lockean state of nature’”) (citation omitted). IPR is
an administrative mechanism designed for “improving
patent quality and providing a more efficient system
for challenging patents that should not have issued.”
H.R. Rep. No. 112-98, at 39-40 (2011). The reexamination of patentability determinations to correct errors
made in the initial assessment is “closely intertwined
with [the] federal regulatory program Congress has
power to enact.” Granfinanciera, S.A. v. Nordberg,
492 U.S. 33, 55 (1989).
The patentability determinations made in an IPR
bear no resemblance to the claims this Court addressed
in Stern, Granfinanciera, and Northern Pipeline
Constr. Co. v. Marathon Pipe Line Co., 458 U.S. 50, 83
(1982). Unlike those claims, which Congress had “nothing to do with,” Stern, 564 U.S. at 493, Congress has
everything to do with IPR. Patent rights are created
solely by Congress, the power to determine patentability and issue patents is given by Congress to the PTO,
and the federal statutes provide the exclusive criteria
for patentability. According the PTO the limited
ability to review its own patentability determination
hardly constitutes the adjudication of a “[w]holly private” dispute. Granfinanciera, 492 U.S. at 51.
Moreover, despite Petitioner’s arguments to the
contrary, IPR differs fundamentally from litigation.
Indeed, the Court in Cuozzo noted IPR has a different
“purpose” and is not like litigation, but rather “more
like a specialized agency proceeding.” 136 S. Ct. at
2143. In an IPR, there is no adjudication of liability as
between private parties, nor any award of damages.
The PTO simply determines whether it made a mistake when issuing the challenged patent claims. The
issue has not been “removed” from federal court as
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Petitioner suggests (Pet. Br. 14); Congress has simply
determined certain patentability questions need not
arrive there in the first place.
Petitioner’s reliance on Nineteenth Century precedent is unavailing. All the cited cases were decided
based on the patent statutes as they existed at the
time and not on Article III or the Seventh Amendment.
See, e.g., McCormick Harvesting Mach. Co. v.
Aultman, 169 U.S. 606 (1898).
English tradition is equally unavailing. First, the
historical record is less than clear. Moreover, to the
extent there is any clarity, it favors the constitutionality of IPR. But in all events, the Court should decline
Petitioner’s invitation to disregard constitutionally
established congressional primacy over U.S. patents
based on a hazy historical record.
In sum, Article III does not preclude Congress from
authorizing the PTO to correct its own errors through
a limited, post-issuance administrative proceeding.
The Seventh Amendment likewise presents no
impediment to IPR. Where Congress may appropriately assign the limited, post-issuance patentability
questions presented in an IPR to a non-Article III
forum, the Seventh Amendment “poses no independent bar.” Granfinanciera, 492 U.S. at 53-54. Moreover,
even if the Court considers the Seventh Amendment
analysis, an IPR is not a suit at common law, does not
adjudicate a “legal claim,” and entails no possible
award of damages.
The patentability questions
presented in an IPR have no English common-law
analogues and any “relief” granted is purely equitable
in nature and serves the general public.
————————————•————————————
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ARGUMENT
I. PATENT RIGHTS EMANATE SOLELY
FROM FEDERAL STATUTE.
The nature of the right at issue is central to the
Court’s determination of the question presented. Congress has plenary authority to create and regulate
patents, and U.S. patents have always emanated
solely from federal statute. Petitioner’s assertion that
patents are “common law, private property,” (Pet. Br.
3), is incorrect. Patent rights are created solely by
Congress to promote a paramount public purpose.
Congress alone defines the parameters of the patent
rights bestowed on an inventor, and establishes both
substantive and procedural limits on the access to and
exercise of those rights. Petitioner’s argument contravenes the origin, purpose, nature, and limits of patent
rights. Petitioner asks the Court to deprive Congress
of the power to create an administrative mechanism
designed to promote the core purpose of the patent
laws, namely, to ensure only valid patent claims are
granted the statutory monopoly.
A. Congress Has Plenary Power to Promote Useful Arts.
The Constitution delegates to Congress the sole,
discretionary, and permissive power to secure exclusive rights to inventors. U.S. Const. Art. I, § 8, cl. 8.
Congress decides the nature and scope of any such
exclusive rights for limited times, whether through
patents or otherwise. See Motion Picture Patents Co.
v. Universal Film Mfg. Co., 243 U.S. 502, 510-11, 517
(1917) (Congress is “the source of all rights under
patents”). The Article I grant is “permissive,” meaning
that nothing in the Constitution requires giving
exclusive rights to inventors for their discoveries.
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Deepsouth Packing Co., Inc. v. Laitram Corp., 406 U.S.
518, 530 (1972). Thus, Congress has broad authority
to create the patent right, to define the contours of that
right, and to establish the conditions attached to the
grant of that right. Id. (“[T]he sign of how far Congress
has chosen to go can come only from Congress.”).
Petitioner argues that patents existed in the United
States before the Constitution, suggesting erroneously
that U.S. patents derive from common law rights. See
Pet. Br. 3, 34-35. But U.S. patents derive entirely from
federal statute:
The [patent] monopoly did not exist at common law, and the rights, therefore, which
may be exercised under it cannot be regulated
by the rules of the common law. It is created
by the act of Congress; and no rights can be
acquired in it unless authorized by statute,
and in the manner the statute prescribes.
Gayler v. Wilder, 51 U.S. (10 How.) 477, 494 (1850);
see also Crown Die & Tool Co. v. Nye Tool & Mach.
Works, 261 U.S. 24, 40 (1923) (“Patent property is the
creature of statute law and its incidents are equally so
and depend upon the construction to be given to the
statutes creating it and them, in view of the policy of
Congress in their enactment.”). The patent right is
created exclusively through the statutory monopoly,
and has no separate existence. See Gayler, 51 U.S. at
493-94.
In Wheaton v. Peters, 33 U.S. (8 Pet.) 591, 592 (1834),
this Court rejected the notion that patent rights predated the Constitution at common law. Construing
Article I, Section 8, the Court observed
the word secure, as used in the constitution,
could not mean the protection of an
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acknowledged legal right.
It refers to
inventors * * * and it has never been
pretended, by any one, either in this country
or in England, that an inventor has a
perpetual right, at common law, to sell the
thing invented.
33 U.S. (8 Pet.) at 661. See also Brown v. Duchesne,
60 U.S. (19 How.) 183, 195 (1856) (“the right of property which a patentee has in his invention * * * is
derived altogether from these statutory provisions”
and “his rights are to be regulated and measured by
these laws, and cannot go beyond them”).
Pursuant to its constitutional authority, Congress
enacted comprehensive patent legislation, beginning
with the Patent Act of 1790 (“1790 Act”), defining the
patent right and authorizing the Executive Branch to
issue patents based on specified criteria. Patent Act of
1790, § 1, 1 Stat. 109. Since 1790, Congress has
enacted numerous Patent Acts, including the Patent
Act of 1793, the Patent Act of 1832, the Patent Act of
1836, the Patent Act of 1952 (“1952 Act”), Act to Amend
the Patent and Trademark Laws of 1980, American
Inventors Protection Act of 1999 (“AIPA”), and the AIA
in 2011. U.S. patent rights derive solely from these
statutes, not from the common law. The patentability
determinations made in an IPR are therefore not “‘the
stuff of the traditional actions at common law.’” Pet.
Br. 15. See Crown Die & Tool, 261 U.S. at 40; Teva
Pharm. USA, Inc. v. Sandoz, Inc., 135 S. Ct. 831, 848
n.2 (2015) (Thomas, J., dissenting) (“Notwithstanding
a movement to recognize a ‘core’ property right in
inventions, the English common law placed patents
squarely in the final category, as franchises that
‘depend upon express legislation,’ and ‘hath [their]
essence by positive municipal law.’”) (quoting 7 W.
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Holdsworth, A History of English Law 479 n.7, 480 &
n.4, 497 (1926)).
A patent does not give an inventor affirmative rights
to make, sell, or use a patented invention. Instead, it
provides a right to exclude others via a federally issued
monopoly. See, e.g., Crown Die & Tool, 261 U.S. at
36-37 (“Government is not granting the common law
right to make, use and vend,” but the statutory right
to “exclude others.”); 35 U.S.C. § 154(a)(1) (“Every
patent shall contain * * * a grant to the patentee * * *
of the right to exclude others from making, using,
offering for sale, or selling the invention.”); Motion
Picture Patents, 243 U.S. at 510 (patents “restrain
others from manufacturing, using or selling that which
[the patent holder] has invented”). “In granting a
patent, the Government is acting * * * as a sovereign
bestowing upon the inventor a right to exclude the
public at large from the invention marked out by
his claims.” Teva, 135 S. Ct. at 848 (Thomas, J.,
dissenting).
As an exception to an otherwise free market, Congress may not “enlarge the patent monopoly without
regard to the innovation, advancement or social benefit gained thereby.” Graham v. John Deere Co., 383
U.S. 1, 6 (1966). Congress also may not authorize
patents “whose effects are to remove existent knowledge
from the public domain, or to restrict free access to
materials already available.” Id.; see also Lear, Inc. v.
Adkins, 395 U.S. 653, 663-64, 670 (1969) (“Surely the
equities of the [patentee/]licensor do not weigh very
heavily when they are balanced against the important
public interest in permitting full and free competition
in the use of ideas which are in reality a part of the
public domain” and “[i]t is as important to the public
that competition should not be repressed by worthless
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patents as that the patentee of a really valuable invention should be protected in his monopoly.”) (citation
omitted); Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct.
2131, 2144 (2016) (restriction of patent monopolies
“paramount”); Mercoid Corp. v. Mid-Continent Inv.
Co., 320 U.S. 661, 665 (1944) (“protection of the public
in a system of free enterprise * * * nullifies a patent
where any part of it is invalid”). Unpatentable claims
reflect knowledge that is and should remain freely
available to the public.
While Petitioner asserts a patent is “emphatically
a private property right,” (Pet. Br. 16), the rights
embodied in a patent are instead public, granted to
promote the paramount public purpose of the progress
of science and useful arts. Mercoid, 320 U.S. at 665
(“public interest * * * is dominant in the patent
system”). See also 37 C.F.R. § 1.56(a) (2000) (“A patent
by its very nature is affected with a public interest.”).
Any benefit accorded the individual inventor is
subservient to this overriding public purpose. See,
e.g., Quanta Computer, Inc. v. LG Elects., Inc., 553
U.S. 617, 626 (2008) (purpose “not the creation of
private fortunes for the owners of patents but is ‘to
promote the progress of science and useful arts’”)
(quoting Motion Picture Patents, 243 U.S. at 511).
Congress created IPR to advance this paramount
public purpose by reducing the prevalence of invalid
monopolies. Thus the nature of the patent right,
which Petitioner ignores out of necessity, authorizes
Congress to provide for limited post-issuance
patentability determinations by the PTO.4
4

At the very least, patents are quasi-private rights, that is,
“statutory entitlements * * * bestowed by the government on
individuals.” B & B Hardware v. Hargis Indus., 135 S. Ct. 1293,
1316 (2015) (Thomas, J., dissenting) (citation omitted). Either
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B. Patent Rights Are Granted “Subject To”
the Power of Congress.
Petitioner ignores the key language in the Patent
Act limiting the property interest conferred by Congress to an inventor in the form of a patent. The Act
provides: “Subject to the provisions of this title, patents
shall have the attributes of personal property.” 35
U.S.C. § 261 (emphasis added). In quoting section 261,
Petitioner omits this limitation that long pre-dates the
application for the ’053 patent. Pet. Br. 27-28. But the
phrase “subject to” is a potent modifier, expressly
qualifying a patent’s “attributes of personal property.”
§ 261; see also eBay, Inc. v. Mercexchange, LLC, 547
U.S. 388, 392 (2006) (noting the statutory limitation).
Thus, an applicant has no property right to receive
or retain a patent that fails the statutory standards.
A patent issued in error cannot possibly create a
legitimate property right. Further, such a patent does
not transform into a legitimate property right simply
because the error might be revealed in a limited, postissuance review process conducted by the very agency
that issued the patent in the first place.
Moreover, an inventor need not seek patent protection and can protect her invention in other ways (e.g.,
as a trade secret such as the formula for Coca-Cola®).
But should an inventor seek voluntarily to obtain the
government-granted monopoly rights embodied in a
patent, she does so knowing any such rights are
“subject to” Congress’s power to define the parameters
and to adopt procedures to correct error. Thus the
PTO power to engage in post-issuance error-correction
inheres in every issued patent.
way, the rights granted remain subject to the power of Congress,
and subservient to the paramount public purpose.
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II. CONGRESS IS AUTHORIZED TO PROVIDE FOR POST-ISSUANCE ERRORCORRECTION.
IPR simply provides a mechanism by which the PTO
can correct its own initial mistake. As this Court has
determined, IPR is a “specialized agency proceeding”
the purpose of which is to allow the PTO to “reexamine
an earlier agency decision.” Cuozzo, 136 S. Ct. at
2143-44. Moreover, IPR has a narrow scope, limited
to consideration of only grounds that “could be raised
under section 102 or 103 and only on the basis of prior
art consisting of patents or printed publications,” and
incorporating several procedural protections for the
patent owner. 35 U.S.C. §§ 311, 315.
A. IPR Is a Permissible Post-Issuance
Error-Correction Mechanism.
Congress has provided several post-issuance errorcorrection mechanisms empowering the administrative agency that initially assessed patentability to
reexamine issued patents and correct or cancel them
where appropriate. Cuozzo, 136 S. Ct. at 2137 (“For
several decades, the Patent Office has also possessed
the authority to reexamine—and perhaps cancel—a
patent claim that it had previously allowed.”). As
Congress has refined the process over the years, the
fundamental question of whether a patent should have
issued in the first place has remained constant.
Reissue is an early post-issuance error-correction
mechanism, codified in the Patent Act of 1832. See
§ 3, 4 Stat. 559; Grant v. Raymond, 31 U.S. (6 Pet.)
218, 242-43 (1832) (finding that, even before the 1832
Act, the Department of State, the entity issuing the
patent, could correct a defect in that patent post-
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issuance). In a reissue, the patent owner requests
that the patent-granting authority—today the PTO—
correct a defective patent. See Patent Act of 1836, Ch.
357, § 13, 5 Stat. 117. One such defect is the patentee
claiming as her invention more than she had a right to
claim as new. Id.; McCormick Harvesting Mach. Co.
v. Aultman, 169 U.S. 606, 609-10 (1898) (citing Patent
Act of 1870, § 53, 16 Stat. 198). In a reissue, the
patentee requests that the original issuing administrative agency, e.g., the PTO, change the patent to correct the specified defect. Reissue practice continues
today. 35 U.S.C. § 251.
5

Another post-issuance error-correction mechanism,
evolving from the 1800’s, is an interference proceeding. Beginning in 1836, the Commissioner could
decide whether a patent application interfered with
(that is, claimed the same invention as) “any unexpired
patent which shall have been granted” to determine
priority of invention. See Patent Act of 1836, § 8. The
losing inventor had a remedy by bill in equity. Id.
§ 16. The 1952 Act authorized the PTO to cancel
patent claims. 35 U.S.C. § 135 (1952) (final judgment
of the Board “shall constitute cancellation of the
claims”).
Congress further expanded post-issuance errorcorrection in 1980, creating ex parte reexamination.
This procedure gives “the Patent Office * * * the
authority to reexamine—and perhaps cancel—a patent
claim that it had previously allowed.” Cuozzo, 136
5

In Grant, the Court reasoned that “[i]f the mistake should be
committed in the department of state, no one would say that it
ought not to be corrected. All would admit that a new patent,
correcting the error, and which would secure to the patentee the
benefits which the law intended to secure, ought to be issued.”
31 U.S. (6 Pet.) at 242.
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S. Ct. at 2137. Ex parte reexaminations allow third
parties to request that the PTO reexamine an issued
patent based on prior art. Third parties with historical
background and expertise in the same subject matter
often locate important prior art the PTO does not locate
during the initial examination process. Cf. Lear, 395
U.S. at 670 (“[T]he Patent Office is often obliged to
reach its [initial] decision in an ex parte proceeding,
without the aid of the arguments which could be
advanced by parties interested in proving patent invalidity.”). Congress considered it critical that the
PTO have the ability to reexamine issued patents.
See Patlex Corp. v. Mossinghoff, 758 F.2d 594, 601
(Fed. Cir. 1985). Congress expected that ex parte
reexamination would keep strong patents in the
system while removing illegitimate ones, thereby
helping “restore confidence in the effectiveness of our
patent system.” H.R. Rep. No. 96-1307(I), at 3 (1980),
reprinted in 1980 U.S.C.C.A.N. 6460, 6462-63.
Recognizing weaknesses in prior reexamination
procedures, including limited third-party participation and the third party’s inability to appeal the PTO’s
decision, in the 1999 AIPA, Congress expanded reexamination to include inter partes reexamination. Inter
partes reexamination afforded third parties a greater
opportunity to participate in the proceeding. See 35
U.S.C. § 314 (2000); H.R. Rep. No. 106-287, at 59
(1999) (discussing same). The third party requester
also received certain appeal rights. 35 U.S.C. § 315(b)
(2000).
Congress yet further improved reexamination
through IPR, an “inter partes reexamination expansion,” (157 CONG. REC. S1357-58 (daily ed. Mar. 8,
2011) (statement of Sen. Hatch)), intended to “improve
the current inter partes administrative process for
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challenging the validity of a patent.” 157 CONG. REC.
S952 (daily ed. Feb. 28, 2011) (statement of Sen.
Grassley).6 Congress also mandated that IPRs would
be decided within one year from institution, seeking to
remedy the problem of lengthy inter partes reexamination proceedings, which usually last three to five
years. 157 CONG. REC. S1376 (daily ed. Mar. 8, 2011)
(statement of Sen. Kyl). Congress also believed that
IPR would remedy another flaw of inter partes
reexamination—the possibility of serial challenges—
because the PTO can reject IPR petitions that raise the
same or substantially the same prior art or arguments
previously presented to the PTO with respect to the
patent. 35 U.S.C. § 325(d); 157 CONG. REC. S1376
(daily ed. Mar. 8, 2011) (statement of Sen. Kyl).
In Cuozzo, this Court determined the purpose of IPR
is the same as reexamination, namely, “to reexamine
an earlier agency decision.” 136 S. Ct. at 2144. Petitioner tacitly concedes the constitutionality of ex parte
reexamination and inter partes reexamination. See
Pet. Br. 5-7, 49-50. Yet there is no principled basis for
a different constitutional result as to IPR. Congress
has modified the process, but not the power. Like IPR,
ex parte and inter partes reexamination authorize
post-issuance error-correction by the PTO of an initial
patentability determination, do not accord the challenged claims any presumption of validity, and construe those claims using the broadest reasonable

6

The AIA provides several post-issuance error-correction
mechanisms. For patents that are up to nine months old, it
provides for “post-grant review” by the PTAB. 35 U.S.C. § 321(c).
For older patents, it provides for IPR. § 319. For certain patents,
it provides for Covered Business Method review. AIA § 18, 125
Stat. 329.
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construction. Petitioner argues, without authority,
that increased participation in an IPR by third parties
and the conduct of the proceedings somehow cross
the constitutional line. Pet. Br. 6-8, 50. But, in
“chang[ing] the name from ‘reexamination’ to ‘review,’
[there is nothing to indicate] Congress wanted to
change its basic purposes, namely, to reexamine an
earlier agency decision.” Cuozzo, 136 S. Ct. at 2144.
Rather, Congress determined the patent system, and
therefore the public, would benefit if the PTO received
more developed input from third parties.
7

B. IPR Is a Limited and Specialized
Agency Proceeding.
1. IPR Is Narrow in Scope.
IPR decides only the patentability of individual
patent claims. IPR does not decide infringement,8
damages, inequitable conduct, ownership, and/or a
host of other patent issues. The PTO reviews its initial
patentability determination to assess whether it had
erroneously found that the claims presented in the
application process were patentable.
Even as to patentability, IPRs concern only a limited
subset of issues. During the initial examination of
a patent application, the PTO generally considers
numerous patentability issues, including prior art
that may exist in many forms (i.e., patents, publications, prior sales, public knowledge, and earlier invention materials by others); patent eligibility (35 U.S.C.
7

This standard differs from the “ordinary meaning” standard
applied when district courts assess validity.
8

Throughout its brief, Petitioner merges the concepts of
validity and infringement (e.g., Pet. Br. 2, 23-24). But IPR does
not involve or adjudicate infringement claims.
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§ 101); anticipation/novelty (§ 102); obviousness (§ 103);
and specification requirements, such as written description and indefiniteness (§ 112). By contrast, an IPR
petition may request to cancel one or more claims “only
on a ground that could be raised under section 102 or
section 103 and only on the basis of prior art consisting
of patents or printed publications.” § 311.
The IPR process also includes important procedural
safeguards that protect patent owners, imposing
greater restrictions on third parties as compared to
ex parte reexamination. First, a challenger may not
file an IPR petition if that challenger filed a civil action
challenging the validity of the same patent. 35 U.S.C.
§ 315(a). Second, a challenger may not file an IPR
petition more than one year after it has been served
with a complaint alleging infringement of the patent
at issue. § 315(b). Third, if the PTAB issues a
final written decision in an IPR proceeding, certain
estoppels apply against the petitioner. Thus, the
petitioner may not “request or maintain a proceeding
before the Office with respect to that claim on any
ground that the petitioner raised or reasonably could
have raised during that [IPR].” § 315(e)(1). In
addition, the petitioner may not “assert either in a civil
action arising in whole or in part under section 1338
of title 28 or in a proceeding before the International
Trade Commission under section 337 of the Tariff Act
of 1930 that the claim is invalid on any ground that
the petitioner raised or reasonably could have raised
during that [IPR].” § 315(e)(2).
2. IPR
Is
Not
Litigation
Inherently Judicial.

or

Despite Petitioner’s claims otherwise (Pet. Br. 8-10,
17, 20-22), IPR differs fundamentally from private
party litigation, both in form and purpose. In Cuozzo,
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a case ignored completely by Petitioner, this Court
rejected similar arguments, holding that IPR “is less
like a judicial proceeding and more like a specialized
agency proceeding.” 136 S. Ct. at 2143. The Court
noted several distinctions: (1) initiating parties need
not have a stake in the outcome or even standing,
(2) the PTO may continue an IPR even after the
initiating party has settled, (3) the PTO may intervene
in a later judicial proceeding to defend its decision,
even where private challengers settle or drop out,
and (4) the burden of proof in an IPR is different from
that in district court. Id. at 2143-44. Also unlike
in district court, in IPR the patent owner may make
one “motion to do just what he would do in the
examination process, namely, amend or narrow the
claim” (i.e., modify what is adjudicated). Id. at 2145
(citing 35 U.S.C. 316(d)). “[T]hese features, as well as
inter partes review’s predecessors, indicate that the
purpose of the proceeding is not quite the same as the
purpose of district court litigation.” Id. at 2144.
Additionally, unlike filing a complaint in district
court (initiating suit), an IPR petitioner must ask
the PTO to institute an IPR. The PTO may only do so
if it determines there is a reasonable likelihood the
petitioner will prevail (i.e., demonstrate unpatentability) on at least one claim. 35 U.S.C. § 314; see 157
Cong. Rec. S1375 (daily ed. Mar. 8, 2011) (statement
of Sen. Kyl) (“petitioners [must] present information
that creates serious doubts about the patent’s validity”). The PTO thus plays a significant gatekeeping
role with no analogue in district court lawsuits. PTO
statistics demonstrate that, as of December 31, 2016,
the PTO rejected close to 30% of IPR petitions before
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institution, i.e., 1171 out of 4054 “completed” IPR
petitions.9
Petitioner also argues IPR uses common litigation
terms like “discovery” and “trial.” Pet. Br. 21. But
“discovery” in an IPR is unlike discovery in district
court. In the latter, Federal Rule 26 provides for broad
discovery. Fed. R. Civ. P. 26(b)(1). In IPR, discovery
is limited. 35 U.S.C. § 316(a)(5). Moreover, IPR
“trials” are short hearings, almost never involving live
witnesses. See Eric C. Cohen, A Primer on Inter Partes
Review, Covered Business Method Review, and PostGrant Review before the Patent Trial and Appeal
Board, 24 Fed. Cir. B. J. 1, 5 n.40 (2014) (noting that
in the first two years of IPRs, the Board allowed live
testimony once).
Further, in an IPR the PTO has an independent
ability to ensure statutorily granted monopolies
remain within their legitimate scope. While Petitioner
stresses that parties in an IPR can settle their dispute
“at any time,” (Pet. Br. 21), it ignores that, unlike
litigation, where a settlement usually ends a lawsuit,
in an IPR, the PTAB can proceed to issue a final
9

U.S. Patent & Trademark Office, Patent Trial and Appeal
Board Statistics, at 10 (Dec. 31, 2016) available at https://
goo.gl/h7Y4Yv. Petitioner claims the PTAB acts as a patent
“death squad” (Pet. Br. 48), but the data indicate otherwise.
Since passage of the AIA through September 30, 2017, a total of
6,955 IPR petitions have been filed (not all completed), and the
PTAB has issued 1,440 final written decisions finding some or all
of the challenged claims unpatentable. See U.S. Patent &
Trademark Office, Trial Statistics/IPR, PGR, CBM/Patent
Trial and Appeal Board, at 3, 11 (Sept. 2017) available at
https://goo.gl/tmD8a3. This compares to the 1,130,075 invention
patents granted just between 2012 and 2015. U.S. Patent &
Trademark Office, Table of Annual U.S. Patent Activity Since
1790, at 1 (Mar. 17, 2016) available at https://goo.gl/wUnZXm.
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written decision even after the parties seek
termination. 35 U.S.C. § 317(a); see also Cuozzo, 136
S. Ct. at 2144 (citing § 317(a)).
Finally, the limited patentability questions presented in an IPR proceeding include nothing that
“inherently or necessarily requir[e] judicial determination.” Ex parte Bakelite Corp., 279 U.S. 438, 453
(1929). IPR targets specific, individual claims in
a patent on the narrow basis of obviousness or
anticipation/novelty over the prior art. Like the initial
examination process, the PTAB applies the same
patentability criteria to the claims construed based on
the same broadest reasonable construction standard,
and no presumption of validity is accorded the
challenged claims. These characteristics demonstrate
IPR is truly a “second look,” not an Article III
adjudication. See Cuozzo, 136 S. Ct. at 2144.
III. IPR DOES NOT VIOLATE ARTICLE III.
Article III provides that the “judicial Power of the
United States, shall be vested in one supreme Court,
and in such inferior Courts as the Congress may from
time to time ordain and establish.” U.S. Const. Art.
III, § 1. But Article III “does not confer on litigants an
absolute right to the plenary consideration of every
nature of claim by an Article III court.” Commodities
Futures Trading Comm’n v. Schor, 478 U.S. 833, 848
(1986). “Many matters that involve the application of
legal standards to facts and affect private interests are
routinely decided by agency action with limited or no
review by Article III courts,” and “the Court has long
recognized that Congress is not barred from acting
pursuant to its powers under Article I to vest decisionmaking authority in tribunals that lack the attributes
of Article III courts.” Thomas v. Union Carbide Agric.
Prods. Co., 473 U.S. 568, 583 (1985); see also Palmore
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v. United States, 411 U.S. 389, 407 (1973) (“[n]either
[the Supreme] Court nor Congress has read the
Constitution as requiring every federal question arising under the federal law * * * to be tried in an Art. III
court before a judge enjoying lifetime tenure and
protection against salary reduction.”).
Where, as here, Congress has exercised its plenary
authority to delegate to a non-Article III forum the
adjudication of a “particularized area of law,” N.
Pipeline Constr. Co. v. Marathon Pipe Line Co., 458
U.S. 50, 85 (1982), the Court has, as Petitioner
acknowledges (Pet. Br. 27), recognized application of
the “public rights” doctrine. Stern v. Marshall, 564
U.S. 462 (2011); Granfinanciera, S.A. v. Nordberg, 492
U.S. 33 (1989); Schor, 478 U.S. 833; Thomas, 473 U.S.
568; N. Pipeline, 458 U.S. 50; Crowell v. Benson, 285
U.S. 22 (1932); Murray’s Lessee v. Hoboken Land &
Improvement Co., 59 U.S. (18 How.) 272, 284 (1855)
(“congress may or may not bring [certain matters]
within the cognizance of the courts of the United
States, as it may deem proper”).
In Stern, the Court determined the public rights
doctrine applies in “cases in which the claim at issue
derives from a federal regulatory scheme, or in which
resolution of the claim by an expert Government
agency is deemed essential to a limited regulatory
objective within the agency’s authority.” 564 U.S. at
490. Thus, “what makes a right ‘public’ rather than
private is that the right is integrally related to particular Federal Government action.” Id. at 490-91.
See also Granfinanciera, 492 U.S. at 54 (public rights
include “seemingly ‘private’ right[s] that [are] so closely
integrated into a public regulatory scheme as to be a
matter appropriate for agency resolution with limited
involvement by the Article III judiciary”) (citation

28
omitted). The Court contrasted between suits that
were “quintessentially suits at common law,” where
the doctrine has not been applied, and those that
“flow from a federal statutory scheme,” where it has
been applied. Stern, 564 U.S. at 492-93 (citing
Granfinanciera, 492 U.S. at 54-56; Thomas, 473 U.S.
at 584-85; Atlas Roofing v. Occupational Safety &
Health Comm’n, 430 U.S. 442, 458 (1977)). The Court
has also made clear the government need not be a
party for the doctrine to apply.10 Stern, 564 U.S.
at 490. See also Thomas, 473 U.S. at 586-87 (noting
that in Crowell, the fact that an adjudication “clearly
concern[ed] obligations among private parties, * * *
did not make the scheme invalid under Article III”).
This Court has also eschewed bright-line tests in
determining whether a given congressional delegation
of adjudicative functions to a non-Article III body is
within its powers. See Schor, 478 U.S. at 857. The
“inquiry, in turn, is guided by the principle that ‘practical attention to substance rather than doctrinaire
reliance on formal categories should inform application of Article III.’” Id. at 847-48 (quoting Thomas, 473
U.S. at 587). In conducting such inquiry, “due regard
must be given in each case to the unique aspects of the
congressional plan at issue and its practical consequences in light of the larger concerns that underlie
Article III.” Schor, 478 U.S. at 857. In assessing those
practical consequences, the Court in Schor weighed
10

Petitioner’s argument (Pet. Br. 30) to the contrary is thus
unavailing. Moreover, as developed herein, while not a “party,”
the government has an interest in the patentability question
presented in an IPR, as the adjudication impacts directly the
relationship between the government and the patentee, determining whether the patentee meets the requirements to hold a
federal monopoly.

29
various factors to determine whether agency adjudication of a claim “impermissibly threatens the institutional integrity of the Judicial Branch.” Id. at 851.
The Court listed various factors for making the
determination:
the extent to which the “essential attributes
of judicial power” are reserved to Article III
courts, and, conversely, the extent to which
the non-Article III forum exercises the range
of jurisdiction and powers normally vested
only in Article III courts, the origins and
importance of the right to be adjudicated, and
the concerns that drove Congress to depart
from the requirements of Article III.
Id. The Court further analyzed whether the parties
consented to the administrative forum and the nature
of the available judicial review. See id. at 852, 855. In
applying the factors, the Court concluded that, even
though the cause of action was a pure state law claim
to recover debit balances, id. at 838, its initial adjudication by an administrative agency did not contravene
separation of powers principles or Article III. Id. at
856-57.
A. IPR Adjudicates Public Rights.
In adopting IPR, “Congress devised an ‘expert and
inexpensive method for dealing with a class of
questions of fact which are particularly suited to
examination and determination by an administrative
agency specially assigned to that task.’” Stern, 564
U.S. at 494 (quoting Crowell, 285 U.S. at 46-47). IPR
is a narrow procedural mechanism Congress has
chosen to enable the PTO to correct its own patentability determination errors, thereby “‘improv[ing] patent
quality and restor[ing] confidence in the presumption
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of validity that comes with issued patents.’” Cuozzo,
136 S. Ct. at 2140 (quoting legislative history).
Determining patentability in an IPR is therefore
“integrally related to particular Federal Government
action.” Stern, 564 U.S. at 490-91.
1. The Claims at Issue in IPR Derive
Solely from a Federal Regulatory
Scheme.
As discussed, (pp. 12-17, supra), patent rights emanate solely from federal statute and are expressly
granted “subject to” the power of Congress to define
those rights. Patent rights are therefore public rights,
derived from a “federal regulatory scheme.” Stern, 564
U.S. at 490. See also Mercoid, 320 U.S. at 665 (patent
is “grant of a special privilege ‘to promote the Progress
of Science and useful Arts.’”); cf. Teva, 135 S. Ct. at 848
n.2 (Thomas, J., dissenting) (describing invention
patents as “‘privileges’ or ‘franchises’ ‘which public
authorities ha[ve] created purely for reasons of public
policy and which ha[ve] no counterpart in the Lockean
state of nature’”) (citation omitted).
As this Court has recognized, Congress has created
a federal patent system that seeks “a balance between
the need to encourage innovation and the avoidance
of monopolies which stifle competition without any
concomitant advance in the ‘Progress of Science and
useful Arts.’” Bonito Boats, Inc. v. Thunder Craft
Boats, Inc., 489 U.S. 141, 146 (1989). The core of the
regulatory scheme involves extensive statutory conditions that govern when an inventor is entitled to a
patent. Id. at 156. Beyond these substantive statutory criteria, Congress’s regulatory scheme for granting patents includes the fees for filing and examination, formal requirements for applications, and how
examination of applications is to be conducted. 35
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U.S.C. §§ 41, 111-113, 115, 131-133. Indeed, Congress
has established an entire agency, the PTO, whose core
function is to determine patentability.
Complementing the authority it gives to the PTO to
make initial patentability determinations, Congress
also authorized the PTO to conduct certain postissuance error-correction procedures to ensure further
the validity of the patent monopolies granted. Some
post-issuance procedures take a second look at the
initial administrative act to grant a patent, namely ex
parte reexamination, inter partes reexamination, and
IPR. Thus, IPR is an integral part of the federal
regulatory scheme of patent rights. Allowing the PTO
to engage in post-issuance error-correction of its own
initial decisions is essential to the regulatory scheme
of granting valid patent monopolies.
An IPR determination involves the core elements of
Congress’s broad power over patents. To issue a
patent, Congress’s scheme requires that the PTO
examine patent claims and determine patentability.
Reevaluating patentability to correct errors made in
that initial assessment is “closely intertwined with
[the] federal regulatory program Congress has power
to enact.” Granfinanciera, 492 U.S. at 55. See also id.
(noting that challenged provision involves public
rights because “the dispute arises in the context of a
federal regulatory scheme that virtually occupies the
field”) (citing Thomas, 473 U.S. at 600 (Brennan, J.,
concurring in the judgment)).
Taking Petitioner’s assertion to its logical extent,
the moment the PTO issues a patent, it loses the ability to correct its own errors regarding its own initial
patentability determination. Thus, even where, as
here, the PTO’s error is due to the omission or failure
by a patent applicant during the examination process,
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an otherwise invalid patent may still be enforced.
A patent issued in error will carry a “presumption
of validity” and the holder will enjoy the statutory
monopoly against ideas that should be open to free
competition. This result contravenes the fundamental
purpose of the congressional regime, the public interest, and this Court’s precedent. See Lear, 395 U.S.
at 656 (the Court’s decisions emphasize “the strong
federal policy favoring free competition in ideas which
do not merit patent protection”).
2. IPR Determinations Are Essential to
a Limited Regulatory Objective.
As to patents, the PTO has one paramount
regulatory objective: to issue valid patents. IPR
advances that core mission, providing a mechanism for
the PTO to take “a second look” and to ensure patent
monopolies are valid. Cuozzo, 136 S. Ct. at 2144.
In Cuozzo, this Court reviewed the AIA’s legislative
history and ruled that it was an “important congressional objective [to] giv[e] the Patent Office significant
power to revisit and revise earlier patent grants.”
Cuozzo, 136 S. Ct. at 2139-40.
Petitioner asserts post-issuance error-correction
must be litigated in an Article III court. Pet. Br. 19-20.
But Congress and the Court have both recognized that
litigation is an imperfect instrument for ensuring
patent monopolies are legitimate. Patents issued
in error contravene the public interest. Congress
therefore “designed [IPR] to establish a more efficient
and streamlined patent system that will improve patent
quality and limit unnecessary and counterproductive
litigation costs.” H.R. Rep. No. 112-98, at 40. The
PTO, not the courts, has “the primary responsibility
for sifting out unpatentable material, * * * [t]o await

33
litigation is—for all practical purposes—to debilitate
the patent system.” Graham, 383 U.S. at 18.
Petitioner would handcuff Congress, leaving all
post-issuance patentability determinations to be
resolved through litigation. But then only those with
Article III standing and sufficient resources will be
able to litigate patentability in the courts. This will
“debilitate” the patent system, preventing Congress
from achieving its stated goals in passing the AIA.
The Court should accept congressional findings about
why the AIA was necessary and why the mechanism
chosen was an effective way to solve the identified
problem. See Brown, 60 U.S. at 197 (“We think
[patent] laws ought to be construed in the spirit in
which they were made—that is, as founded in justice”);
Grant, 31 U.S. (6 Pet.) at 241-42 (same).
In other circumstances where Congress has deemed
administrative adjudication essential to the success of
a federal regulatory scheme, this Court has upheld
such adjudication as within Congress’s Article I powers.
In Thomas, 473 U.S. at 571, this Court upheld the
binding arbitration scheme created by the Federal
Insecticide, Fungicide, and Rodenticide Act (“FIFRA”).
The Court observed that the arbitration scheme was
in response to the “near disaster” of earlier FIFRA
provisions, focusing on the “obvious purpose of the
legislation to furnish a prompt, continuous, expert and
inexpensive method for dealing with a class of questions of fact which are peculiarly suited to examination
and determination by an administrative agency specially assigned to that task.” Id. at 590 (citation
omitted). The Court looked at both the “nature of the
right at issue” and “the concerns motivating the Legislature.” Id. IPR likewise serves an important public
purpose and represents Congress’s legislative response
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to its growing concern over the quality of U.S. patents,
for which then-existing administrative mechanisms
had been inadequate. As in Thomas, Congress
revisited earlier legislation that had proven insufficient.
Likewise in Schor, the CFTC, pursuant to its statutory authority, created a process allowing customers of
brokers to seek reparations before that Agency for
alleged violations of the Commodities Exchange Act.
The Court emphasized that the CFTC, “like the agency
in Crowell, deals only with a ‘particularized area of
law’” and contrasted this with the 1978 Bankruptcy
Act, which was found unconstitutional in Northern
Pipeline, because it gave bankruptcy courts jurisdiction broadly over “‘all civil proceedings arising under
title 11 or arising in or related to cases under title 11.’”
478 U.S. at 852-53 (quoting 28 U.S.C. § 1471(b)).
So here, the PTO regulates a “particularized area of
law” and IPR addresses directly the core task of the
PTO, namely, determining patentability. “It would be
odd indeed if Congress could not authorize the PTO to
reconsider its own decisions.” MCM Portfolio LLC v.
Hewlett-Packard Co., 812 F.3d 1284, 1291 (Fed. Cir.
2015), cert. denied, 137 S. Ct. 292 (2016).
3. IPR Patentability Determinations
Bear No Resemblance to the
Claims in Stern, Granfinanciera,
and Northern Pipeline.
An IPR adjudication bears no resemblance to
the adjudications this Court evaluated in Stern,
Granfinanciera, and Northern Pipeline. In each case,
an Article I tribunal had adjudicated state law claims
between private parties, one of which had not consented
to the forum’s jurisdiction. In Stern, the state law
claim was for tortious interference; in Granfinanciera,
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for fraudulent transfer; and in Northern Pipeline, for
breach of contract. Each such claim originated in
the common law, not from a federal statutory scheme.
The resolution of these claims was “not completely
dependent upon adjudication of a claim created by
federal law.” Stern, 564 U.S. at 493 (citation omitted).
They did not “depend on the will of Congress.” Id. (citation omitted). In short, “Congress ha[d] nothing to do
with” the claims involved in Stern, Granfinanciera,
and Northern Pipeline. Id.
By contrast, Congress has everything to do with the
adjudication of patentability in an IPR. The patent
rights Congress grants do not supplant any common
law rights.11 Rather, the rights at issue are created
solely by federal statutes Congress enacted pursuant
to a specific plenary grant of constitutional authority.
Congress has given the power to grant patent rights
solely to the PTO, and the federal statutes and
associated regulatory scheme provide the exclusive
criteria for patentability. Even the relationship
between the participants in an IPR derives exclusively
from the congressional framework. Providing the
agency empowered to grant the rights in question a
“second look” at its own decision hardly qualifies
as the adjudication of a “‘[w]holly private tort, contract, [or] property’” dispute between private parties.
Granfinanciera, 492 U.S. at 51 (quoting Atlas Roofing,
430 U.S. at 458). See also In re Renewable Energy
Dev. Corp., 792 F.3d 1274, 1280 (10th Cir. 2015)
(contrasting “prototypical public rights disputes
[which] arise from ‘federal statutory scheme[s]’ [and]
‘quintessential[]’ private rights disputes [which]
11

Petitioner’s claim that Congress could bypass Article III
through the “mere creation of a[ny] right by federal statute” is
therefore a non-sequitur. Pet. Br. 35.

36
involve common law rights affecting personal life,
liberty, or property”).
Additionally, IPR does not adjudicate “liability of
one individual to another under the law.” Crowell, 285
U.S. at 51. IPR determines, based on very narrow
grounds, whether a patentee remains entitled to the
statutory right granted by the government. Put
another way, IPR resolves only the question whether
issuance of the patent was a mistake (i.e., whether the
initial patent grant should have occurred in the first
place). This determination involves the rights as
between the government, as issuer, and the patentee,
as holder. While this determination may impact a
private dispute, it does not constitute an adjudication
of private rights solely between private parties, i.e.,
liability for injury in tort, Stern, for fraudulent
transfer, Granfinanciera, or for breach of contract,
Northern Pipeline.
In an IPR, a third party stands to gain nothing
more than what is provided to the public, that is, “free
access to materials already available.” Graham, 383
U.S. at 6. So here, Petitioner was not found “liable” to
Greene’s—or to anyone. Petitioner did not have to pay
damages to Greene’s or to provide any personal relief
to Greene’s. The PTO determined two claims of
Petitioner’s ’053 patent were unpatentable, leaving 25
patent claims intact. Greene’s did not take ownership
of these two claims. The PTO simply reexamined its
earlier decision to grant certain patent claims. The
third-party input (like Greene’s) assisted the PTO in
making the decision, but did not transform the IPR
process into a “wholly private” dispute.
Patent rights are thus not “emphatically” private.
Pet. Br. 16. Moreover, since the very existence of the
rights at issue in an IPR depends on the will of
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Congress, Congress “may also provide that persons
seeking to vindicate th[ose] right[s] must do so before
particularized tribunals created to perform the specialized adjudicative tasks related to that right.”
N. Pipeline, 458 U.S. at 83. Indeed, “[t]he distinction
between ‘core’ private rights, on the one hand, and
public rights and government-created privileges, on
the other, has traditionally had significant implications for the way in which rights are adjudicated.”
Teva, 135 S. Ct. at 848 n.2 (Thomas, J., dissenting)
(“Thus, no matter how closely a franchise resembles
some ‘core’ private right, it does not follow that it must
be subject to the same rules of judicial interpretation
as its counterpart.”).12
Petitioner characterizes IPR as adjudicating private
rights by merging the distinct concepts of “patentinfringement and patent-validity disputes,” claiming
that both were adjudicated by courts for centuries, and
“resolved competing claims to private property rights.”
Pet. Br. 2. But this tactic fails. IPR does not decide
infringement, and such issues are not before the
12

Even assuming the patent rights at issue in an IPR were
“private” rights, this Court has upheld adjudication of such private rights before a non-Article III tribunal where Congress has
deemed this necessary to protect federal interests. See Schor, 478
U.S. at 856 (CFTC adjudication of private state-law counterclaims);
Crowell, 285 U.S. at 51, 53-54 (agency determination of “private
right”—compensation for workers injured or killed performing
maritime activities); Atlas Roofing, 430 U.S. 442 (damages owed
by one private party to another adjudicated by administrative
tribunal). See also Caleb Nelson, Adjudication in the Political
Branches, 107 Colum. L. Rev. 559, 605 (2007) (“The innovation of
Atlas Roofing was to drive a wedge between core private rights to
life and liberty (which retain the full protections of the traditional
framework) and traditional forms of property (which no longer
require as much ‘judicial’ involvement when pitted against public
rights).”).
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Court.
Moreover, IPR does not adjudicate any
competing claim to property. Instead, IPR looks to
determine if any patent right should have ever been
granted. Here, the PTAB determined that prior art,
previously undisclosed by the inventor to the PTO,
rendered unpatentable the two challenged patent
claims in Petitioner’s ’053 patent. Although the lessthan-fully informed PTO issued claims 1 and 22 of the
patent, such claims should have never issued. This
determination impacts the private dispute between
Petitioner and Greene’s, but it does not adjudicate that
dispute. Congress added through IPR the benefit of
additional third-party input as to the issue of
patentability, but the point of IPR is not to determine
liability as between the private parties.
4. IPR Does Not Threaten the Institutional Integrity of the Judicial
Branch.
Consideration of the Schor factors also supports
the conclusion IPR comports with Article III. First,
in IPR, the PTO does not “exercise the range of
jurisdiction and powers normally vested only in Article
III courts.” Schor, 478 U.S. at 851. Rather, the same
patentability issues considered in an IPR were vested
in the PTO during the initial examination process.
IPR just allows the PTO to “reexamine” those same
issues and its own initial patentability determination.
Cuozzo, 136 S. Ct. at 2144. There is no “full dress
exercise of judicial power” (Pet. Br. 49), or any
departure “from the traditional agency model.” Schor,
478 U.S. at 852.
Next, while Petitioner claims it did not consent to
the IPR process (Pet. Br. 17), it did knowingly seek a
patent monopoly “subject to” the power of Congress to
define the procedures and conditions accompanying
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the rights granted. 35 U.S.C. § 261 (1994). Petitioner
should not now dispute that “where Congress create[d
the] substantive right, pursuant to one of its broad
powers to make laws, Congress may [also] have something to say about the proper manner of adjudicating
that right.” N. Pipeline, 458 U.S. at 84 n.35. The
“subject to” language in section 261, and post-issuance
error-correction by the PTO, have been an integral
part of the congressional framework since well before
Petitioner sought a patent monopoly. That Congress
modified somewhat the reexamination process does
not alter its “basic purposes.” Cuozzo, 136 S. Ct. at
2144.13
Finally, IPR decisions are reviewable by an Article
III court. Final decisions of the PTO may be appealed
to the Federal Circuit. 35 U.S.C. § 319. The Federal
Circuit applies a de novo standard of review for legal
conclusions and the substantial evidence standard of
review for findings of fact. MCM, 812 F.3d at 1287.
This is the same appellate standard of review applied
in appeals from PTO decisions for original application
examination and for patent reexaminations. See, e.g.,
In re Distefano, 808 F.3d 845, 848 (Fed. Cir. 2015); In
re Baxter Int’l, Inc., 678 F.3d 1357, 1361 (Fed. Cir.
2012). Such review provides a higher level of scrutiny
than the regulatory scheme upheld in Thomas. See
473 U.S. at 573-74 (judicial review available only for
fraud, misrepresentation, or other misconduct).

13

IPR alters nothing about the substantive standards for
patentability. The references by various amici to repealing
patent laws in effect at the time a patent is issued as in McClurg
v. Kingsland, 42 U.S. (1 How.) 202 (1843) and Takings Clause
cases such as Horne v. Dept. of Agric., 133 S. Ct. 2053 (2015), are
therefore inapposite.
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B. Nineteenth Century Precedent Does
Not Limit Congressional Authority.
Petitioner misplaces reliance on Nineteenth Century
precedent to argue the Court has already decided that
post-issuance patentability determinations must occur
in an Article III court. None of these cases addressed
Article III or the Seventh Amendment, and all were
decided based on then-existing congressional statutory
regimes. Indeed, none even discuss, much less limit,
Congress’s power to grant such authority.
Petitioner asserts the Court’s statement in McCormick,
169 U.S. at 609, that: “The only authority competent
to set a patent aside, or to annul it, or to correct it for
any reason whatever, is vested in the courts of the
United States, and not in the department which issued
the patent” means only an Article III court may decide
validity questions. Pet. Br. 32. But McCormick
did not address Article III and was decided according
to the then-existing patent statute. Congress had
not yet authorized the Patent Office to fully cancel
an original patent, without the patent holder
surrendering the original patent in connection with an
amended patent being issued. Absent any statutory
mechanism, courts were the only option to render
patents invalid.
McCormick did not hold that Congress could never
adopt statutory post-issuance error-correction procedures. Instead, McCormick simply enforced Congress’s
then-existing statutory scheme for a post-issuance
procedure at the Patent Office.
The Court in
McCormick relied entirely on the statute in finding
that it did not permit the Patent Office to cancel an
original patent when the patent owner abandoned its
reissue patent application. McCormick, 169 U.S. at
609-11 (citing Patent Act of 1870, 16 Stat. 198). As a
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result, the Court held that “until the amended patent
shall have been issued the original stands precisely
as if a reissue had never been applied for, and must
be returned to the owner upon demand.” Id. at 610
(citation omitted). Reflecting then-existing statutory
authority, the Court added that “the patent office has
no greater authority to mutilate it by rejecting any of
its claims than it has to cancel the entire patent.” Id.
The Court explained that the Patent Act of 1870
(16 Stat. 198) modified prior law pursuant to which
surrendering the original patent could result in its
cancellation. McCormick, 169 U.S. at 609; see also
Peck v. Collins, 103 U.S. 660, 664-65 (1880) (finding
that, under the 1866 patent statute, “[s]urrender of the
patent was an abandonment of it, and the applicant
for reissue took upon himself the risk of getting a
reissue or of losing all”). McCormick simply held that,
given the language in the Act of 1870, the Patent
Office no longer had the statutory authority to cancel
the original patent.
Significantly, the Court specifically distinguished
land patents, which the Court stated are “absolutely
free” from control by officers of the land department,
from invention patents, which are directly limited by
statutory reissue procedures. McCormick, 169 U.S. at
609. If invention patents provided the same rights as
land patents, the Court would have rejected the notion
of the Patent Office having any ability to review the
claims presented in an issued patent. Instead, the
Court observed that, in a reissue application, “the
Patent Office was authorized to deal with all its
claims, the originals as well as those inserted first in
the [reissue] application, and might declare them to be
invalid.” Id. at 612. The Court thus recognized the
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statutory authority for post-issuance error-correction
by the Patent Office.
Therefore, McCormick demonstrates that Congress
defines the scope of the PTO power to review issued
invention patents. Permitting such review based
on post-issuance information provided by the holder
(1870), through interference proceedings (1952), through
ex parte reexamination (1980), through inter partes
reexamination (1999), or through IPR (2011), does not
alter the constitutional analysis. See Patlex, 758 F.2d
at 604 (“purpose is to correct errors made by the government, to remedy defective governmental (not private) action, and if need be to remove patents that
should never have been granted”).
Petitioner likewise misreads United States v.
American Bell Telephone Co., 128 U.S. 315, 364 (1888),
arguing patent validity challenges were actions at
common law that could only be decided by courts. Pet.
Br. 58. American Bell addressed the question whether
the government could seek to annul or vacate a patent
in equity courts. In answering the question, the Court
looked to what Congress had provided for determining
the scope of patent rights. The Court found that
giving the government the right “only expresses the
necessary effect of the acts of Congress.” Id. at 363.
The Court held that giving equity courts jurisdiction
to adjudicate the government’s request was premised
on the “very clea[r] sense of Congress that if such
power is to be exercised anywhere it should be in the
equity jurisdiction of those courts.” Id. at 364.
American Bell, like McCormick, involved no statutory
challenge, nor any Article III or Seventh Amendment
question.
Petitioner selectively quotes American Bell in an
attempt to conflate “private property” and “private
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right” for Article III purposes. Pet Br. 16-17. A review
of the full text demonstrates the Court viewed a patent
as the grant of a federal privilege. The Court emphasized that when a patent is issued, “the government
and its officers are acting as the agents of the people,
and have, under the authority of law vested in them,
taken from the people this valuable privilege and conferred it as an exclusive right upon the patentee.” 128
U.S. at 370 (emphasis added). This Court’s Nineteenth Century decisions recognize Congress’s broad,
ongoing authority regarding federally granted privileges. See also Nelson, supra, at 571. American Bell
does not hold that invention patents are purely private
rights for Article III purposes.
To the contrary, American Bell reinforces the right
of Congress to legislate to protect the public interest
as to patents that should not have issued. The Court
noted the government’s suit to cancel a patent differs
from the remedy accorded a private defendant in
an infringement action. At the time, if an alleged
infringer raised a successful invalidity defense, the
result applied only to that individual. By contrast, the
government’s suit would “put[] an end to all suits
which the patentee can bring against anybody. It
opens to the entire world the use of the invention or
discovery in regard to which the patentee had asserted
a monopoly.” 128 U.S. at 372.
Petitioner’s cited cases construing land patents from
the Nineteenth Century are even less persuasive.
See Moore v. Robbins, 96 U.S. 530, 532-33 (1877) (no
statute authorized the Land Department to revoke a
land patent after issuance); Michigan Land & Lumber
Co. v. Rust, 168 U.S. 589, 593 (1897) (same). As noted
above, McCormick specifically differentiates land
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patents from invention patents.14 Iron Silver Mining
Co. v. Campbell, 135 U.S. 286 (1890), makes clear the
decision turns on congressional intent. “These expressions of the statute * * * show what the purpose of
Congress was in passing the law.” Id. at 300-01. None
of these cases hold that Congress may never give the
PTO post-issuance error-correction authority.
C. English Tradition Confirms Patents
Are Not Private Property Rights.
Petitioner misinterprets the English tradition. A
closer look at English tradition reveals that any guidance it does provide favors the constitutionality of PTO
review of issued patents.
In the Sixteenth-Eighteenth Centuries in England,
patents were royal grants of privilege, not common law
rights, and originally, the Crown could grant patents
for invention as well as royal prerogatives for goods
or businesses. Teva, 135 S. Ct. at 847 (Thomas,
J., dissenting) (citing 4 W. Holdsworth, A History of
English Law 350-51 (1924)); Mark A. Lemley, Why Do
Juries Decide if Patents are Valid?, 99 Va. L. Rev.
1673, 1680-81 (2013).
Petitioner emphasizes the Statute of Monopolies
(Pet. Br. 51, 53-54), enacted in 1623 in response “to
abuses whereby the Crown would issue letters patent,
granting monopolies to court favorites in goods or
businesses which had long before been enjoyed by the
public.” Bilski v. Kappos, 561 U.S. 593, 627 (2010)
14

In Teva, Justice Thomas noted that differences between land
patents and invention patents made the deed analogy fit even
more uneasily as to the latter, cautioning that “[w]e should not
blithely extend the rules governing the construction of deeds to
their even more distant cousins, invention patents.” 135 S. Ct. at
848 (Thomas, J., dissenting).
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(Stevens, J., concurring) (citation omitted). By its
terms, the Statute of Monopolies “generally prohibited
the Crown from granting” monopoly rights, but
“permitted grants of exclusive rights to the ‘working or
makinge of any manner of new Manufacturers.’” Id.
(quoting 21 Jam. 1, ch. 3, § 1 (1623), reprinted in 4
Statutes of the Realm 1213 (1963)).
Yet despite the Statute of Monopolies, the Crown
retained the right to revisit its grant of patents. As
Petitioner admits (Pet. Br. 25), the King acted to
cancel patents through a body of the King’s advisors
known as the Privy Council. See Lemley, supra, at
1681; E. Wyndham Hulme, Privy Council Law and
Practice of Letters Patent for Invention From the
Restoration to 1794, II 33 L. Q. Rev. 180, 195 (1917)
(summarizing numerous Privy Council proceedings,
with petitions through 1794). The Privy Council
retained the power to revoke patents in the late 1790s
and 1800s. See Lemley, supra, at 1683; Oren Bracha,
Owning Ideas: The Intellectual Origins of American
Intellectual Property, 1790-1909, at 22 n.39 (2016)
(“Although the issue is somewhat obscured, it seems
that Privy Council jurisdiction over patents, rather
than being revoked in one dramatic moment, gradually declined and faded away toward the end of the
eighteenth century.”); W.M. Hindmarch, A Treatise on
the Law Relating to Patent Privileges for the Sole Use
of Inventions 431-32 (1846) (“no doubt” Privy Council’s
revocation power would be exercised in appropriate
case). In short, the Crown retained the power to
revoke patents.
Petitioner claims that the “ordinary” remedy for
the Crown or the public for dealing with a bad
patent was by scire facias. Pet. Br. 25. Petitioner then
baldly asserts that the Privy Council was used on
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“rare occasions,” and that such occasional use has
no effect on the historical practice analysis, citing
Granfinanciera. Pet. Br. 25-26. Petitioner is wrong.
The Privy Council was the forum of choice for revoking
patents into the mid-1700s, remained active into the
late 1700s, and remained available well into the
1800s.15 See Lemley, supra, at 1683; D. Seaborne
Davies, Early History of the Patent Specification,
50 L. Q. Rev. 86, 103 (1934); Greg Reilly, The
Constitutionality of Administrative Patent Cancellation,
23 B. U. J. Sci. & Tech. L. 377, 407-08 (2017) (Privy
Council had revocation power “even into the mid1800s”). Moreover, while scire facias proceedings in
equity courts may have also been available in the late
1700s, the availability of concurrent forums each
having the power to revoke patents dooms Petitioner’s
Article III argument.16 Petitioner tries to salvage
its position by misinterpreting and selectively
quoting Granfinanciera. Pet. Br. 25-26. Contrary to
Petitioner’s argument, the Court in Granfinanciera
flatly rejected the assertion that a court of equity
would “typically or indeed ever” entertain a suit “to
recover an allegedly fraudulent transfer of money.”
Granfinanciera, 492 U.S. at 43-44 (emphasis added).
The Court found no precedent showing otherwise. See
id. at 44-47.
Likewise, Petitioner notes that infringement actions
were long considered by courts of law and that
15

The existence of the Privy Council demonstrates that patent
validity was not “the subject of a suit at the common law, or in
equity, or admiralty.” Murray’s Lessee, 59 U.S. (18 How.) at 284.
16

The presence of alternative forums reflects the modern U.S.
practice, where patent validity can be challenged in federal district courts as a defense to an infringement action or in the PTO
in a post-issuance error-correction proceeding.
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questions of validity often arose in the context of such
suits. But simply because courts considered validity
issues presented as a byproduct to an infringement
action does not mean separate patentability issues
were the exclusive domain of the law courts. Today
also, a patent owner can file a patent infringement
case in federal district court and the accused infringer
can raise validity issues in that case. But an IPR is a
separate proceeding that does not decide questions of
infringement, and instead only decides limited questions of patentability. IPR thus has no correlation to
an historic infringement action.
IV. IPR IS CONSISTENT WITH THE SEVENTH AMENDMENT.
The Seventh Amendment does not require IPR
patentability questions to be submitted to a jury.
Indeed, the Court need only reach the Seventh
Amendment issue if it determines IPR violates Article
III. “[I]f Congress may assign the adjudication of a
statutory cause of action to a non-Article III tribunal,
then the Seventh Amendment poses no independent
bar to the adjudication of that action by a nonjury
factfinder.” Granfinanciera, 492 U.S. at 53-54. See id.
at 53 (“if a statutory cause of action is legal in nature,
the question whether the Seventh Amendment
permits Congress to assign its adjudication to a
tribunal that does not employ juries as factfinders
requires the same answer as the question whether
Article III allows Congress to assign adjudication of
that cause of action to a non-Article III tribunal”). As
demonstrated above, IPR does not violate Article III,
so the Seventh Amendment “poses no independent
bar” to the PTO adjudication of an IPR.
Even if the Court considers separately the Seventh
Amendment analysis, no jury is required. First,
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patentability is a public rights question properly
assigned to an administrative agency, so no jury is
required. Second, the jury right only extends to suits
“at common law.” An IPR proceeding is not analogous
to common law causes of action ordinarily decided in
English law courts. An IPR neither adjudicates a
“legal” claim, nor does it involve a “legal remedy”—
there is no question of money damages. It simply does
not involve “wholly private” tort, contract or property
claims.
Petitioner claims the right to a jury trial “in actions
enforcing ‘statutory rights’ is ‘a matter too obvious
to be doubted.’ Curtis v. Loether, 415 U.S. 189, 193
(1974).” Pet. Br. 35. But central to this Court’s reasoning in Curtis was that the Seventh Amendment
applies to statutory actions “if the statute creates legal
rights and remedies, enforceable in an action for damages in the ordinary courts of law.” Curtis, 415 U.S. at
194. IPR does not involve a statutorily created action
for damages in an ordinary court of law. Moreover, as
made clear in Atlas Roofing, for public rights, “the
Seventh Amendment does not prohibit Congress from
assigning * * * initial adjudication to an administrative forum with which the jury would be incompatible.” 430 U.S. at 450.
A. There Is No Jury Right in Cases
Involving Public Rights.
In Granfinanciera, this Court emphasized that
Congress may decline to provide jury trials for actions
involving public rights. Granfinanciera, 492 U.S.
at 51 (“Congress may devise novel causes of action
involving public rights free from the strictures of the
Seventh Amendment if it assigns their adjudication to
tribunals without statutory authority to employ juries
as factfinders.”). Indeed, as to public rights, “Congress
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may fashion causes of action that are closely analogous
to common-law claims and place them beyond the ambit
of the Seventh Amendment by assigning their
resolution to a forum in which jury trials are
unavailable.” Id. at 52. Since IPR involves public
rights, the Seventh Amendment is not implicated.
This Court has held that there is no constitutional
jury right in an administrative proceeding. See Tull
v. United States, 481 U.S. 412, 418 n.4 (1987) (Seventh
Amendment does not apply to administrative proceedings); Atlas Roofing, 430 U.S. at 455; Cox v. United
States, 332 U.S. 442, 453 (1947). Thus, in Atlas
Roofing, the Court found no Seventh Amendment violation where administrative tribunals assess penalties
against private parties under the Occupational Health
and Safety Act, because the Seventh Amendment does
not require Congress “to choke the already crowded
federal courts with new types of litigation or prevent[ it]
from committing some new types of litigation to
administrative agencies with special competence in
the relevant field.” 430 U.S. at 455. The PTO is
an administrative agency with special competence in
patent law, and Petitioner does not contend otherwise.
Denying the PTO authority to conduct IPR and instead
forcing all post-issuance patentability determinations
to proceed in Article III courts would certainly further
choke the court system. Parties without Article III
standing would be entirely left without a forum to
further the public interest in removing illegitimate
patents from the system. Mandating that juries
decide all questions of patentability for issued patents
eviscerates Congress’s limited regulatory objective of
having an expert agency review the initial grant,
correct its own errors, and restore confidence in the
U.S. patent system.
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B. IPR Is Not a Suit “at Common Law.”
Contrary to Petitioner’s assertion, IPRs are not
“suits at common law.” Pet. Br. 50 (quoting U.S.
Const. Amend. VII). “Suits at common law” refers
“to cases tried prior to the adoption of the Seventh
Amendment in courts of law in which a jury trial was
customary as distinguished from courts of equity or
admiralty in which jury trial was not.” Atlas Roofing,
430 U.S. at 449. See also Feltner v. Columbia Pictures,
523 U.S. 340, 348 (1998) (same); Granfinanciera, 492
U.S. at 42 (same).
To make this determination, a court must consider
both the nature of the action and the remedy sought:
“First, we compare the statutory action to 18thcentury actions brought in the courts of England prior
to the merger of the courts of law and equity. Second,
we examine the remedy sought and determine
whether it is legal or equitable in nature.” Tull, 481
U.S. at 417-18 (citations omitted).
Here, both
inquiries lead to the conclusion that no legal right is
at issue. IPR patentability determinations have no
counterpart in English law courts, and the remedy of
patent claim cancellation is purely equitable in
nature. Moreover, even if an action were tried at law
as of 1791, the Court must consider whether the
particular issue must fall to the jury in order to
preserve the substance of the common law right as it
existed in 1791. See Tull, 481 U.S. at 425-26.
1. English Tradition Supports That No
Legal Right Is at Issue.
Petitioner and amici misapprehend both the nature
of the patent right under English law—which is different from what a “U.S. patent” means today—and offer
at best an incomplete picture of the use of juries under
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English law. Moreover, Petitioner’s reliance on the
limited precedent available is less than convincing. As
this Court has noted, “the state of patent law in the
common-law courts before 1800 led one historian
to observe that the reported cases are destitute of
any decision of importance.” Markman v. Westview
Instruments, Inc., 517 U.S. 370, 381 (1996) (citation
omitted). Indeed, there is no sufficient historical record
to support the contention that the patentability issues
presented in an IPR “should be a guaranteed jury
issue.” Id. at 380 (noting the “primitive state of jury
patent practice at the end of the 18th century”). Nonetheless, based on this “muddled” history, Petitioner
asks this Court to abandon congressionally established procedures integral to the patent regulatory
framework. See Christopher Beauchamp, Repealing
Patents at 8, 22 (Brooklyn Law School Legal Studies
Research Paper No. 534, 2017) (describing the historical record relative to Eighteenth Century English and
American patent jurisprudence as “wildly convoluted”
and “opaque”).
English law courts had no analogous action to reexamine the initial patentability determination as to certain claims in a patent. Eighteenth-Century English
patents were markedly distinct from modern era U.S.
patents in ways directly impacting patentability. IPR
determinations consider the patentability of specific
patent claims based on specific statutory criteria. Yet,
“‘[p]rior to 1790 nothing in the nature of a claim had
appeared either in British patent practice or in that
of the American states.’” Markman, 517 U.S. at 378
(citation omitted). In the mid-Eighteenth Century,
English patents did not have multiple claims, were not
challenged under obviousness, and were not substantively examined for patentability before being issued.
Juries most certainly did not construe “claims” or
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decide “patentability” questions in the modern sense.
Lemley, supra, at 1682, 1686-89, 1698.
These differences strain Petitioner’s attempt to
analogize modern U.S. patentability determinations to
English common law suits. The comparison strains
further considering that the 1790 Act, creating U.S.
patent rights, pre-dated the ratification of the Seventh
Amendment, and the first U.S. patent issued on July
31, 1790. See Bd. of Trs. of Leland Stanford Junior
Univ. v. Roche Molecular Sys., Inc., 563 U.S. 776, 785
(2011) (discussing first U.S. patent). Thus, the distinct
constitutional grant of authority to Congress, the
timing of the origin of the patent right in the United
States, and the establishment of congressional
primacy as to patents, diminish the relevance of thenexisting English practice, rendering the historical
comparison inapt. See Brown, 60 U.S. at 198 (while
noting that decisions applying English law were
worthy of respect, finding that the Court “must
interpret our patent laws with reference to our own
Constitution and laws and judicial decisions”).
Beyond the differences in the nature of the right,
Petitioner and amici fail to recognize that, in English
tradition in 1791, patent validity was not exclusively
decided in common law courts. As outlined above
(p. 44-47, supra), the English system that Congress
“found” in 1791 involved the Crown having concurrent
jurisdiction over patent law, with the Privy Council
having patent revocation power, and sometimes
courts of equity conducting scire facias proceedings.
Petitioner’s argument that the Statute of Monopolies
of 1623 required that patent validity be judged in courts
of law before juries (Pet. Br. 53) fails to acknowledge
that the actual state of the law in 1791 involved
concurrent paths for assessing validity of patents. In
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short, juries were not mandatory. This aspect of the
English system mirrors the allocation of authority
today—the PTO has the power to conduct limited
review of its patentability determinations pursuant
to statute and Article III courts are also able to
adjudicate an entire range of patent validity issues.
Petitioner also argues that juries were sometimes
used in connection with scire facias proceedings, but
fails to acknowledge that chancery courts would only
refer disputed subsidiary issues of fact. Pet. Br. 51-53.
See Lemley, supra, at 1688 n.60 (listing cases affirming scire facias revocations by chancery court without
a jury). The ultimate decision of invalidity remained
with the King’s Bench. See id. at 1687. Moreover,
although the historical record on these issues is, as
noted, “opaque,” what is clear is that the 1790 Act
and the Patent Act of 1793 did not authorize actions
for scire facias in the United States, and those Acts
“did not simply import English practice.” Beauchamp,
supra, at 32.
Consideration of the relief yields the same conclusion. IPR affords only the equitable relief of cancellation of one or up to all claims in a patent. Claims for
annulment or cancellation of a patent—entirely different from the question of patent infringement—were
traditionally brought before courts of equity, not
resolved by juries. See Mowry v. Whitney, 81 U.S. (14
Wall.) 434, 440 (1872) (explaining, prior to the existence of administrative avenues for patent reconsideration, “the appropriate tribunal for the annulling of
a grant or patent from the government” was chancery
“and its mode of proceeding”).
Petitioner’s reliance on English patent infringement
actions that could involve patent validity issues
(Pet. Br. 51-53) is misplaced. IPRs are standalone
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proceedings that only determine patentability, not
infringement. How infringement proceedings might
have been conducted has no meaningful impact on
the remedy in IPR. Infringement actions sought a
determination of liability and money damages against
the alleged infringer. IPR only determines patentability, not any award of money damages. Further, unlike
IPR, validity challenges in English infringement cases
presented only a personal defense to the party, not
invalidation of the patent against the entire public.
2. An IPR Proceeding Does Not Involve
a Legal Remedy.
IPR provides only equitable relief to the public in
general. A salient factor of a suit at law was a claim
for monetary damages. See Pernell v. Southall Realty,
416 U.S. 363, 370 (1974) (“where an action is simply
* * * for the recovery of a money judgment, the action
is one at law”) (citation omitted); Dairy Queen, Inc. v.
Wood, 369 U.S. 469, 476 (1962) (agreeing “that insofar
as the complaint requests a money judgment it
presents a claim which is unquestionably legal”).
IPR involves no claim for monetary damages.
Instead, the PTO determines patentability. As noted
(pp. 34-38, supra), IPR does not adjudicate liability
wholly between two private parties and does not
award damages. Here, Greene’s received no individualized relief. The PTO corrected its initial error,
finding unpatentable the two challenged claims in the
’053 patent. The benefits of the adjudication flow to
the public, not merely the third-party participant.
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CONCLUSION
The judgment of the court of appeals should be
affirmed.
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IPRsAreaConstitutional Exerciseof Congressional
AuthoritytoEmpower anAdministrativeAgencyto
DeterminetheValidityof Patents
By: Mel v in C. Gar ner
On June 12, 2017, the United States Supr em e
Cour t gr anted Oil States Ener gy Ser vices?(?Oil?)
petition for cer tior ar i to r eview the Feder al
Cir cuit?s sum m ar y affir m ance of a Patent and
Tr ial Appeal Boar d (?PTAB?) decision. The gr ant
of cer tior ar i w as to deter m ine: ?W hether inter
partes r eview ? an adver sar ial pr ocess used by
the Patent and Tr adem ar k Office (PTO) to analyze
the validity of existing patents? violates the
Constitution by extinguishing pr ivate pr oper ty
r ights thr ough a non-Ar ticle III for um w ithout a
jur y.?[1]
The petition also sought r eview of the PTAB?s
pr ocess for allow ing am endm ents and its
?br oadest r easonable inter pr etation of patent
claim s.? Although these other issues r aise valid
concer ns, the Cour t chose not to addr ess them ,
and they ar e not consider ed her e.
The petitioner Oil m akes tw o m ain ar gum ents in
challenging the constitutionality of inter partes
r eview (?IPR?):
(1) Patent ?infr ingem ent cases today must be
tr ied to a jur y, as their pr edecessor s w er e
m or e than tw o centur ies ago.? M arkman v.
Westview Instruments, Inc., 517 U.S. 370, 377
(1996) (em phasis added). At a m inim um , the
Constitution r equir es that an Ar ticle I I I judge
adjudicate all cases in law and in equity
ar ising under feder al law. U.S. CONST. ar t. III.
(Pet. 11) (em phasis added).
(2) Patents cr eate pr oper ty r ights, pr otected
by the Constitution. Once a patent is
gr a nted, it ?is not subject to be r evoked or
cancelled by the Pr esident, or any other
officer of the Gover nment? because ?[i]t has
becom e the pr oper ty of the patentee, and as
such is entitled to the sam e legal pr otection as
other pr oper ty.? M cCormick Harvesting
M ach. Co. v. C. Aultman & Co., 169 U.S. 606,
608-09 (1898). (Pet. 17) (em phasis added)
Analysis of both ar gum ents show s that they do
not suppor t the conclusion that IPRs ar e
unconstitutional. In par ticular , patent

infr ingem ent cases ar e not patent validity cases
(although validity can be a subsidiar y issue), and
the selected statem ents fr om old cases r elied on
by Oil do not establish that patents ar e pr ivate
r ights, w hich can only be r evoked by an Ar ticle
III cour t w ith a jur y.
1. Pat en t Val i di t y Does Not Need t o be
Det er m i n ed i n an Ar t i cl e I I I Cou r t Bef or e a
Ju r y
Contr over sies that may be decided in the feder al
cour ts ar e identified in Ar ticle III, Section 2 of the
Constitution, and include ?all Cases, in Law and
Equity, ar ising under [the] Constitution, the Law s
of the United States, and Tr eaties m ade, or w hich
shall be m ade.? Cer tainly, patent validity is
w ithin the pur view of the feder al cour ts.[2] Also,
the Seventh Am endm ent pr ovides a
constitutional r ight to a jur y tr ial if such a r ight
existed at com m on law in 1791.[3] It is clear that
at com m on law befor e 1791, and up until today,
an Ar ticle III judge and jur y could decide the
validity of a patent; how ever , w hat is not clear is
w hether they ar e the only ones w ho can do so. In
other w or ds, although an Ar ticle III judge and
jur y ar e sufficient to deter m ine validity, ar e they
necessar y?
a. An Ar t i cl e I I I Cou r t i s Not Necessar y f or
a Pat en t Val i di t y Det er m i n at i on
The Supr em e Cour t has ?long r ecognized that, in
gener al, Congr ess m ay not ?w ithdr aw fr om
judicial cognizance any m atter w hich, fr om its
natur e, is the subject of a suit at the com m on law ,
or in equity, or adm ir alty.??[4]. If a suit is w ithin
feder al jur isdiction, then the test for Ar ticle III is
w hether the case ?is m ade of ?the stuff of the
tr aditional actions at com m on law tr ied by the
cour ts at Westm inster in 1789.??[5] In or der to
?pr eser ve the integr ity of judicial
decisionm aking,? Congr ess cannot ?confer the
Gover nm ent?s ?Judicial Pow er ?on entities outside
Ar ticle III.?[6]
The cases r elied upon by Oil, how ever , ar e patent
infr ingem ent cases. IPRs ar e patent validity

cases, not infr ingem ent cases. At m ost, patent
validity m ay be deter m ined in a m oder n patent
infr ingem ent case as an affir m ative defense to
infr ingem ent.
In England in the eighteenth centur y, only
chancer y cour ts had the pow er to r evoke a patent
upon r equest of a pr ivate citizen. The chancer y
cour t w as not a law cour t at Westm inster. See
M ar k A. Lem ley, W hy Do Juries Decide If Patents
Are Valid?, 99 Va. L. Rev. 1673, 1684 (Dec. 2013)
(?Lem ley?).
W hat an Ar ticle III judge has that an Ar ticle I
adm inistr ative judge lacks is lifetim e tenur e and
no dim inution of com pensation. This pr otects the
Ar ticle III judge fr om undue political influence.
W hat the typical Ar ticle III judge lacks in
deter m ining patent validity is a r elevant technical
backgr ound and an in-depth know ledge of patent
law , backgr ounds that the Adm inistr ative Patent
Judges (APJs) of the PTAB m ust have. Thus, the
public is m or e likely to get a pr oper
deter m ination of the validity of the patent fr om
the Ar ticle II pr oceeding than fr om the Ar ticle III
one.[7] Concer n about political influence on ALJs
is m oder ated by the fact that the patent w ould
not exist at all if the sam e agency judging it had
not gr anted it in the fir st place.
b. A Ju r y i s Not Necessar y f or a Pat en t
Val i di t y Det er m i n at i on
The Seventh Am endm ent ensur es a jur y tr ial
r ight if that r ight existed in 1791. Curtis v.
Loether, 415 U.S. 189, 193 (1974). Pr ofessor
Lem ley pr ovides a detailed analysis of the use of
jur ies in eighteenth-centur y England:
[I]n England in the eighteenth centur y, only
chancer y cour ts had the pow er to r evoke a
patent upon r equest of a pr ivate citizen. And
chancer y cour ts had no pow er to convene a
jur y. [How ever , jur ies] could pass on the
validity of a patent in tw o cir cum stances.
Fir st, a chancer y cour t m ight seek the advice
of a jur y in assessing the facts under lying a
scire facias petition. . . . Second, and m or e
com m only, w hen a patentee sued for dam ages
at com m on law r ather than seeking an
injunction in equity, m atter s of
fact? including w hat factual issues existed
concer ning validity? w er e given by the law
cour ts to the jur y. . . . [A] r uling in the law
cour ts could not invalidate a patent
altogether , as a r uling of invalidity does today.
In the law cour ts, invalidity as w e under stand

it today didn?t exist. The doctr ines w e think of
today as r ender ing a patent invalid instead
pr ovided per sonal defenses to a par ticular
infr inger.
Lem ley at 1684-86. Since ther e w as no r ight to a
jur y in a pur e invention patent validity case in
1791, ther e is no r equir em ent for a jur y tr ial for a
patent validity deter m ination now.
An Ar ticle III jur y tr ial in w hich patent validity is
deter m ined is essentially judicial r eview of an
adm inistr ative agency action, i.e., the or iginal
gr ant of the patent by the Patent Office. The
Supr em e Cour t has held that ther e is no
constitutional r ight to jur y r eview of
adm inistr ative agency decisions. See Atlas
Roofing Co. v. Occupational Safety & Health
Review Comm?n, 430 U.S. 442, 455 (1977); Cox v.
United States, 332 U.S. 442, 453 (1947). The
Supr em e Cour t has also held that the Patent
Office is an adm inistr ative agency subject to the
nor m al r ules of the Adm inistr ative Pr ocedur e
Act. Dickinson v. Zurko, 527 U.S. 150, 154?55
(1999).
In 1791, jur ies did evaluate the validity of patents
in infr ingem ent cases, but they did not r eview the
w or k of an adm inistr ative agency in the sense
they do today. Fur ther , a jur y?s deter m ination
that a patent w as invalid in 1791 sim ply pr ovided
a per sonal defense to infr ingem ent; it did not
m ean (as it does today) that the patent w as
nullified. Judgm ents in England dur ing this tim e
per iod that a patent w as invalid as to ever yone
w er e the pr ovince of the w r it of scire facias,
w hich r equir ed petitioning the King (i.e., the
executive). See Lem ley at 1683-84.
Ther efor e, ther e is no r ight to a jur y in a pur e
patent-validity deter m ination.
2. Th e St at u s of Pat en t Ri gh t s as Pr oper t y Does
Not M ean t h at al l Det er m i n at i on s abou t
Pat en t s m u st be Han dl ed by an Ar t i cl e I I I
Cou r t
Oil r elies heavily on the language in M cCormick,
i.e., ?[o]nce a patent is granted, it ?is not subject to
be revoked or cancelled by the Pr esident, or any
other officer of the Government?because ?[i]t has
becom e the pr oper ty of the patentee, and as such
is entitled to the sam e legal pr otection as other
pr oper ty.?? Pet. 17 (citing 169 U.S. at 608-09)
(em phasis added). Oil takes this language out of
context to asser t that the Patent Office cannot
deter m ine the validity of a patent and that such a
deter m ination m ust be m ade by a jur y in an

Ar ticle III cour t.
a. Th e Li m i t at i on s of t h e Lan gu age i n
M cCor mick
Ther e ar e at least thr ee pr oblem s w ith r eliance
on M cCormick. Fir st, M cCormick dealt w ith a
r eissue situation in w hich the patentee had asked
the PTO to cor r ect the patentee?s er r or , not a
r e-exam ination situation in w hich the PTO is
being asked to cor r ect its ow n er r or. In contr ast,
the IPR is a cur ative statute invoked by a thir d
par ty to cor r ect an er r or m ade by the Patent
Office in gr anting an invalid patent. The fact that
it is the gover nm ent?s m istake that is being
cor r ected speaks to the public natur e of the r ight
in question.
Second, in M cCormick, the context of the
statem ent is im por tant in or der to under stand it.
Dur ing a r eissue pr oceeding, the Exam iner found
invalid cer tain or iginal claim s of the patent.
Rather than appeal that decision, M cCor m ick
w ithdr ew the r equest for r eissue and obtained a
r etur n of its or iginal patent. In a later
infr ingem ent suit, the defendant tr ied to get the
cour t to deter m ine that these claim s w er e invalid
based on the deter m ination dur ing the r eissue
pr oceeding. The Supr em e Cour t deter m ined that
since the r eissue r equest had been w ithdr aw n
and the or iginal patent had been r etur ned, the
deter m ination of the Exam iner had no effect.
Thir d, the Supr em e Cour t in M cCormick did not
r ule on the constitutionality of the r eissue
pr ocedur e, and the quoted statem ent is dicta.
This case fr om 1898 is of questionable value in
deter m ining the constitutionality of an agency
tr ibunal. Under cur r ent Supr em e Cour t analysis,
this question tur ns on w hether the r ight
adjudicated by the agency is a ?public r ight? or a
?pr ivate r ight.? See Stern v. M arshall, 564 U.S. 462
(2011). The deter m ination of the validity of a
patent by the Patent Office is a deter m ination of a
public r ight. How ever , a suit for infr ingem ent of
the patent against a thir d par ty is the exer cise of a
pr ivate r ight, w hich m ust be handled by an
Ar ticle III for um . Additionally, a jur y is r equir ed
if r equested by the par ties.
b. Th e Nat u r e of t h e Pat en t Pr oper t y Ri gh t
If the patent r ight is taken to be a pr oper ty r ight
that is indistinguishable fr om other pr oper ty
r ights for all pur poses, then it is a pr ivate r ight
and can only be taken aw ay fr om the ow ner by
an Ar ticle III cour t and thus the IPR pr ocedur e is

unconstitutional. How ever , a close exam ination
of the pr oper ty r ight in an idea as established by
a patent show s that it is pr im ar ily a cr eation of
gover nm ent and is m uch differ ent fr om other
pr oper ty, such as r eal estate or even copyr ight. In
fact, a patent is a feder ally cr eated pr oper ty r ight
and thus a public r ight. See M CM Portfolio LLC v.
Hewlett-Packard Co., 812 F.3d 1284, 1291 (Fed. Cir.
2015); Patlex Corp v. M ossinghoff, 758 F.2d 594,
604 (Fed. Cir. 1985).
Land exists w ithout the need for gover nm ent, and
ow ner ship of land existed even befor e
gover nm ent. The gover nm ent?s r ole in r eal estate
is to r egister the ow ner ship of land so that in a
pr oceeding involving it by an Ar ticle III cour t or a
state cour t, it is easier to deter m ine the tr ue
ow ner. This is especially tr ue in the face of
changes in ow ner ship due to sales and
inher itance. See e.g. M artin v. Hunter?s Lessee, 14
U.S. 304 (1816). Copyr ight is sim ilar. A per son
can cr eate a w or k of ar t w ithout the gover nm ent,
and that w or k exists independent of gover nm ent.
Gover nm ent r egistr ation of a copyr ight m er ely
aids in a deter m ination of the ow ner.
Cer tainly people can get ideas for new and useful
m achines w ithout gover nm ent. How ever , no
pr otection is pr ovided for ideas in the abstr act.
In fact, society has alw ays valued the fr ee
exchange of ideas. For exam ple, if a far m er
oper ating a gr istm ill w ith the pow er of hor ses
w er e to have the idea to substitute a w ater m ill on
a str eam for the hor se, no pr otection for that idea
w ould be extended to the far m er. Neighbor ing
far m er s w ould be fr ee to cr eate the sam e type of
m ill on their pr oper ty. At best, w ithout
gover nm ent, ideas can be pr otected by keeping
them secr et. But w her e that is not possible, they
can be copied by all for the benefit of society.
The patent r ight is cr eated by gover nm ent action
as the statem ent fr om M cCormick even
acknow ledges. At least in the United States, the
gr anting of a patent is not a r egistr ation pr ocess.
Rather , a patent application is exam ined to
ensur e that the claim that w ill be pr otected is
dir ected to a physical em bodim ent of the idea, not
an abstr act idea. In fact, the claim defines the
r ight that is cr eated. In contr ast, the r ight to a
copyr ight is defined by the cr eation of the w or k of
ar t. A patent claim is often analogized to a
descr iption of the m etes and bounds in a r eal
estate deed. How ever , in r eal estate, the land
exists w ithout the deed, and the m etes and
bounds ar e m er ely an attem pt to define w hat

exists in natur e. W ithout the gover nm ent gr ant of
a patent claim , ther e is no patent pr oper ty.
In the patenting pr ocess, a deter m ination is m ade
that the idea expr essed in the claim is new and
not obvious. In this deter m ination, the claim as
pr esented is com par ed to pr ior ar t patents,
publications, and public uses. In the case of r eal
estate, the land is not new. It alw ays just w as. A
piece of land in another county has no effect on
the land in question. In copyr ight, the
r equir em ent is or iginality, not novelty. The
cr eation of a sim ilar w or k in another county has
no effect on the copyr ight. Thus, unlike other
pr oper ty, the patent r ight is cr eated by
gover nm ent to pr otect som e ideas cr eated by
individuals in a lim ited w ay. Patlex, 758 F.2d at
604.
c. Th e Hol di n g i n M cCor mick Ex pl ai n ed
M cCormick states that once a patent has issued ?it
has passed beyond the jur isdiction of [the Patent]
Office and is not subject to be r evoked or
cancelled by the . . . Gover nm ent. It has becom e
the pr oper ty of the patentee, and as such is
entitled to the sam e legal pr otection as other
pr oper ty.? 169 U.S. at 608-09. Thus, the
M cCormick cour t did not engage in the ?public?
ver sus ?pr ivate? r ight analysis r equir ed by Stern.
Also, M cCormick seem s to take the position that
the quality of the r ight changes upon issuance by
the Patent Office. This suggests that it w as a
public r ight dur ing its cr eation but som ehow
changed to a pr ivate r ight for som e undisclosed
r eason upon issuance.
The cases that the M cCormick cour t r elies upon
for the cited statem ent do not suppor t the br oad
inter pr etation that Oil asser ts. For exam ple,
United States v. Schurz, 102 U.S. 378 (1880),
involved the ow ner ship of land, not patents on an
invention. In Seymour v. Osborne, 78 U.S. (11
Wall.) 516, 533 (1870), the Cour t held that
?inventions secur ed by letter s patent ar e
?pr oper ty? of the patentee, and as such ar e
entitled to pr otection as any other pr oper ty,
consisting of a fr anchise, dur ing the ter m for
w hich the fr anchise or the exclusive r ight is
gr anted.? It did not r elate to w hether those r ights
could be adjudicated in the ver y agency that
gr anted them . To the sam e effect is Cammeyer v.
Newton, 94 U.S. 225 (1876). How ever , in
Cammeyer, the issue w as w hether the
gover nm ent could m ake use of the invention w ith
com pensation to the patentee. In United States v.

American Bell Telephone Co., the Cour t held that
the United States could br ing an action in feder al
cour t to cancel a patent allegedly pr ocur ed by
fr aud? i.e., it author ized ?the pow er of the
gover nm ent of the United States to get r id of a
patent obtained fr om it by fr aud and deceit.? 128
U.S. 315, 373 (1888). Thus, M cCormick cannot be
taken as holding that gover nm ent has no pow er
to r evoke a patent.
3. An al ysi s of I PRs Un der t h e ?Pu bl i c Ri gh t s?
Ex cept i on Sh ow s t h at Th ey ar e Con st i t u t i on al
a. Un der t h e Pr i n ci pl es Set For t h i n Ster n,
t h e Pat en t Ri gh t i s a Pu bl i c Ri gh t
Although M cCormick did not addr ess it, the
Supr em e Cour t in Stern v. M arshall did addr ess
the ?public r ight? exception; the Cour t r ecognized
that its pr ior decisions held:
that ther e [is] a categor y of cases involving
?public r ights? that Congr ess could
constitutionally assign to ?legislative? cour ts
for r esolution. [This] ?public r ights? exception
extend[s] ?only to m atter s ar ising betw een?
individuals and the Gover nm ent ?in
connection w ith the per for m ance of the
constitutional functions of the executive or
legislative depar tm ents . . . that histor ically
could have been deter m ined exclusively by
those? br anches.
564 U.S. at 485 (citations om itted).
Stern confir m ed that Congr ess cannot ?w ithdr aw
fr om judicial cognizance any m atter w hich, fr om
its natur e, is the subject of a suit at the com m on
law , or in equity, or adm ir alty.? Id. at 489
(citations om itted). The Cour t also r ecognized
that ?[a]t the sam e tim e ther e ar e m atter s,
involving public r ights, w hich m ay be pr esented
in such for m that the judicial pow er is capable of
acting on them , and w hich ar e susceptible of
judicial deter m ination, but w hich congr ess m ay
or m ay not br ing w ithin the cognizance of the
cour ts of the United States, as it m ay deem
pr oper.? Id. at 507 (citations om itted).
The ?public r ight? exception extends to cases
?w her e the Gover nm ent is involved in its
sover eign capacity under . . . [a] statute cr eating
enfor ceable public r ights,? w hile ?[w ]holly
pr ivate tor t, contr act, and pr oper ty cases, as w ell
as a vast r ange of other cases . . . ar e not at all
im plicated.? Id. at 490 (citations om itted). The
Cour t has continued, how ever , to lim it the
exception to cases in w hich the claim at issue

der ives fr om a feder al r egulator y schem e, or in
w hich r esolution of the claim by an exper t
gover nm ent agency is deem ed essential to a
lim ited r egulator y objective w ithin the agency?s
author ity. Id. at 490-92.

and typically have m or e tr aining in patent law
than Exam iner s. Exam iner s ar e not r equir ed to
be patent attor neys, but the APJs ar e. Finally,
PTAB decisions ar e m ade by thr ee APJs, as
opposed to a single exam iner.

The Stern Cour t set for th a num ber of factor s to
be consider ed on the issue of w hether the r ight is
consider ed public or pr ivate, w hich include the
follow ing:

Com par e this to a jur y tr ial in an Ar ticle III cour t
w her e neither the judge nor jur y is r equir ed to
have a technical backgr ound or exper ience in
patent law.

(a) the asser tion of agency author ity involves
only ?a nar r ow class of com m on law claim s?
in a ?par ticular ized ar ea of law ?;
(b) the ar ea of law in question w as gover ned
by ?a specific and lim ited feder al r egulator y
schem e? as to w hich the agency had ?obvious
exper tise?; and
(c) or der s w er e ?enfor ceable only by or der of
the distr ict cour t.?
Id. at 491 (citations om itted).
Applying these factor s to the IPR pr oceeding
show s that a deter m ination of patent validity is a
deter m ination of a public r ight w hich the PTO
can m ake under legislative dir ection.
In suppor t of its petition, Oil notes that Supr em e
Cour t pr ecedent holds that patent infr ingem ent
cases m ust be tr ied to a jur y in an Ar ticle III
cour t. (Pet. 11). How ever , the IPR pr oceeding
does not involve infr ingem ent decisions? it
involves only validity, w hich m ay be a defense in
an infr ingem ent action. Thus, the IPR involves
only ?a nar r ow class of com m on law claim s,? i.e.,
the invalidity defense in an infr ingem ent case.
Fur ther , patent law cer tainly is a ?par ticular ized
ar ea of law.?
Patent validity is an ar ea of law gover ned by ?a
specific and lim ited feder al r egulator y schem e? as
to w hich the agency has ?obvious exper tise.? The
entir ety of Title 35 of the U.S. Code establishes the
feder al r egulator y schem e by w hich patents ar e
gr anted. W ithout this schem e ther e ar e no
patents to inventions. Not only does the Patent
Office in gener al have obvious exper tise in the
deter m ination of patent validity, since that is its
m ain function, the PTAB of the PTO has
exceptional exper tise. In or der to per for m their
job, Exam iner s m ust have a technical education
and know ledge of patent law. Such Exam iner s
m ake validity deter m inations on their ow n w hen
they r each Pr im ar y status. The Adm inistr ative
Patent Judges (APJ) of the PTAB have sim ilar or
even m or e technical education than Exam iner s

Finally, the decision of the PTAB declar es that: (1)
the patent claim s ar e m aintained; (2) som e of
them ar e canceled (or , in r ar e cases, am ended); or
(3) all of the claim s ar e found to be invalid.
The PTAB, how ever , takes no fur ther action. It
w ould r equir e a distr ict cour t to give effect to the
r uling by dism issing a suit br ought on a patent
w hose claim s ar e deter m ined to be invalid.
W hile the Supr em e Cour t has never dir ectly
addr essed the issue of w hether a PTO pr ocedur e
deter m ining validity is constitutional, sever al
Feder al Cir cuit cases have applied the ?public
r ights? doctr ine to m ake such a deter m ination.
b. Th e Feder al Ci r cu i t h as Pr oper l y Appl i ed
t h e ?Pu bl i c Ri gh t s? Ex cept i on t o Fi n d
Reex am i n at i on an d I PR Con st i t u t i on al .
In Patlex Corp. v. M ossinghoff, 758 F.2d 594 (Fed.
Cir. 1985), the cour t applied a ?public r ights?
exception analysis to deter m ine w hether the
patent r eexam ination statute at the tim e violated
the Constitution. The Feder al Cir cuit in that case
affir m ed ?the constitutionality of legislative
cour ts and adm inistr ative agencies cr eated by
Congr ess to adjudicate cases involving ?public
r ights?? and found that ?the gr ant of a valid patent
is pr im ar ily a public concer n.? Id. at 604. The
cour t noted that ?[t]he r eexam ination statute?s
pur pose is to cor r ect er r or s m ade by the
gover nm ent, to r em edy defective gover nm ental
(not pr ivate) action, and if need be to r em ove
patents that should never have been gr anted.? Id.
at 604. Also, Patlex distinguished M cCormick on
the basis that it did not ?for bid[ ] Congr ess [fr om ]
author iz[ing] r eexam ination to cor r ect
gover nm ental m istakes, even against the w ill of
the patent ow ner. A defectively exam ined and
ther efor e er r oneously gr anted patent m ust yield
to the r easonable Congr essional pur pose of
facilitating the cor r ection of gover nm ental
m istakes.? Id.
In Joy Technologies, Inc. v. M anbeck, the cour t
held that ?the issuance of a valid patent is

pr im ar ily a public concer n and involves a ?r ight
that can only be confer r ed by the gover nm ent?
even though validity often is br ought into
question in disputes betw een pr ivate par ties.?
9 59 F.2d 226, 228 (Fed. Cir. 1992) (quoting and
citing Patlex, 758 F.2d at 604).

564 U.S. at 494 (quoting Crowell v. Benson, 285
U.S. 22, 46 (1932))). The teachings of the Supr em e
Cour t in Thomas, Schor, and Stern com pel the
conclusion that assigning r eview of patent
validity to the PTO is consistent w ith Ar ticle III.

M or e r ecently in M CM Portfolio LLC v.
Hewlett-Packard Co., 812 F.3d 1284 (Fed. Cir.
2015), the Feder al Cir cuit specifically applied the
Supr em e Cour t?s ?public r ights? analysis fr om
Stern v. M arshall to find that an IPR pr oceeding is
constitutional. The M CM Cour t cited Thomas v.
Union Carbide Agricultural Products Co., 473 U.S.
568, 571 (1985), w hich held that the statutor y
schem e in the Feder al Insecticide, Fungicide, and
Rodenticide Act, w hich allow s the Envir onm ental
Pr otection Agency to deter m ine com pensation
betw een pr ivate par ties, does not violate Ar ticle
III. The M CM cour t noted that ?[m ]any m atter s
that involve the application of legal standar ds to
facts and affect pr ivate inter ests ar e r outinely
decided by agency action w ith lim ited or no
r eview by Ar ticle III cour ts.? 812 F.3d at 1290
(citing 473 U.S. at 583). It also cited Commodity
Futures Trading Commission v. Schor, 478 U.S.
833, 854 (1986), in w hich the Supr em e Cour t
upheld the constitutionality of adver sar y
pr oceedings in the Com m odity Futur es Tr ading
Com m ission (?CFTC?) for custom er s of
com m odity br oker s seeking r epar ations fr om
their br oker s for violation of the Com m odity
Exchange Act (?CEA?) or agency r egulations. The
M CM cour t then concluded that patent
r eexam ination and inter par tes r eview ar e
indistinguishable fr om the agency adjudications
held per m issible in the Thomas and Schor cases.

The decision in Oil w ill tur n on w hether the
patent r ight in the context of a validity
deter m ination is consider ed a ?pr ivate? or a
?public? r ight. Refer ence to com m on law in
eighteenth-centur y England should not
deter m ine the case since ther e w er e no cases
based only on the invalidity of a patent of
invention that w as tr ied at law befor e a jur y. As
explained above, the better analysis is that it is a
?public? r ight and IPRs ar e constitutional. Som e
of the other issues r aised by the petition but not
taken up by the Cour t deser ve som e
consider ation in som e for um .

The PTAB?s involvem ent in the deter m ination of
patent validity ?is thus a quintessential situation
in w hich the agency is adjudicating issues under
feder al law.? M CM , 812 F.3d at 1291. ?Congr ess
devised an ?exper t and inexpensive m ethod for
dealing w ith a class of questions of fact w hich ar e
par ticular ly suited to exam ination and
deter m ination by an adm inistr ative agency
specially assigned to that task .?? Id. (citing Stern,

4. Con cl u si on
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(U.S. Nov. 23, 2016) (No. 16-712).
[2] See U.S. CONST. ar t. I, § 8, cl. 8; 35 U.S.C. § 1 et
seq.
[3] Cur tis v. Loether , 415 U.S. 189, 193 (1974).
[4] Ster n v. M ar shall, 564 U.S. 462, 484 (2011)
(quoting M ur r ay?s Lessee v. Hoboken Land &
Im pr ovem ent Co., 59 U.S. 272, 284 (1855)).
[5] Stern, 564 U.S. at 484 (quoting N. Pipeline
Constr. Co. v. M ar athon Pipe Line Co., 458 U.S. 50,
90 (1982) (Rehnquist, J., concur r ing)).
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and does not engage in the actions that the
Petitioner w as unable to get the Supr em e Cour t to
hear.

Oil StatesEnergyServices,LLCv. Greene?sEnergy
Group,LLC:Patent Rights,Publicor PrivateandWhose
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I NTRODUCTI ON
?[C]ommunal ownership violates every instinct
of human nature. It destroys initiative, nullifies
free agency, suppresses inventive exploration,
minimizes the dignity of the individual and
makes a god out of an abstract thing called
?The State?- to which is delegated complete,
unrestricted control over life, liberty and
property. . . . Like so many other weak systems
of government, it can survive only in an
atmosphere of a slave state, ruled by a king or
a dictator.?
~W. Cleon Skousen, The First 2,000 Years: From
Adam To Abraham
This ar ticle addr esses the issue befor e the United
States Supr em e Cour t in Oil States Energy
Services, LLC v. Greene?s Energy Group, LLC,
w hich concer ns the constitutionality of the
Am er ica Invents Act of 2011 (?AIA?) post-gr ant
inter partes r eview (?IPR?). The view s expr essed
her ein ar e based upon the constitutional
jur ispr udence r elated to the question, w hich
analyzes the status of the patent r ight as a public
pr oper ty r ight or a pr ivate pr oper ty r ight. The
conclusions and view s also com pr ise the
inter pr etation of the Patent & Copyr ight Clause of
the United States Constitution; the intent and
pur pose of the clause as ar ticulated by the
Fr am er s of the Constitution; and an
under standing of the natur al law attr ibutes of
life, liber ty and pr oper ty.
The ar ticle pr ovides an analysis and conclusions
suggested by a r eview of the pr inciples, pr ecepts,
and concepts outlined above. It does not pr esent,
and should not be inter pr eted as pr esenting, an
expr ession of any opinion r egar ding the utility of
a legislatively pr om ulgated post-gr ant r eview
pr oceeding that is pr oper ly constr ucted in fidelity
w ith the U.S. Constitution. Nor does it addr ess
the thousands of har dw or king U.S. Patent &
Tr adem ar k Office (?USPTO?) patent exam iner s
toiling to issue high quality patents, and the
hundr eds of dedicated, thoughtful and highly
com petent Patent Tr ial and Appeals Boar d

(?PTAB?) Adm inistr ative Patent Judges (?APJ?)
tasked to conduct PTAB IPR tr ials w ithin the
confines and adm inistr ative constr uct of
Congr ess?m andate in the AIA.
Instead, this ar ticle specifically addr esses the
question of w hether a pr ovision of a statute (e.g.,
the AIA), enacted by an Ar ticle I Congr ess and
executed by an Ar ticle II Executive Agency (the
USPTO) violates the U.S. Constitution Ar ticle III
Separ ation of Pow er s and the Bill of Rights?
Seventh Am endm ent r ight to a jur y.
I . Adm i n i st r at i ve Agen cy I PRs ar e an
Un con st i t u t i on al Usu r pat i on of , an d I n t r u si on
on , t h e Ar t i cl e I I I Separ at i on of Pow er s an d a
Den i al of t h e Seven t h Am en dm en t Ri gh t t o a
Ju r y Tr i al
A. I t i s I m pr oper f or an Adm i n i st r at i ve Agen cy
Adj u di cat i ve Body t o I n val i dat e Pat en t s
becau se I t Vi ol at es t h e Ar t i cl e I I I Separ at i on of
Pow er s
The separ ation of pow er s under the United States
Constitution is the backbone of our tr ipar tite
system of gover nm ent. Conflicts betw een and
am ong the thr ee br anches of gover nm ent ar ise in
m any cir cum stances r elating to the gover nance
of the People and the constitutional author ity for
a par ticular br anch to exer cise its pow er. Recent
tw enty-fir st centur y exam ples include conflicts
over w ar pow er s, health car e and
im m igr ation.[2] Ultim ately, these conflicts ar e
r esolved by the Supr em e Cour t.
Oil States illustr ates another such conflict
betw een the thr ee br anches of gover nm ent w ith
r espect to the constitutionality of adjudicating
patent validity disputes in adm inistr ative
tr ibunals cr eated under Ar ticle I enum er ated
pow er s and oper ating in Ar ticle II Agencies
r ather than the constitutionally r equir ed Ar ticle
III Cour t adjudication of those disputes.
The Supr em e Cour t?s jur ispr udence, deciding the
constitutionality of conflicting jur isdictional
author ity am ong the thr ee br anches, in this
instance is based on an analysis addr essing

?public r ights? (e.g., disputes betw een a pr ivate
par ty and the gover nm ent or betw een pr ivate
par ties concer ning public pr oper ty r ights) and
?pr ivate r ights? (e.g., disputes betw een pr ivate
par ties concer ning pr ivate pr oper ty r ights).
The public/pr ivate pr oper ty r ights dichotomy,
and the conflict am ong the thr ee br anches of
gover nm ent have pr esented them selves in this
case involving the adjudication of a dispute
betw een pr ivate par ties concer ning the validity of
r ights secur ed to an individual inventor under a
law fully issued United States patent cer tificate.
The patent cer tificate w as issued based upon the
sover eign?s pr om ise of exclusivity for a lim ited
per iod of tim e in exchange for the individual
inventor ?s disclosur e of his pr ivate cr eative
thoughts and ideas.
B. Back gr ou n d of t h e Pat en t Law Adj u di cat i on
Con f l i ct I ssu e
Ar ticle I, Section 8, Clause 8, of the United States
Constitution pr ovides the explicitly enum er ated
pow er of Congr ess to secur e for inventor s the
exclusive r ight to their inventions for a fixed
per iod of tim e in exchange for disclosur e of the
invention to the public:
To pr om ote the Pr ogr ess of Science and useful
Ar ts, by secur ing for lim ited Tim es to Author s
and Inventor s the exclusive Right to their
r espective Wr itings and Discover ies.
United States patent law s developed thr ough the
com m on law and fr om an ear ly act of Congr ess.
In 1952, Congr ess codified m uch of today?s U.S.
patent law (the Patent Act of 1952). W ith few
exceptions, the law r em ained as codified in the
Patent Act of 1952 until 2011 w hen Congr ess
enacted a m ajor over haul in the law in the for m
of the AIA.
Pur suant to the AIA, Congr ess author ized, inter
alia, the Ar ticle II executive br anch agency that
adm inister s the United States patent system , the
Com m er ce Depar tm ent?s USPTO, to establish an
adm inistr ative tr ibunal pr oceeding to decide
challenges to the validity of a U.S. patent issued
by the USPTO. The adm inistr ative agency
tr ibunal char ged w ith this function is the PTAB.
These Ar ticle II adm inistr ative agency
pr oceedings ar e r efer r ed to as IPRs and ar e
conducted by Ar ticle I APJs.
This change in the patent law is tr oublesom e
because pr ior to the AIA any adver sar ial
challenge to the validity of a U.S. patent and

deter m ination to r evoke or cancel the patent w as
decided by the Ar ticle III cour ts. Additionally, it
is significant to note that besides r unning afoul of
histor ical pr ecedent, the IPR pr oceedings
function w ithout a jur y, oper ate under differ ent
evidentiar y standar ds and pr esum ptions, and
em ploy differ ent m ethods of inter pr eting the
language of the patent. Additionally, as noted
above, ther e is no Seventh Am endm ent r ight to a
jur y, w hich is com m on w ith Ar ticle I-cr eated
adm inistr ative agency tr ibunal pr oceedings.
These distinctions betw een the Ar ticle III cour t
adjudication of disputed patent validity and
Ar ticle II adm inistr ative tr ibunals infor m the
question that is befor e the Supr em e Cour t in Oil
States: w hether separ ation of pow er s and the
Seventh Am endm ent ar e violated by a
congr essional act (e.g., the AIA) em pow er ing an
Ar ticle II adm inistr ative agency tr ibunal to asser t
judicial pow er concer ning the pr oper ty r ights
betw een pr ivate par ties em br oiled in a pr ivate
dispute, and w hether those pr oper ty r ights ar e
?pr ivate? pr oper ty r ights or ?public? pr oper ty
r ights.
C. Th e I n t egr i t y of t h e U.S. Pat en t Syst em an d
Fi del i t y t o t h e Con st i t u t i on al I m per at i ve t o
I n cen t i v i ze I n n ovat i on an d Cr eat i ve
Aspi r at i on s, Secu r e t h e I n t el l ect u al Pr oper t y
Ri gh t s t o I n di v i du al s, an d Pr ov i de Un i f or m
an d St abl e Pat en t Law s Rel y u pon t h e Pr oper
Separ at i on of Pow er s i n En f or ci n g Th ose
Ri gh t s
So great moreover is the regard of the law for
private property, that it will not authorize the
least violation of it; no, not even for the general
good of the whole community.
~ W illiam Blackstone
The question of the constitutionality of
adm inistr ative agency adjudication of patent
validity is of utm ost im por tance in pr eser ving the
integr ity of the United States patent system and
the viability of the constitutional im per ative to
pr om ote pr ogr ess and innovation.[3]
This im por tant m andate is clear ly stated by Jam es
M adison in Feder alist Paper No. 43, in the section
r efer r ing to the enum er ated pow er :
A pow er ?to pr om ote the pr ogr ess of science
and useful ar ts, by secur ing for a lim ited tim e,
to author s and inventor s, the exclusive r ight,
to their r espective w r itings and discover ies.?

The utility of this pow er w ill scar cely be
questioned. The copyr ight of author s has
been solem nly adjudged in Gr eat Br itain to be
a r ight at com m on law. The r ight to useful
inventions seems with equal reason to belong
to the inventors. The public good fully
coincides in both cases, w ith the claim s of
individuals. The States cannot separ ately
m ake effectual pr ovisions for either of the
cases, and m ost of them have anticipated the
decision of this point, by law s passed at the
instance of Congr ess.[4]
Ther e is no gr eater evidence of the success of this
constitutional im per ative than the United States?
position as the leading w or ldw ide econom ic and
technological pow er house. The success of the
U.S. patent system , r elying on the quid pr o quo of
disclosur e by the individual of his/her m ost
pr ivate and intim ate cr eative thoughts in
exchange for the pr om ise of a lim ited per iod of
tim e for exclusivity over the use of those pr ivate
thoughts has spur r ed innovation thr ough
inspir ation of other s to build upon and/or ar ound
disclosed inventions to achieve the pr over bial
?better m ouse tr ap.?
As r ecognized by the Fr am er s of the Constitution,
the r ight to inventions is a natur al r ight that
belongs to inventor s not to the public. Thus,
ther e can be no m istake that the r ight is a
?pr ivate? r ight, r ather than a ?public? r ight.
D. An I n ven t or ?s Di scl osu r e of Hi s/Her Pr i vat e
Cr eat i ve Th ou gh t s Sh ou l d En j oy t h e Sam e
Pr ot ect i on as Di scl osu r e of an y Ot h er Pr i vat e
Th ou gh t s
?Every man has a property in his own person.
This nobody has a right to, but himself.?
~ John Locke
In other contexts, the Supr em e Cour t r ecognizes
the Constitution?s guar antees that an individual?s
inner m ost pr ivate thoughts (the genesis of all
intangible intellectual pr oper ty) ar e pr ivate and
entitled to pr otection fr om com pelled or induced
disclosur e (e.g., Fifth Am endm ent r ight against
self-incr im ination). Likew ise, once expr essed or
disclosed, these pr ivate thoughts ar e affor ded
pr otection as w ell (e.g., Fir st Am endm ent fr ee
speech and Four th Am endm ent pr otection
against illegal sear ch and seizur e).
Pr ivate pr oper ty r ights em anating fr om an
individual?s pr ivate thoughts and ideas should be
affor ded no less constitutional pr otection m er ely

because they involve intellectual pr oper ty
thoughts. In fact, these should ar guably car r y
gr eater w eight since the gover nm ent induces the
individual inventor to disclose such pr ivate
thoughts and ideas in exchange for the pr om ise
of lim ited exclusivity. The m er e fact that the
gover nm ent issues a patent, evidencing this
agr eem ent betw een the inventor and the
gover nm ent, is insufficient in itself to tr ansfor m
these valuable pr ivate r ights into a public r ight.
In fact, the patent law s r ecognize the distinction
in that disclosed but not claim ed subject m atter is
consider ed dedicated to the public dom ain r ather
than r etained by the disclosing inventor.[5]
Sim ilar ly, once a patent expir es, the claim ed
pr ivate r ights ar e then consider ed public dom ain.
Congr ess has r ecently affir m ed the necessity to
pr otect these pr ivate thoughts as pr ivate pr oper ty
r ights by passing legislation, w ith over w helm ing
bipar tisan suppor t, nationalizing tr ade secr et
pr otection.[6] Sim ultaneously tr ivializing the
r ights as public pr oper ty r ights after inducing
the individual to disclose these nationally
pr otected valuable secr ets (inventions) denies the
pr oper constitutional pr otection for those pr ivate
thoughts and r ights and r ender s the quid pr o quo
of the Patent/Copyr ight clause agr eem ent illusor y.
The founding father s r ecognized the necessity for
the independence of the thir d br anch of
gover nm ent by pr oviding for lifetim e
appointm ent and non-dim inution of
com pensation for judges.[7] In Feder alist Paper
No. 10, Jam es M adison ar ticulated the im por tant
r ecognition of the ?faction? im pact on a
dem ocr acy and a r epublic.[8] In Feder alist Paper
No. 51, M adison em phasized the im por tance of
the separ ation of pow er s am ong the thr ee
br anches of the r epublic.[9] And in Feder alist
Paper No. 78, Ham ilton pr ovided his m ost
significant essay, w hich descr ibed the judiciar y as
the w eakest br anch of gover nm ent and sought
the pr otection of its independence, pr oviding the
under pinnings for judicial r eview as r ecognized
ther eafter in M arbury v. M adison.[10]
Congr essional enactm ent of the AIA follow ed
m any year s of lobbying for its enactm ent. Those
effor ts pr om oted and pushed for the legislation
that, in the case of IPRs, r uns counter to the
constitutional im per ative behind congr essional
author ity to enact law s that promote the progress
of innovations by providing strong, stable
protection for intellectual property. The evidence
that IPRs have the opposite effect and w eaken
intellectual pr oper ty pr otection is undeniable.

Fur ther m or e, the com bination of IPR patent
invalidation r ates, r ecent legislation nationalizing
tr ade secr et pr otection, and cur tailm ent of
patent-eligible subject m atter , fur ther depletes
patent pr otection and disincentivizes pr om oting
innovation and pr ogr ess? all contr ar y to the
constitutional im per ative.
E. I PRs Vi ol at e t h e Th r ee Pr i n ci pl es of Ar t i cl e
I , Sect i on 8, Cl au se 8 of t h e U.S. Con st i t u t i on
The constitutional im per ative of Ar ticle I, Section
8, Clause 8, as gleaned fr om its plain language
and r ecognized by the Fr am er s, pr ovides thr ee
specific pur poseful goals:
(1) Incentivizing innovation and creative
aspirations; (2) Securing intellectual property
rights to the individual (rather than the state
or the public); (3) Uniformity of Protection for
Intellectual Property Rights.[11]
The adm inistr ative agency adjudication of patent
validity in an IPR pr oceeding is counter to the
constitutional im per ative and violates its thr ee
pr inciples.
1. I ncentivizing I nnovation a nd Cr eative
Aspir ations
Ther e is an am ple body of evidence that the IPR?s
80% patent invalidation r ate disincentivizes
innovation and cr eative aspir ations. Confidence
in the valuation of patented technology has all
but disappear ed. The expense of acquir ing a
patent that has a m er e 20% chance of sur viving a
validity challenge post-issuance deter s the
necessar y investm ent in r esear ch and
developm ent r equir ed for innovation. Roulette
w heels in Las Vegas casinos offer better odds for
a r etur n on investm ent. IPR pr oceedings violate
the incentivizing pr inciple of the constitutional
im per ative.
2. Secur ing I ntellectua l Pr oper ty Rights to the
I ndividua l Rather Tha n the State (the Public)
Inducing an inventor to disclose his/her pr ivate
cr eative thoughts in exchange for secur ing those
r ights to the individual, in accor dance w ith the
constitutional guar antee of secur ing the r ights to
the individual, r equir es the sover eign to honor
and pr otect those r ights as pr ivate (belonging to
the individual), r ather than confiscating them ,
post-issuance of the patent cer tificate, as public
pr oper ty. Anything less violates the securing
pr inciple of the constitutional im per ative.
3. Unifor mity of Pr otection for I ntellectua l

Pr oper ty Rights
The bizar r e r eality of tw o differ ent adjudicative
standar ds for the sam e deter m ination (e.g.,
patent invalidity) by the adm inistr ative agency in
PTAB tr ials and by Ar ticle III cour ts deciding
patent disputes is counter to the unifor m ity
pr inciple under lying the constitutional
im per ative (e.g., PTAB br oadest r easonable
inter pr etation (?BRI?) or BRI claim constr uction
based upon pr eponder ance of the evidence and
absence of pr esum ption of validity, com par ed
w ith Ar ticle III cour ts?Phillips?or dinar y m eaning
claim constr uction based upon clear and
convincing standar d and pr esum ption of
validity). The inconsistency, der ived fr om a lack
of unifor m ity, is com pounded by the
unpr edictability of finality and binding author ity
in those patent validity deter m inations that occur
w ith m ultiple par allel-tr acked validity
deter m inations in the tw o separ ate for a
concer ning validity of the sam e challenged patent
claim s.
Congr essional exer cise of its enum er ated pow er s
in this context has violated the pr inciples behind
the constitutional im per ative and exceeded its
author ity by usur ping the author ity of the thir d
br anch to set unifor m standar ds for adjudicating
patent validity disputes consistent w ith the
constitutional im per ative.
F. I PRs ar e n ot t h e Tal i sm an i c Sol u t i on i n t h e
Qu est f or I m pr oved Pat en t Qu al i t y an d Pat en t
Law Ref or m
To be sur e, patent quality is in the best inter est of
all stakeholder s and the integr ity of the United
States patent system . It is com m endable that
Congr ess has attem pted to achieve this goal.
Unfor tunately, IPRs, w hile paved w ith good
intentions, have put the patent system on a
danger ous r oad to a chaotic dem ise.
Solutions for im pr oving patent quality need to be
accom plished at the fr ont-end adm inistr ative
pr ocess and not at the expense of the
constitutional im per ative and the separ ation of
pow er s on the back-end enfor cem ent r egim e.
Robust and com pr ehensive exam ination pr actices
at the application stage achieves the goal
consistent w ith congr essional author ity and the
constitutional m andate.
For its par t, the Supr em e Cour t has r ender ed
r ecent decisions in patent cases that r eign in ?bad
actor s? on the enfor cem ent back end.[12] These
cases equip tr ial cour ts w ith the necessar y tools

to com bat abusive patent enfor cem ent tactics
w ithout stifling the incentive to innovate,
entr epr eneur ial investm ent in new technologies,
and the disclosur e of the pr ivate thoughts of
inventor s and innovator s.
Unfor tunately, the system has gone off the r ails
w ith Congr ess?em pow er m ent of an
adm inistr ative agency to assum e the her etofor e
judicial function of adjudicating pr ivate par ty
disputes over patent validity sim ultaneously w ith
the Ar ticle III cour ts under vastly differ ent and
inconsistent pr ocedur es.
G. Th e Con st i t u t i on al I m per at i ve of t h e Pat en t
Syst em i s Not Di spu t ed
The issue of constitutionally guar anteed patent
pr otection for individual inventor s is
non-contr over sial fr om a r ight or left political
per spective. It is about w hat is r ight and w r ong
w ith IPRs and its adver se im pact on the U.S.
patent system vis-a-vis the balance of pow er
betw een the br anches of our tr ipar tite for m of
gover nm ent.
As evidenced by m any of the Supr em e Cour t?s
unanim ous opinions in patent cases, the
fundam ental constitutional r ights em anating
fr om Ar ticle I, section 8, Clause 8, pr ovide a
singular foundation of pr inciples that cannot be
denied. The str ength of these pr otections for the
individual has been the lynchpin of the super ior
technological pr ogr ess and econom ic success
enjoyed over the histor y of our r epublic. One
need only com par e Am er ican pr ogr ess w ith that
of r epr essive r egim es that do not honor and
suppor t str ong pr otection for the pr ivate
intellectual pr oper ty r ights of the individual to
r ealize the genius of the Founding Father s and
Fr am er s behind the constitutional im per ative.
The basis for the constitutional pr ovision has
ser ved the countr y w ell thr oughout our histor y
and should pr ovide the basis for deter m ining
w hether an act of Congr ess achieves or violates
the constitutional im per ative. And w hen, as her e,
it is evident that an act of Congr ess (i.e., the AIA
pr ovision establishing the IPR adm inistr ative
agency adjudication of patent validity disputes
and cancellation) is contr ar y to the constitutional
im per ative, the Supr em e Cour t?s histor ical
pr ecedent, and the antecedent com m on law , then
that pr ovision m ust be str uck dow n as an
unconstitutional violation of the separ ation of
pow er s and the Seventh Am endm ent r ight to a
jur y tr ial.

The Cour t has r ecognized in m any other cases
involving the Bill of Rights and separ ation of
pow er s that Congr ess and/or the Executive has
over -stepped its author ity. Her e, the separ ation
of pow er s and the Seventh Am endm ent ar e at the
hear t of this case.
If the judicial br anch does not abide and pr otect
its ow n constitutional independence and
author ity and the individual?s pr otections under
the Bill of Rights, no other br anch can.
I I . Evol u t i on of Pu bl i c Pr oper t y Ri gh t s v.
Pr i vat e Pr oper t y Ri gh t s
A. Ar t i cl e I I I Separ at i on of Pow er s
In 1855, in M urray's Lessee v. Hoboken Land &
Improvement Co., the Supr em e Cour t declar ed
that Congr ess has the pow er to delegate disputes
over public r ights to non-Ar ticle III cour ts.[13]
The Cour t specifically held that ?ther e ar e
m atter s, involving public r ights, w hich m ay be
pr esented in such for m that the judicial pow er is
capable of acting on them . . . but w hich congr ess
m ay or m ay not br ing w ithin the cognizance of
the cour ts of the United States, as it m ay deem
pr oper.? Id. at 281. This Ar ticle I public r ights
car ve-out fr om Ar ticle III cour ts w as fir st
r ecognized by the Cour t in the context of disputes
betw een the gover nm ent and pr ivate par ties. Id.
In 1921, in Block v. Hirsh, the Cour t extended the
doctr ine to disputes betw een pr ivate par ties
concer ning public r ights.[14] The Cour t upheld
the constitutionality of a Distr ict of Colum bia
statute author izing an adm inistr ative agency to
deter m ine fair r ents for holdover tenants as
pr ovided by the statute in a dispute betw een a
pr ivate par ty landlor d and pr ivate par ty tenants.
Id.
In 1929, in Ex parte Bakelite Corp., the Cour t held
that an adver sar ial pr oceeding by a com pany
against a com petitor for unfair im por tation
pr actices under feder al law did not need to be
hear d in an Ar ticle III cour t.[15] In Bakelite, the
Cour t addr essed the question of the
constitutionality of ?legislative cour ts.? Id. at
451-52. The case concer ned executive pow er to
levy tar iffs and cr eate a Tar iff Com m ission to
conduct hear ings pur suant to the Tar iff Act of
1922. Id. at 446. Deter m inations by the Tar iff
Com m ission w er e appealable to the Cour t of
Custom s Appeals. The Cour t declar ed that the
Cour t of Custom s Appeals w as a legislative cour t,
i.e., an Ar ticle I cour t. Thus, r egar ding m atter s

pur ely w ithin the scope of the legislative or
executive br anches, they m ay r eser ve to
them selves the pow er to cr eate new for um s to
decide disputes or delegate the adjudicator y
function to adm inistr ative agency tr ibunals. Id.
at 451.
M or e r ecently, in 1985, the Supr em e Cour t in
Thomas v. Union Carbide Agricultural Products
Co., upheld the binding ar bitr ation schem e of the
Feder al Insecticide, Fungicide, and Rodenticide
Act (?FIFRA?).[16] Under FIFRA, pesticide
m anufactur er s seeking to r egister a pesticide
w er e r equir ed to subm it health, safety, and
envir onm ental data to the Envir onm ental
Pr otection Agency (?EPA?). Id. at 571-72. The
data could be utilized by the EPA in appr oving
r egistr ations by other m anufactur er s, but
com pensation for its use w as ow ed to the ear lier
r egistr ant. The am ount could be deter m ined by
agency ar bitr ation instead of in an Ar ticle III
cour t. The Cour t in Thomas held that this
statutor y schem e does not violate Ar ticle III,
noting that ?[m ]any m atter s that involve the
application of legal standar ds to facts and affect
pr ivate inter ests ar e r outinely decided by agency
action w ith lim ited or no r eview by Ar ticle III
cour ts.? Id. at 583. It follow ed that ?Congr ess,
acting for a valid legislative pur pose to its
constitutional pow er s under Ar ticle I, m ay cr eate
a seem ingly ?pr ivate?r ight that is so closely
integr ated into a public r egulator y schem e as to
be a m atter appr opr iate for agency r esolution
w ith lim ited involvem ent by the Ar ticle III
judiciar y.? Id. at 593-94.
The follow ing year , in 1986, the Cour t in
Commodity Futures Trading Commission v. Schor
used the sam e r ationale to uphold the
constitutionality of adver sar y pr oceedings in the
Com m odity Futur es Tr ading Com m ission
(?CFTC?), for custom er s of com m odity br oker s to
seek r epar ations fr om their br oker s for violation
of the Com m odity Exchange Act (?CEA?) or agency
r egulations.[17]
The Cour t expanded the Ar ticle I and Ar ticle II
adm inistr ative agency adjudication of disputes
betw een pr ivate par ties concer ning ar guably
pr ivate pr oper ty r ights in r eliance upon its
asser ted nexus betw een the pr ivate r ights and the
public r egulator y schem e or m or eover the
gover nm ental inter est in the outcom e and
r esolution of those disputes. One can question
this r ationale and w hether it pr esents an
?open-ended? basis for unfetter ed expansion of

r egulator y contr ol by the tw o political br anches
of the U.S. Gover nm ent w ithout the checks and
balances of the co-equal non-political thir d
br anch. Cer tainly, a connection can be dr aw n
betw een these cases and the m assive expansion
of Ar ticle I and Ar ticle II regulatory agencies and
regulatory power over daily activities r elated to
pr ivate pr oper ty r ights.
Concer n over the open-endedness of this
unfetter ed pow er is evident in the 2011 case Stern
v. M arshall, 564 U.S. 462 (2011), in w hich the
Cour t issued its m ost expansive pr onouncem ent
on the standar d for applying the public r ights
doctr ine. In Stern, the Cour t continued to apply
the analysis of public r ights doctr ine to disputes
betw een pr ivate par ties in ?cases in w hich the
claim at issue der ives fr om a feder al r egulator y
schem e, or in w hich r esolution of the claim by an
exper t gover nm ent agency is deem ed essential to
a lim ited r egulator y objective w ithin the agency's
author ity. . . . [W ]hat m akes a r ight ?public?
r ather than pr ivate is that the r ight is integr ally
r elated to par ticular feder al gover nm ent action.?
Id. at 498.
The Cour t, how ever , held that the dispute
betw een the par ties in Stern concer ned a claim
sounding in tort, and thus, could not be
adjudicated by an Article I bankruptcy court. Id.
at 494. Rather , under Ar ticle III, an Ar ticle I
bankr uptcy cour t could not enter judgm ent on a
state law counter claim sounding in tor t because
state law counter claim s ?[do] not flow fr om a
feder al statutor y schem e, . . . [ar e] not com pletely
dependent upon adjudication of a claim cr eated
by feder al law ,? and do not involve ?a situation in
w hich Congr ess devised an exper t and
inexpensive m ethod for dealing w ith a class of
questions of fact w hich ar e par ticular ly suited to
exam ination and deter m ination by an
adm inistr ative agency specially assigned to that
task .? Id. at 493-94 (citations om itted).
M ost notably, under the Stern analytical
fr am ew or k, Ar ticle I and Ar ticle II tr ibunal
adjudications are prohibited if the feder al claim
had antecedents in the com m on law in 1789, and
those agency tr ibunals acting as factfinder in
pr ivate disputes m ust r eceive plenar y r eview in
an Ar ticle III cour t to be consider ed
constitutionally sound. See id. at 484-85.
This ?histor ical antecedents? test is deter m ined
by exam ining w hether a claim existed at com m on
law in 1789, and if so, its r esolution im plicates the

?judicial pow er ,? and thus a non-Ar ticle III
tr ibunal m ay not finally adjudicate it at the tr ial
level. The Ar ticle III pur pose, its system of checks
and balances, and the integr ity of judicial
decision m aking w ould be denied if the other
br anches of the feder al gover nm ent could confer
the gover nm ent?s ?judicial pow er ? on entities
outside Ar ticle III. That is w hy since M urray?s
Lessee it has long been r ecognized that Congr ess
m ay not ?w ithdr aw fr om judicial cognizance any
m atter w hich, fr om its natur e, is the subject of a
suit at the com m on law , or in equity, or
adm ir alty.? 59 U.S. 272 (1856).
W hen a suit is m ade of ?the stuff of the
tr aditional actions at com m on law tr ied by the
cour ts at Westm inster in 1789? and is br ought
w ithin the bounds of feder al jur isdiction, the
r esponsibility for deciding that suit r ests w ith
Ar ticle III judges in Ar ticle III cour ts. Stern, 564
U.S. at 484. The Constitution assigns that
job? r esolution of ?the m undane as w ell as the
glam or ous, m atter s of com m on law and statute as
w ell as constitutional law , issues of fact as w ell as
issues of law ? ? to the judiciar y. Id. at 495.
Never theless, the Cour t w ent on to r ecognize that
Ar ticle III pr ecedent ?has not been entir ely
consistent.? Id. at 497. As Justice Scalia?s
concur r ence stated, this r ealization of how the
Stern outcom e w as r econciled w ith ever y ?not . . .
entir ely consistent? holding of the past has led
r easonable jur ists to believe that ther e w er e no
less than seven distinct legal standar ds
announced in the m ajor ity opinion. Id. at 507
(Scalia, J., concur r ing).
It is im por tant to note that none of the public
r ights cases involve the disclosur e of pr ivate
thoughts induced by the sover eign, and, under
the histor ical antecedent test, non-Ar ticle III
tr ibunals m ay not finally adjudicate patent
disputes at the tr ial level. Also, as in Stern, under
the com m on law , violations of patent r ights have
been tr eated as a tor t.
It is also notew or thy that the Cour t has r ecently
held in M atal v. Tam, 137 S. Ct. 1744, 1760-61
(2017), in the context of tr adem ar k r ights, that
like copyr ights, tr adem ar ks ar e ?pr ivate? speech.
Additionally, as pointed out by Justice Thom as
(joined by Justice Scalia) in his dissenting opinion
in B&B Hardware, Inc. v. Hargis Indus., 135 S. Ct.
1293 (2015):
[T]he r ight to adopt and exclusively use a
tr adem ar k appear s to be a private property

right that ?has been long recognized by the
common law and the chancery courts of
England and of this country.? Trade-M ark
Cases, 100 U. S. 82, 92, 25 L. Ed. 550, 1879 Dec.
Com m 'r Pat. 619 (1879). As the Cour t
explained w hen addr essing Congr ess?fir st
tr adem ar k statute, enacted in 1870, the
exclusive r ight to use a tr adem ar k ?w as not
cr eated by the act of Congr ess, and does not
now depend upon it for its enfor cem ent.?
Ibid. ?The w hole system of tr adem ar k
pr oper ty and the civil r em edies for its
pr otection existed long anter ior to that act,
and have r em ained in full for ce since its
passage.? Ibid. Thus, it appear s that the
tr adem ar k infr ingem ent suit at issue in this
case m ight be of a type that m ust be decided
by ?Ar ticle III judges in Ar ticle III cour ts.?
Stern, 564 U. S. at 484, 131 S. Ct. 2594, 180 L.
Ed. 2d 475, 495.
B&B Hardware, 135 S. Ct. 1293, 1317 (em phasis
added).
The sam e is tr ue for patent r ights since the patent
law developed fr om the com m on law.
B. Ar t i cl e I I I Separ at i on of Pow er s i n I n ven t i on
an d Lan d Pat en t Cases
In addition to patents for inventions, the U.S.
gover nm ent has issued patents for land gr ants.
United States v. Stone, 69 U.S. 525, 535-38 (1864).
Patents for invention and patents for land ar e
tr eated the sam e w ay under the r elevant law.
United States v. Am. Bell Tel. Co., 128 U.S. 315,
358-59 (1888). The Supr em e Cour t in sever al
cases dur ing the nineteenth centur y declar ed that
a patent for either invention or land, once issued,
is pr ivate pr oper ty that has left the author ity of
the gr anting office.
The Cour t in American Bell Telephone Company
com par ed Ar ticle I, Section 8, Clause 8, w ith
Ar ticle IV Section 3, Clause 2, and stated that ?the
pow er . . . to issue a patent for an invention, and
the author ity to issue such an instr um ent for a
gr ant of land, em anate fr om the sam e sour ce, and
although exer cised by differ ent bur eau or
officer s under the gover nm ent, ar e of the sam e
natur e, char acter and validity. . . .? Id. The Cour t
held that to take aw ay a patent after issuance
invokes ?pr ivate? r ights? nam ely, fully vested
pr oper ty r ights. Id. at 370. The Cour t found that
the invention ?has been taken fr om the people,
fr om the public, and m ade the pr ivate pr oper ty of
the patentee. . . .? Id.

The Cour t has held, w ith r espect to both patents
for invention and patents for land, that it is an
unconstitutional encr oachm ent on Ar ticle III
cour ts for the executive to affect an issued patent
in any w ay. Id. In American Bell Telephone
Company, the Cour t found that a patent is ?the
highest evidence of title, and is conclusive as
against the Gover nm ent, and all claim ing under
junior patents or titles, until it is set aside or
annulled by som e judicial tr ibunal. . . .? Id. at
365. Any deter m inations as to w hether a patent
has been im pr ovidently gr anted m ust be m ade by
cour ts of law. The agency that issues the patent
pr ovides evidence of a gr ant by an officer w ho
issues it acting m agister ially and not judicially.
Id. Such office or officer is not com petent to
cancel or annul the act of his pr edecessor. Id.
That is a judicial act, and r equir es the judgm ent
of a cour t. Id.
The Supr em e Cour t in M cCormick Harvesting
M achine Co. v. C. Aultman & Co., 169 U.S. 606, 609
(1898), held that a patent, upon issuance, is not
supposed to be subject to r evocation or
cancellation by any executive agent. Id. The
Cour t held that it is an invasion of the pr ovince of
Ar ticle III cour ts for the executive br anch to
r evoke or cancel a patent as invalid. Id. at 612.
The Cour t r easoned that w hen a patent has
r eceived the signatur e of the Secr etar y of the
Inter ior , counter signed by the Com m issioner of
Patents, and has had affixed to it the seal of the
Patent Office, it has passed beyond the contr ol
and jur isdiction of that office, and is not subject
to be r evoked or cancelled by the Pr esident, or
any other officer of the gover nm ent. Id. at
608-09. It has becom e the pr oper ty of the
patentee, and as such is entitled to the sam e legal
pr otection as other pr oper ty. Id. The cour t noted
that the only author ity com petent to set a patent
aside, or to annul it, or to cor r ect it for any r eason
w hatsoever , is vested in the cour ts of the United
States, and not in the depar tm ent w hich issued
the patent. And in this r espect a patent for an
invention stands in the sam e position and is
subject to the sam e lim itations as a patent for a
gr ant of land.
Ther e ar e num er ous land patent cases pr eceding
the invention patent cases that r eached the sam e
conclusion. In United States v. Stone, 69 U.S. 525,
535 (1864), the Cour t deter m ined that an Ar ticle I
tr ibunal lacked the author ity to void a patent for
land.

In M oore v. Robbins, 96 U.S. 530 (1878), the Cour t
decided a dispute as to w hether the Secr etar y of
the Inter ior could r escind a patent for land w her e
m ultiple par ties claim ed ow ner ship over the
sam e tr act. Id. The Cour t r easoned that Ar ticle
III cour ts ar e the sole venue for adjudication once
a patent has been issued and becom e the pr ivate
pr oper ty of the patentee. The question of
contested r ights is w ithin the jur isdiction of the
land patent gr anting author ity (the Land Office),
but once the patent has been aw ar ded to one of
the contestants, and has been issued, deliver ed,
and accepted, all r ight to contr ol the title or to
decide on the r ight to the title has passed fr om
the Land Office and the executive. Id. at 532-33.
Any disputes concer ning the land patent m ust be
decided by Ar ticle III cour ts. Id.
Sim ilar ly, in Iron Silver M ining Co. v. Campbell,
135 U.S. 286, 293 (1890), the Cour t, r elying on the
sam e r ationale to pr event officer s of the Land
Depar tm ent fr om r equir ing tw o com peting land
ow ner s to appear r egar ding the patents?validity,
stated that it ?is alw ays and ultim ately a question
of judicial cognizance.? Id. The Cour t held that
only the Ar ticle III cour ts could hear the case. Id.
at 301-02.
In both the invention and land patent cases, the
dispute ar ose as a r esult of a challenge to the
validity of the gr anted patent. W hether the
challenge is fueled by the issuing body?s m istake
or negligence, the sam e consequence
obtains? the issuing agency cannot adjudicate
the dispute. Once the gr ant has occur r ed, the
r ight is a pr ivate pr oper ty r ight. Any dispute as
to the patentee?s pr ivate pr oper ty m ust be hear d
by an Ar ticle III tr ibunal. Other w ise, it violates
the Ar ticle III separ ation of pow er s.
The har m to the r ule of law that ar ises w henever
per sons other than Ar ticle III judges w ield the
judicial pow er is not over stated. The
pr esum ption of lifetim e tenur e and the
pr ohibition against salar y dim inution is that it
elim inates or m inim izes the political influence on
Ar ticle III judges. The lifetim e tenur e and no
salar y dim inution r equir em ent of Ar ticle III
pr ovide the gr eatest oppor tunity to m aintain the
independence of the feder al judiciar y. Also, the
Ar ticle II advise and consent r ole for Senate
confir m ation of Pr esidential nom inees to Ar ticle
III cour ts guar antees the People a r epr esentative
voice in the vetting pr ocess. These pr otections do
not exist in the adm inistr ative agencies of the
Executive br anch, w hose em ployees per for m

their duties within the bureaucracy subject to the
power and authority of agency leaders, the
President, and/or Congress.
C. Th e Pu bl i c Ri gh t s Ex cept i on Vi ol at es t h e
Seven t h Am en dm en t Ri gh t t o a Ju r y
The Seventh Am endm ent pr ovides that ?[i]n Suits
at com m on law , w her e the value in contr over sy
shall exceed tw enty dollar s, the r ight of tr ial by
jur y shall be pr eser ved . . . .?[18]
The public r ights exception for adm inistr ative
agency tr ibunals r uns afoul of the Seventh
Am endm ent r ight to a tr ial by jur y w ith r espect
to the PTAB IPRs challenging the validity of
patents. As pointed out in the discussion of the
Supr em e Cour t?s invention patents and land
patents, the dispute is one that should be view ed
as a pr ivate pr oper ty r ights case and not a public
pr oper ty r ights case. M or eover , histor ically in the
United States, the issues of patent validity have
been adjudicated in Ar ticle III cour ts.
Additionally, the Seventh Am endm ent r ight to a
jur y tr ial is violated under the Cour t?s histor ical
antecedent test. Under the English Com m on law
of the eighteenth centur y (at the tim e of the
fr am ing of the United States Constitution), the
validity of patents sounded in com m on law. Such
w as the case w hether incident to an infr ingem ent
action or as a dir ect action to r evoke in the
Chancer y Cour t of law and equity (since the
factual deter m inations w er e actually tr ied in the
com m on law cour ts because only they had the
pow er to em panel jur ies).[19] Accor dingly, any
distinction betw een validity deter m inations and
infr ingem ent actions is m isplaced.
Patent infr ingem ent actions inher ently r ely upon
the validity of the patent at issue. This is tr ue
w hether decided by adjudication of the
affir m ative defense, counter claim , stipulation, or
the pr esum ption of validity. The issues of patent
infr ingem ent and patent validity ar e inextr icably
linked. Congr ess r ecognized this aspect of patent
enfor cem ent in the AIA one-year tim e bar for IPR
petitions w hen the patent at issue is the subject of
a patent infr ingem ent law suit.[20]
Sim ilar ly, since the r ight to a jur y tr ial is
w aivable, any patent dispute conducted by an
Ar ticle III judge w ithout a jur y differ s
significantly fr om the PTAB IPR pr oceeding in
that the litigants engage in the pr ocess know ing
that their voluntar y conduct w aives the jur y
r ight. Patent holder s faced w ith the challenge in
IPRs ar e not affor ded the oppor tunity to w aive

the jur y r ight. And, of cour se, the separ ation of
pow er s constitutional deficiency is not pr esent
since the m atter is still tr ied as an Ar ticle III
adjudicated pr oceeding.
W hile no Supr em e Cour t case has addr essed the
specific question r aised r egar ding the Seventh
Am endm ent violation posed by PTAB IPRs (pr ior
to the pending case), guidance m ay be gleaned
fr om the Cour t?s decision in Granfinanciera, S.A.
v. Nordberg. 492 U.S. 33 (1989):
Although "the thr ust of the Am endm ent w as
to pr eser ve the r ight to jur y tr ial as it existed
in 1791," the Seventh Am endm ent also applies
to actions br ought to enfor ce statutor y r ights
that ar e analogous to com m on law causes of
action or dinar ily decided in English law
cour ts in the late 18th centur y, as opposed to
those custom ar ily hear d by cour ts of equity or
adm ir alty.
Id. at 41- 42 (citations om itted).
[Congr ess] lacks the pow er to str ip par ties
contesting m atter s of pr ivate r ight of their
constitutional r ight to a tr ial by jur y . . . to
hold other w ise w ould be to per m it Congr ess
to eviscer ate the Seventh Amendment's
guar antee by assigning to adm inistr ative
agencies or cour ts of equity all causes of
action not gr ounded in state law , w hether
they or iginate in a new ly fashioned r egulator y
schem e or possess a long line of com m on-law
for ebear s. The Constitution now her e gr ants
Congr ess such puissant author ity. "[L]egal
claim s ar e not m agically conver ted into
equitable issues by their pr esentation to a
cour t of equity," nor can Congr ess conjur e
aw ay the Seventh Amendment by m andating
that tr aditional legal claim s be br ought ther e
or taken to an adm inistr ative tr ibunal.
Id. at 51-52 (em phasis added).
In Granfinanciera, a com m on law claim ar ose in
an Ar ticle I bankr uptcy cour t. Id. The Cour t held
that a bankr uptcy tr ustee w as constitutionally
entitled to a jur y tr ial in an action to r ecover a
fr audulent conveyance, as such suits ar e m atter s
of pr ivate r ights. Id. at 55-56. The Cour t found
that although the com m on law claim ar ose in an
Ar ticle I (bankr uptcy) cour t, the Seventh
Am endm ent r ight to a jur y still applied. Id. at
63-64.
I I I . Resol u t i on of t h e Cr i t i cal Con st i t u t i on al
I ssu es Rai sed by I PRs i s Necessar y t o I n su r e

t h e I n t egr i t y an d St r en gt h of t h e Un i t ed St at es
Pat en t Syst em
?Life, liberty, and property do not exist because
men have made laws. On the contrary, it was
the fact that life, liberty, and property existed
beforehand that caused men to make laws in
the first place.?
~Frederic Bastiat
The passage of the AIA w as a culm ination of
effor ts spanning sever al year s of congr essional
effor ts; and the pr oduct of a push by the
com panies at the for efr ont of the tw enty-fir st
centur y new technology business titans. The
legislation br ought about m onum ental changes in
the patent law in the w ay that patents ar e
pr ocur ed (fir st inventor to file instead of fir st to
invent) and how they ar e enfor ced (the
adm inistr ative challenges to patent validity
thr ough the PTAB IPRs).
The 113th and 114th Congr esses also gr appled
w ith then new ly pr oposed patent law r efor m s
that, if enacted, w ould have pr esented additional
tectonic shifts in the patent law. M ajor pr ovisions
of the pr oposals included: fee-shifting m easur es
(r equir ing loser pays legal fees? counter to the
Am er ican r ule); str ict detailed pleadings
r equir em ents, pr om ulgated w ithout the
tr aditional Rules Enabling Act pr ocedur e, w hich
exceed those of the Twombly/Iqbal standar d
applied to all other civil m atter s in feder al cour ts;
and the differ ent standar ds applicable to patent
claim inter pr etation betw een the PTAB IPR
pr oceedings and Ar ticle III cour t litigation
concer ning patent validity.
The executive and adm inistr ative br anch have
also been active in the patent law ar ena.
Pr esident Obam a w as a str ong suppor ter of the
AIA and in his 2014 State of The Union Addr ess
essentially stated that, w ith r espect to the
pr oposed patent law r efor m s aim ed at ?patent
tr oll? issues, w e m ust innovate r ather than
litigate. Additionally, the USPTO has em bar ked
upon an ener getic over haul of its oper ations in
ter m s of patent quality and PTO per for m ance in
gr anting patents, and the PTAB has expanded to
over 250 adm inistr ative law judges in concer t
w ith the AIA IPRs?str ict tim etable r equir em ents.
The Supr em e Cour t, along w ith the other
br anches of the U.S. gover nm ent, has r aised the
pr ofile of patent cases to histor ical heights. Fr om
1996 to the pr esent ter m , ther e has been a steady

incr ease in the num ber of patent cases decided
by the Cour t. For exam ple, patent cases decided
dur ing the 2014-2015 ter m the patent cases
constituted alm ost ten per cent of the Cour t's
docket. Pr ior to the last tw o decades, the Supr em e
Cour t w ould r ar ely include m or e than one or tw o
patent cases in a docket that w as m uch lar ger
than those w e have becom e accustom ed to over
the m or e r ecent ter m s.
The need for str ong pr otection of intellectual
pr oper ty r ights is gr eater now than it w as at the
daw n of our Republic. Our For efather s and the
Fr am er s of the U.S. Constitution r ecognized the
need to secur e those r ights in Ar ticle 1, Section 8,
Clause 8. Jam es M adison pr ovides clear insight
for its significance in the Feder alist Paper No. 43
(the only r efer ence to the clause in the Feder alist
Paper s). It is contained in the fir st Ar ticle section
dedicated to the enum er ated pow er s of Congr ess.
The clause r ecognizes the need for unifor m ity of
the pr otection of IP r ights; secur ing those r ights
for the individual r ather than the state; and
incentivizing innovation and cr eative aspir ations.
Under lying this par ticular enum er ated pow er of
Congr ess is the sam e str uggle that the Fr am er s
gr appled w ith thr oughout the for m ulation of the
new Republic: how to pr om ote a unified nation
w hile pr otecting individual liber ty. The fear of
tyr anny and pr otection of the ?natur al law ? of
individual liber ty is a dr iving them e for the
Constitution and thr oughout the Feder alist
Paper s.
In Feder alist Paper No. 10, Jam es M adison
ar ticulated the im por tant r ecognition of the
?faction? im pact on a dem ocr acy and a r epublic.
In Feder alist Paper No. 51, M adison em phasized
the im por tance of the separ ation of pow er s
am ong the thr ee br anches of the r epublic. And in
Feder alist Paper No. 78, Alexander Ham ilton
pr ovided his m ost significant essay, w hich
descr ibed the judiciar y as the w eakest br anch of
gover nm ent and sought the pr otection of its
independence pr oviding the under pinnings for
judicial r eview as r ecognized ther eafter in
M arbury v. M adison.
All of these r elated them es ar e r elevant to Ar ticle
I, Section 8, Clause 8, and at the center of
intellectual pr oper ty pr otections then and now.
The Feder alist Paper No. 10 r ecognition that a
faction m ay influence the law has been playing
itself out in the halls of Congr ess in the tim e
per iod leading up to the AIA and in connection

w ith m or e r ecent patent law r efor m debate. The
lar ge tech com panies of the past, new tech, new
patent-based financial business m odel entities,
and phar m a factions have been the dr iver s,
pr oponents, and opponents of cer tain of these
effor ts.
To be sur e, som e change is inevitable, and both
beneficial and necessar y in an envir onm ent of
r apidly changing technology w her e the law needs
to evolve or confor m to new r ealities. How ever ,
changes not gr ounded in the founding pr inciples
of the Constitution and the Patent/Copyr ight
Clause (i.e., unifor m ity, secur ed r ights for the
individual, incentivizing innovation and
pr otecting individual liber ty) r un afoul of the
intended pur pose of the constitutional guar antee.
Although the Sover eign does not benefit dir ectly
fr om the fr uits of the innovator , enacting law s
that em pow er the King, and enables the King to
r em ain so, has the sam e effect as depr ivation and
dim inishm ent of the individual?s r ights and
effectively confiscates them fr om him /her.
Specifically, w ith r espect to intellectual pr oper ty
r ights, effecting change to the law s that do not
adher e to these under lying pr inciples, in favor of
the faction that lobbies the m ost and the best in
the quid pr o quo of political gain to the gover ning
body thr eatens to under m ine the individual?s
intellectual pr oper ty r ights and hinder the
gr eatest econom ic dr iver and sour ce of
pr osper ity in the countr y.
All of these vital inter secting factor s ar e
r esonating w ith the cr itical issues to be decided
r egar ding the constitutionality of PTAB IPRs. The
public pr oper ty r ights/pr ivate pr oper ty r ights
jur ispr udence can be clar ified, and vital issues
r elated to the str ength of invention patent
pr otection in the United States can be secur ed,
thr ough r esolving the fundam ental question of
the constitutionality of Ar ticle II ver sus Ar ticle III
adjudication of invention patent validity.
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